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MEMORANDUM OF LAW IN SUPPORT OF RENEWED MOTION FOR JUDGMENT
AS A MATTER OF LAW AND MOTION FOR REMITTITURS OR A NEW TRIAL

Defendant Michael Robertson (“Robertson”) submits this memorandum of law in support

of his renewed motion for judgment as a matter of law and motion for remittiturs or a new trial

(the “Motions”). This action is, and always has been about MP3tunes, LLC’s (“MP3tunes”) and

Robertson’s potential liability and damages in connection with the 472 (now 340) works set forth

in three takedown notices sent by the Plaintiffs to MP3tunes in 2007; the alleged infringement of

328 (now 296) pieces of cover art; and 47 (now 22) direct infringements by Robertson.

Taking advantage of vague case law concerning willful blindness and red flag

knowledge, Plaintiffs hijacked this action to encompass 2,000 additional works. Those claims

rely on a few e-mails, documents and vague testimony that, as a matter of law, cannot support

the assertion of red flag knowledge or willful blindness. Notwithstanding, the jury awarded

damages of $48,061,073 against Robertson, whose direct infringement was limited to his

personally downloading 22 songs, out of over 8,900 in his locker, many of which were from

reputable websites on which Plaintiffs themselves made MP3s freely available for download or

used for marketing purposes.

Having obtained detailed jury verdicts on plainly baseless claims, the time has come to

apply controlling law, and dismiss these and other unsupported claims and, through remittitur,

reduce the grossly excessive damages awarded by the jury. First, all findings of secondary

liability against Robertson must be rejected because (a) there is no evidence sufficient to support

a jury finding that Robertson received an obvious financial benefit directly attributable to any

alleged infringement, and (b) there is no evidence sufficient to support a jury finding that

Robertson, as opposed to MP3tunes, engaged in conduct that materially contributed to the

infringing conduct of either MP3tunes or its users.
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In addition, while the jury was expressly charged that (a) willful blindness or red flag

knowledge must be of, or directed to, specific and identifiable instances of infringement,

(b) such knowledge or blindness may be imputed only if there is no need to investigate or

monitor one’s system, and (c) a generalized knowledge of infringement is insufficient, the jury

found liability based on four vague categories, without evidence of specific and identifiable

instances of infringement and which would have required investigation by MP3tunes.

Further, the jury’s findings with respect to cover art lack sufficient evidentiary support.

Plaintiffs failed to establish that (i) MP3tunes engaged in a volitional act with respect to the

copying and display of cover art; (ii) display of cover art was “public”; or (iii) cover art was

marketed separately from its associated sound recording at the time of infringement.

Similarly, the jury’s finding of liability with respect to public performance of sound

recordings must be vacated because there is no evidence sufficient to support a jury finding that

(a) performances of any of the songs in suit occurred, or (b) that any performance of the songs

was “public.”

Moreover, a separate award of statutory damages with respect to all songs which were

copyrighted as part of a single album and the jury’s findings with respect to unfair competition

and respondeat superior liability were unsupported by the trial record. Additionally, the punitive

damages award of $7,500,000 is unsupported by the record and violates due process.

Finally, the evidence at trial did not support a finding of willful infringement. It also

established that the Label Plaintiffs and Publishing Plaintiffs lost revenue of at most $1.29 and

9.1 cents a song, respectively, which when multiplied by the total number of copies of all works

allegedly owned by Plaintiffs on MP3tunes’ servers, including those which were not works in

suit, amounts to approximately $36,000. Clearly, the damages awarded warrant substantial
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remittitur or a new trial.

I. JUDGMENT AS A MATTER OF LAW OR A NEW TRIAL IS REQUIRED ON
MOST CLAIMS.

As this Court is aware, a court should grant a Rule 50(b) motion for judgment as a matter

of law if it concludes that “a reasonable juror would have been compelled to accept the view of

the moving party” when making assessments and drawing inferences against the moving party.

See Winkler v. NRD Mining, Ltd., 198 F.R.D. 355, 362 (E.D.N.Y. 2000). Thus, judgment as a

matter of law should be granted if: (1) there is a complete lack of evidence supporting the jury’s

verdict such that the verdict could only have been the result of sheer surmise and conjecture; or

(2) there is such an overwhelming amount of evidence in favor of the movant that reasonable

persons could not have arrived at a verdict against the movant. Logan v. Bennington Coll. Corp.,

72 F.3d 1017, 1022 (2d Cir. 1996). Alternatively, the Court may grant a new trial.1

A. Plaintiffs Failed To Prove Robertson’s Vicarious Or Contributory Liability.

The jury found Robertson liable for the direct infringement of only 22 works. The jury

also found Robertson liable for over 2,000 works through vicarious or contributory liability. The

latter findings must be vacated or a new trial granted.

Plaintiffs Failed To Establish Robertson’s Vicarious Liability.1.

The jury charge for the liability phase of the trial (the “Liability Charge”)2 instructed the

jury that, to find vicarious liability, “Plaintiffs must prove by a preponderance of the evidence

1 Rule 50(b) permits “an alternative or joint request for a new trial under Rule 59.” A court
should grant a Rule 59 motion for new trial “when convinced that the jury has reached a
seriously erroneous result or the verdict is a miscarriage of justice.” Katara v. D.E. Jones
Commodities, Inc., 835 F.2d 966, 970 (2d Cir. 1987). “Unlike a motion for judgment as a matter
of law, a motion for a new trial may be granted even if there is substantial evidence to support
the jury’s verdict.” Learning Annex Holdings, LLC v. Rich Global, LLC, 860 F.Supp.2d 237,
241 (S.D.N.Y. 2012) (citation omitted).
2 The Liability Charge is annexed to the Declaration of Ira S. Sacks, dated May 1, 2014 (the
“Sacks Dec.”) as Exhibit A. “Ex.” refers to exhibits attached to Sacks Dec.
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that … Robertson received a financial benefit directly attributable to the infringing activity of

MP3tunes.” (Ex. A at 24). The Liability Charge further instructed:

A defendant derives a direct financial benefit from infringing activity where there
is a causal relationship between the infringing activity and an obvious and direct
financial interest… (Id. at 25) (emphasis added).

The trial record is devoid of evidence that Robertson received any such direct financial

benefit. In fact, not only did Robertson not receive any direct financial benefit from MP3tunes’

and its users’ infringing activity, he personally invested and lost over $6.8 million.3 Moreover,

uncontroverted trial testimony shows that Robertson has (a) never taken a salary or a bonus from

MP3tunes (Tr.4 1715), and (b) never received any dividends or any distribution, even directly or

indirectly through any of the trusts, from MP3tunes. (Id.)

Tellingly, Plaintiffs do not dispute these facts. Instead, they argued that Robertson could

have made money, if his plan had been a success. (See Tr. 2521-22). But the Liability Charge

rejected such hypothetical conjecture; rather, it requires that “Robertson received a financial

benefit directly attributable to the infringing activity of MP3tunes.” (Ex. A at 24 (emphasis

added)). Indeed, the very conjecture Plaintiffs assert is itself an implicit admission that

Robertson did not receive a financial benefit. (See Tr. 2514 (“Had he succeeded and signed up

millions of users, he could have taken the company public, gotten investors or sold the

company”) (emphasis added)). Such speculative conjecture is too remote to support vicarious

copyright liability. See, e.g., UMG Recordings, Inc. v. Veoh Networks Inc., 2009 WL 334022, at

*6 (C.D. Cal. Feb. 2, 2009) (“[potential] financial benefit is too far removed from the alleged

infringement to be considered a ‘direct’ financial interest.”).

3 MP3tunes lost money in each year of its operation, deficits which Robertson personally funded
largely on his own. In all, MP3tunes lost over $7,373,793.78. (See Ex. G (DX 2396); Tr. 1709-
12; 3140).
4 “Tr.” refers to trial transcript pages. The relevant pages of the transcript are attached as Ex. E.
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Whether Robertson received a direct financial benefit is distinct from whether MP3tunes

had received any such financial benefit. This distinction is important: even if it is arguable –

and, as explained below, it is not – that MP3tunes received a “financial benefit” under the

“draw” theory stated in the Liability Charge, such a “financial benefit” is was not received by

Robertson.5 The jury’s vicarious liability verdict against Robertson must be set aside.

Plaintiffs Failed To Establish Robertson’s Contributory Liability.2.

The Liability Charge instructed that a “defendant is liable for contributory infringement

if, (1) with knowledge of the infringing activity, (2) that defendant induces, causes, or materially

contributes to the infringing conduct of another.” (Ex. A at 25-26). Moreover,

Knowledge of the infringing conduct occurs when the defendant either knows, or
has reason to know, of the direct infringement…

A defendant induces, causes, or materially contributes to the infringing conduct of
another if the defendant engages in personal conduct that is part of, encourages,
or assists the infringement. A defendant also materially contributes to
infringement if it provides the machinery, goods, site or facilities for the
infringement…

(Id. at 26 (emphasis added)). The trial record supports neither element; and the jury must apply

the standard for contributory liability to Robertson separate from its consideration of MP3tunes’

liability.

As to “material contribution,” the record contains no evidence that Robertson,

individually, provided any such material contribution to the direct infringement by MP3tunes’

users: he was not “part of” the users’ infringement nor did he personally encourage or assist the

5 Even under this “draw” theory, MP3tunes did not receive the necessary direct financial benefit.
It is the infringing material that must “attract subscribers to a defendants’ business.” (Ex. A at
25). There was no such evidence. See Capitol Records, Inc. v. MP3tunes, LLC, 821 F.Supp.2d
627, 645 (S.D.N.Y. 2011) (“any link between infringing activity and a direct benefit to
MP3tunes is attenuated because sideloaded songs were stored free of charge and infringing and
noninfringing users of Sideload.com paid precisely the same or nothing at all, for locker
services”); Tr. 1025 (“sideloaded content doesn’t count towards the storage capacity”).
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users in their infringing activities. (Ex. A at 26; see Tr. 1936). The trial record also shows that

Robertson did not provide “the machinery, goods, site or facilities for the infringement.” (Ex. A

at 26). The software or the lockers – that is, the “site or facilities” – were provided by MP3tunes.

Plaintiffs’ argument to the contrary rests on the assertion that Robertson “made all the

relevant decisions” and was the “CEO, sole director, ultimate decider” of MP3tunes. (See Tr.

2520-21). They also rely upon Robertson’s blogging, speaking at conferences, and promoting

MP3tunes’ services (id.), and his role in the creation of MP3tunes’ policy to comply with

takedown notices. (Id. at 2521). These facts, even if true, fail to support a jury finding that

Robertson “materially contributed to the infringing conduct” of MP3tunes’ users.6

Regarding the knowledge element of the claim, the trial record fails to show that

Robertson knew or had reason to know “of the direct infringement.” (Ex. A at 26). Plaintiffs

must show that Robertson had knowledge of the direct infringements, i.e., songs sideloaded by

users that infringed Plaintiffs’ copyrights. There is no evidence that Robertson knew, or had

reason to know, of infringing nature of each of the sideloaded infringing songs. Indeed, almost

all of the songs for which the jury found Robertson contributorily liable were never specifically

mentioned at trial. (See Ex. AB, Sacks Dec. ¶¶ 32-39, note 10 below). For both of those

independent reasons, the contributory liability verdict must be set aside.

Robertson May Not Be Held Tertiarily Liable For MP3tunes’ Secondary3.
Liability.

Over Robertson’s objection, the Liability Charge instructed that the jury could find, and

6 Plaintiffs’ argument fails to connect Robertson’s status as MP3tunes’ CEO and his promotion
of its business specifically to the users’ infringing conduct. Indeed, on reconsideration, the Court
noted that Plaintiffs failed to produce evidence “demonstrating defendants’ intent to encourage
infringement” and that Plaintiffs’ proposition “is not buttressed by testimony or documents.”
Capitol Records, Inc. v. MP3tunes, LLC, 2013 WL 1987225, at *5 (S.D.N.Y. May 14, 2013)
(emphasis added).
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the jury found, Robertson secondarily liable for MP3tunes’ secondary liability, i.e. tertiarily

liable. (See, e.g., Ex. A at 23-25).7 As this Court has recognized, to recover on a claim based on

secondary liability, a plaintiff first must establish direct infringement by the relevant third party.

See Ex. A at 23; Metro-Goldwyn Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 930 (2005).

There is no such thing as tertiary liability. For example, in In re Napster, Inc. Copyright

Litig., 2001 WL 36593841 (N.D. Cal. July 9, 2001), Chief Judge Patel considered and squarely

rejected the imposition of tertiary liability. In Napster, the plaintiff, as here, attempted to assert

liability over defendants based on the secondary liability of another party:

[The plaintiff] does not allege that Napster is a direct infringer, but would hold
Napster liable for contributory infringement on the basis of the service Napster
provides to its users. Under this formulation, Napster users are the direct
infringers, Napster is the secondary infringer and the individual defendants are
tertiary infringers.

Id. at *2 (emphasis added). Rejecting this theory, the court found “no support for this legal

proposition. Rather, courts have consistently held that liability for contributory infringement

requires substantial participation in a specific act of direct infringement.” Id. Chief Judge Patel

also held that “the court finds no support for [the Plaintiff’s] assertion that an individual can be

held vicariously liable for acts of someone other than the direct infringer.” Id. at *4 (emphasis

added); see UMG Recordings, Inc. v. Bertelsmann AG, 222 F.R.D. 408, 412 (N.D. Cal. 2004)

(noting the court expressed disfavor towards tertiary infringement theory).8

7 The jury’s liability verdict (the “Liability Verdict”) is annexed to the Sacks Dec. as Ex. B.
Annexed to the Sacks Dec. as Ex. F is a chart that sets forth the eight categories of tertiary
liability found in the Liability Verdict.
8 Other courts, without calling it “tertiary infringement,” have articulated policy reasons
implicated in refraining from imposing tertiary liability. In Perfect 10, Inc. v. Visa Int’l Serv.
Ass’n, 494 F.3d 788, 800 (9th Cir. 2007), for example, the Ninth Circuit noted that expansion of
contributory liability to defendants in that case “would also include a number of peripherally-
involved third parties, such as computer display companies, storage device companies, and
software companies that make the software necessary to alter and view the pictures and even
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Under the charge, Robertson may be liable for MP3tunes’ secondary liability without any

proof of his knowledge of, benefit from, or contribution in, the users’ direct infringement; and

without any direct infringement by MP3tunes. That simply is not the law, and is contrary to the

fundamental limits of secondary liability.

B. Plaintiffs Failed To Establish MP3tunes’ Liability Under Respondeat Superior.

The jury found MP3tunes liable under respondeat superior for executives’ sideloading

into their personal lockers. However, there was insufficient evidence to prove that the

sideloading by MP3tunes’ executives met the criteria in the respondeat superior charge. The

Liability Charge required proof that the executives were (i) “acting within the scope of their

authority as MP3tunes employees” and (ii) acting “in furtherance of MP3tunes’ business”. (Ex.

A at 23-24). The only evidence was that the executives sideloaded from the MP3tunes IP

address and testimony by another non-executive employee that she sideloaded as part of a

“project.” That is legally insufficient under the charge.

The executives at issue are Emily Richards, Douglas Reese and Mark Wooten. There

was no testimony at all by, or about, Mark Wooten; nor any testimony from, or about, Ms.

Richards, concerning why or under what circumstances she sideloaded songs. Further, there was

no evidence to establish that Mr. Reese’s sideloads met either criterion in the charge.9 And Mr.

Robertson explicitly testified that he did not ask the executives to sideload songs. (Tr. 1934-36).

Plaintiffs argued that because (i) MP3tunes’ customer representative, Sharmaine Lindahl,

utility companies that provide electricity to the Internet.” Accord Fezzani v. Bear, Stearns &
Co., Inc., 384 F.Supp.2d 618, 646 n.10 (S.D.N.Y. 2004) (control person liability under securities
laws cannot be extended tertiarily, where defendant controlled Bear Stearns, “which in turn
allegedly controlled Baron. Plaintiffs cannot stretch the concept of control liability so far”).
9 Doug Reese testified that he did not recall any discussions about having MP3tunes’ employees
sideload in order to populate sideload.com. To the contrary, the only reason Mr. Reese recalled
concerning his personal sideloading was sideloading tracks by his own band so that the links
would show up on Sideload.com. (See Tr. 1359).
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testified – vaguely – that her sideloading was done as part of a “project” (Tr. 1413) and

(ii) sideloading by executives occurred from MP3tunes’ web IP address (Tr. 368-69), sufficient

evidence was presented to establish respondeat superior. That is wrong. Such evidence fails to

establish that the sideloads by Ms. Richards, Mr. Wooten and/or Mr. Reese were “within the

scope of their authority as MP3tunes employees” and “in furtherance of MP3tunes’ business.”

(Ex. A at 23-24). Therefore, the jury finding must be set aside. In all events, Robertson can

have no vicarious, contributory or tertiary liability for such sideloading as set forth above.

C. The Trial Record Does Not Establish Willful Blindness Or Red Flag Knowledge.

The greatest travesty in this trial was the jury’s findings of willful blindness and red flag

knowledge. The Liability Charge emphasized, among other things, that (a) each could arise only

in response to specific and identifiable instances of infringement; (b) if investigation is required

to determine whether material is infringing then it cannot be willful blindness or red flag

knowledge; (c) MP3tunes need not take steps in response to generalized awareness of

infringement; and (d) MP3tunes was not required to monitor its systems or use identification

tools to locate infringements. (See Ex. A at 27-29).

Plaintiffs assert that MP3tunes was willfully blind to or had red flag knowledge of four

categories of works: (1) sideloads of Plaintiffs works before January 2007 (Ex. B, (Liability

Verdict) Table B-1); (2) sideloads of sound recordings by the Beatles (Ex. B, Table B-2);

(3) sideloads from source domains that MP3tunes’ executives used to sideload (Ex. B, Table B-

3); and (4) sideloads from domains with 10-plus files on Plaintiffs’ takedown notices (Ex. B,

Table B-4). There is insufficient evidence which (i) revealed specific and identifiable instances

of infringement,10 (ii) of relevant works in suit, (iii) without requiring MP3tunes to further

10 On March 16, the Court required the parties to identify trial records that specifically mention
artists or songs that were works in suit. (Ex. AB). Plaintiffs’ submission mainly relied on the
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investigate or use identification tools as to each category. What is more, even if MP3tunes was

willfully blind or had red flag knowledge, Robertson cannot be secondarily or tertiarily liable for

the reasons set forth above and below.

10-Plus Links In Plaintiffs’ Takedown Notices.1.

Plaintiffs asserted that 10 or more occurrences of any domain in the takedown notices

Plaintiffs sent to MP3tunes was sufficient to support a claim of willful blindness or red flag

knowledge that all sideloads from that domain were infringing. (See Ex. B, Table B-4). That is

absurd. The fact of a repeated URL in a takedown notice does not provide evidence of awareness

of, or willful blindness to, specific instances of infringement of works in suit and, in any case, a

determination of infringing character would require investigation.

First, under the Liability Charge, the evidence must establish that MP3tunes was actually

aware of a specific infringing track-in-suit (or “red flags” associated with it) without

investigation. (See Ex. A at 29). Plaintiffs simply counted the number of occurrences of

domains in their takedown notices, and when the count reached 10, assigned to MP3tunes willful

blindness or red flag knowledge that all sideloads from such domain were infringing. That is

insufficient. MP3tunes could not discern any specific instances of infringement merely from

the fact that any particular domain was present more than 10 times on takedown notices. In fact,

counting the number of occurrences on takedown notices does not even rise to a showing of “a

high probability of general infringement” or “a generalized awareness of infringement,” which

are not enough to establish willful blindness or red flag knowledge. (Ex. A at 27-29).

charts generated by their expert. As set forth in the Sacks Dec., Plaintiffs’ submission also
revealed that only about a dozen non-expert exhibits referenced songs by title or the artists’
names. (Ex. AB-1 to AB-11). None is relevant to evaluating willful blindness or red flag
knowledge. (See Sacks Dec. ¶¶ 32-39). Indeed, without resorting to their expert charts,
Plaintiffs identified 373 artists who were not mentioned in the record. (Ex. AB at 12-31).
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In addition, the number “10” was plucked from thin air. Why not three? Why not 15 or

20? Where was the evidence showing the significance of 10 occurrences? Moreover, the lack of

notice of specifically infringed works means MP3tunes had to conduct an investigation to

determine which works were infringed: (i) which domains met the threshold of 10; (ii) which

works were owned by Plaintiffs; and (iii) which works were sideloaded without authorization.

Indeed, the difficulty of investigation required is evident since Plaintiffs themselves did

not count the number of domains’ occurrences correctly. Dr. Horowitz testified that PX 391 (Ex.

H) “is a list of takedown notices giving the title of the artist and the actual link on

Sideload.com.” (Tr. 630). PX 447 (Ex. I) contains 13 “Domains with 10-Plus EMI Takedown

Notices” that were derived from the information on PX 391. Yet when searches were performed

while Dr. Horowitz was on the stand, PX 447 was found to be incorrect concerning five of the

domains. (Tr. 631-633).11

Finally, the evidence at trial was undisputed that Plaintiffs authorized free MP3

downloads on certain domains, such as Amazon.com, Spin.com, Stereogum.com,

BetterPropoganda.com, SixEyesMedia.com, sxsw.com, and toolshed-media.com (Tr. 168, 2338,

2245, 2341, 2352, Ex. X (DX 2356, 2362); Ex. AF (DX 1599A) No. 47-49, 1015, 46, 69), yet

asserted that some of the same domains hosted unauthorized contents. (Tr. 1490; Ex. V (PX

450); Ex. Y (PX 375b) at 34699 (sxsw.com), at 34703 (spin.com); Ex. AB-10 (PX 375c) at

34708 (toolshed-media.com)). Therefore, the fact that takedown notices identified 10 works

from a single domain does not lead to red flag knowledge or willful blindness as to the infringing

11 On redirect, Plaintiffs led Dr. Horowitz to state that the reason for the counting errors was that
some of the sideload.com URLs resolved to other source or referrer URLs. (See Tr. 668-69).
Dr. Horowitz then hypothesized that the resolved URLs might add to the counts he originally
missed in PX 391. (Id. at 670 (“OK, apparently I ran a query which actually produced the list
from the database”) (emphasis added)). But Dr. Horowitz conceded that he never produced any
document showing what these source or referrer URLs actually were. (Id. at 692-93; 695).
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nature of all other works on such domains.

Pre-January 2007 Sideloads.2.

Plaintiffs rely on a single document to support MP3tunes’ willful blindness and red flag

knowledge of all sideloads in MP3 format of Plaintiffs’ content on or before January 25, 2007.

(See Ex. B, Table B-1). That exhibit does not show that MP3tunes was aware of specific

instances of infringement of all works sideloaded before January 25, 2007.

The single document: On January 25, 2007, Robertson emailed a third party and stated,

in relevant part, “[w]e have the first licenses from major record labels to sell and deliver MP3

tracks. This is very big news since popular acts have never before sold tracks in MP3 formats.”

(See Ex. J (PX 378) (emphasis added)). Thus, PX 378 expressly relates solely to the sale of

MP3 tracks from major record labels, and has nothing to do with whether free or promotional

MP3s were available before January 25, 2007. (Tr. 1081-83).

Further, nothing in this document evidences that MP3tunes or Robertson had knowledge

or notice of specific links to infringing songs (as to which Plaintiffs owned a copyright) on

MP3tunes’ servers, or that songs that had been sideloaded were infringing copyrights owned by

major record companies, including Plaintiffs.12

12 Although MP3tunes does not have the burden on this issue, the record contains ample
examples to counter Plaintiffs’ assertion that “there is no evidence in this case that any major-
label content was available on music blogs before 2007.” (Tr. 2515). Dr. Horowitz testified, for
example, that on March 10, 2006, Robertson sideloaded “Put Your Records On” by Corinne
Bailey Rae – one of Plaintiffs’ artists – from South by Southwest’s website, and that the Label
Plaintiffs have admitted that this song was authorized for downloading. (Id. at 576). In addition,
DX 2213 (Ex. K) clearly shows “Free MP3 Downloads” were available as early as 2005, through
Amazon, a fact conceded by Ms. Tarpey. (Tr. 426). Further, the jury was shown a sorted list of
all songs in MP3 format sideloaded by Robertson from South by Southwest, a concededly
legitimate source for free MP3 music. (See Tr. 58-59; Ex. L (all sideloads prior to 2007 from
SXSW.com in PX 28, Robertson’s locker)). Exhibit L shows 1,508 sideloads prior to 2007
existed in Robertson’s locker. This clearly shows that legitimate MP3 downloads existed on the
internet before 2007, some from major labels, and nothing in the trial record contradicts that.
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Plaintiffs’ claim that they did not make MP3 songs available on the Internet before 2007

is of no moment. The inquiry here is whether MP3tunes was willfully blind to, or had red flag

knowledge of, that alleged fact. There is no evidence of that.

3. Websites From Which MP3tunes’ Executives Sideloaded.

Plaintiffs contend that because MP3tunes’ executives sideloaded from certain websites,

they had notice that the websites contained content which was not authorized. (See Ex. B, Table,

B-3). Again this category fails to meet the standard in the Liability Charge. In fact, the evidence

does not even show that the executives visited the websites at issue, much less that they could

tell that the websites hosted specific infringing content.

First, none of the evidence Plaintiffs presented – consisting mainly of screen shots from

various source URLs for songs which MP3tunes’ executives sideloaded – identifies any specific

instances of infringement.

Moreover, the domains Plaintiffs used to support this category were the source URLs. In

PX 453 (Ex. N), the principal document relied upon by Plaintiffs to prove this category, Dr.

Horowitz provided only the source URL from which the songs were sideloaded. But Dr.

Horowitz confirmed that if the executives went to the home pages for those songs, “those home

pages would have to be the referrer URL.” (Tr. 697 (emphasis added)). This distinction is

critical. As Dr. Horowitz’ own exhibits show (see Ex. AC (PX 1588)) and as Robertson

testified, the referrer URL and the source URL are often different. (Tr. 1721).

PX 453, however, identified only the source URL, not the referrer URL. Screenshots of

the source URL, such as PX 454, 455, 456, 457, 460, and 461, thus have no bearing on what the

executives would have seen, the underpinning theory of this entire category. (See, collectively,

Ex. O). Accordingly, there is no evidence of what the executives knew about the domain which

Case 1:07-cv-09931-WHP-FM   Document 612   Filed 05/01/14   Page 18 of 40



{28597874;8} 14

would make infringement allegedly apparent.13

Plaintiffs also argued to the Court that the source and referrer URLs were, at times,

displayed together on sideload.com and that is sufficient to support this category, “even if the

executives never went to the site at all.” (See Tr. 1770). But evidence at trial demonstrated that

the name of a website provides no evidence as to whether content on that site is unauthorized.

(See Tr. 206; 875; 2154-55).14

4. The Beatles.

Plaintiffs contend that MP3tunes was willfully blind to or had red flag knowledge that all

of the Beatles’ works were infringing. (Ex. B, Table B-2). The trial record contains no evidence

that MP3tunes was aware of specific and identifiable instances of infringement of Beatles works

on MP3tunes’ servers, or even that Beatles songs were not authorized for free downloads.

Instead, Plaintiffs pointed to two emails whose meaning Plaintiffs distort and are legally

insufficient to demonstrate red flag knowledge or willful blindness.

First, Plaintiffs relied on PX 383 (Ex. P). In this April 20, 2009 email, Robertson states

that he believes that “EMI’s position is that the Beatles have never authorized their songs to be

available digitally.” The e-mail does not demonstrate that MP3tunes agreed with Plaintiffs’

position or was aware that specific Beatles songs were, in fact, not authorized for distribution in

13 In addition, PX 453 identified nine unique source domains. (Ex. N). But screenshots were
admitted only for six – onlinestoragesolution.com (PX 454), oregonstate.edu (PX 455),
sonoma.edu (PX 456), tiscali.it (PX 457), fileden.com (PX 460), and gmu.edu (PX 461). (See
Ex. AD (Joint Final Admitted Trial Exhibits)). While some testimony exists relating to
homepage.mac.com, the remaining two domains, uu.nl and wheatonma.edu, were not mentioned
in trial testimony.
14 Further, this is not what Plaintiffs argued to the jury: “the executives personally sideloaded,
they personally went to websites that they could tell, because they were on those websites,
contained infringing material college student material, file-sharing material, things along those
lines, that placed any reasonable person on notice that it wasn’t going to be authorized.” (Tr.
2534 (emphasis added)).

Case 1:07-cv-09931-WHP-FM   Document 612   Filed 05/01/14   Page 19 of 40



{28597874;8} 15

MP3 format. Indeed, as the date of PX 383 confirms, Robertson testified that he learned

Plaintiffs’ position on the Beatles “[a]fter they filed the lawsuit against” MP3tunes. (Tr. 1081).

The e-mail does not show how, without investigation, MP3tunes could know what Beatles tracks

sold in MP3 file format were infringements, what Beatles tracks might exist on its servers, where

such Beatles tracks are located, and what MP3tunes knew in the relevant time period.

Second, Plaintiffs relied on PX 137 (Ex. Q), an August 26, 2006 email from a user to

Doug Reese asking whether “tracks as Strawberry Fields (The Beatles)” were really freely

available. Unlike the evidence in Viacom, there was no acknowledgment by MP3tunes that it

was not freely available or other evidence that MP3tunes was aware that Strawberry Fields was

infringing. Viacom Int’l, Inc. v. YouTube, Inc., 676 F.3d 19, 34 (2d Cir. 2012). Again, to

determine whether Strawberry Fields was really freely available would require investigation.

More importantly, this email provided no specifics as to the location of such track – or all other

Beatles tracks – on MP3tunes’ servers, as required by the Liability Charge.15

Finally, Plaintiffs argument amounts to a claim that if they had said in a takedown notice

that “no Beatles songs have been authorized for digital download”, that MP3tunes would have

had an obligation to remove or disable such songs. As the Court has recognized, that is not the

law. Capitol Records, 821 F.Supp.2d at 642 (“a notice merely stating ‘all songs’ by a particular

artist, or some other vague descriptor, and nothing more, is inadequate because it does not enable

the service provider to locate the allegedly infringing material”).

For all of the foregoing reasons, all red flag knowledge/willful blindness verdicts

including Robertson’s secondary liability thereunder, must be set aside or a new trial granted.

15 Plaintiffs’ bald assertion that “everyone in the music business” knew that the Beatles were
“holdouts against digital distribution” (Tr. 1504, 2530-31) is not sufficient to tar MP3tunes with
the requisite red flag knowledge or willful blindness. Such testimony without personal
knowledge cannot form the basis of such rampant liability.
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D. The Finding Of MP3tunes’ Secondary Liability For Plaintiffs’ Public
Performance Claims Is Unsupported.

The jury found MP3tunes vicariously and contributorily liable for violation of Plaintiffs’

public performance rights for all of the sound recordings and musical compositions works listed

in Tables B-1 through B-4 of the Liability Verdict. (See Tr. 2715-16). The jury then found

Robertson contributorily and vicariously liable for MP3tunes’ infringement of Plaintiffs’ public

performance rights. (See Ex. B at 8-9; Tr. 2716-17). The evidence presented at trial was

insufficient to support a finding of MP3tunes’ vicarious and contributory liability for Plaintiffs’

public performance infringement claims.

As a threshold matter, the jury was instructed that this category only applied to

compositions and sound recordings for which it had already found MP3tunes was willfully blind

or had red flag knowledge. (See Ex. A at 32). As set forth above, all of the red flag knowledge

and willful blindness verdicts must be set aside.

Moreover, the jury could not have rationally found a violation of Plaintiffs’ public

performance rights under the Liability Charge because (a) there was no proof presented that each

and every work – or any work – at issue was played back through Sideload.com; and (b) even if

the jury found some subset of works may have been played back by users through

Sideload.com’s “preview” feature, the jury could not have rationally found that either prong of

the “public” element was established.

First, the jury was instructed that, if they found direct infringement, by the third-party

host websites, to consider whether MP3tunes was secondarily liable and/or contributorily liable

by determining whether MP3tunes was “allowing users to play back those works” by

“providing links through the Sideload.com website”. (See Ex. A at 32-33 (emphasis added)).

Thus, as charged, only evidence regarding play backs “from the Sideload.com website”
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was relevant to a determination of MP3tunes’ secondary liability for infringement of Plaintiffs’

public performance rights. However, Dr. Horowitz expressly testified that the data contained in

PX 44 and PX 45 (Exs. S and T) concerning the “unique plays” did not differentiate between

number of plays by users from their MP3tunes’ lockers and number of plays from sideload.com:

Q. And do you recall Mr. Sacks asking you about the column unique user plays
and unique user downloads?
A. Yes.
Q. Are those plays and downloads from the Sideload website or from the
MP3tunes service?
A. They’re from MP3tunes.
Q. Okay. So just because something has a one or a zero in those columns, does
that tell you anything about how many times it’s played or sideloaded from the
Sideload website?
A. Correct.
Q. Does it or does it not?
A. It does not. It does not.

(Tr. 707).

Dr. Horowitz also admitted that he had not run the query necessary to make a

determination of the number of plays from sideload.com:

Q. From looking at this chart, you can’t tell whether those unique user plays
came from sideloaders or otherwise, can you?
A. I think one would have to have the query to determine it exactly.

(Tr. 709). Further, Dr. Horowitz testified that there was only one sideloader for about six

thousand lines in PX 44 and over a thousand lines in PX 45. (Tr. 589-91).16 He conceded that

this meant that for such works, the sideloader had to have visited a third party website and could

not have been on Sideload.com when they were accessed. (See id.). Therefore, for these works,

any playback would not have been on sideload.com.

Accordingly, there is no evidence that any specific plays of tracks in suits were made

16 Dr. Horowitz also testified that approximately twelve hundred lines in PX 45 have no
sideloads at all. (See Tr. 590).
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from Sideload.com as required by the Liability Charge. The Public Performance verdict must be

overturned.

Second, the foregoing testimony also dooms any contention that the sound recordings

were performed “publicly” as required by the charge. “Publicly” was defined as having two-

prongs including:

To perform or display a work “publicly” means to (1) perform or display it at a
place open to the public or at any place where a substantial number of persons
outside a normal circle of a family and its social acquaintances is gathered; or (2)
to transmit or otherwise communicate a performance or display of the work to a
place specified by clause (1) or to the public, by means of any device or process,
whether the members of the public capable of receiving the performance or
display receive it in the same place or in separate places, and at the same time or
at different times.

(Ex. A at 32). In addition, the jury was explicitly instructed that: “A mere download is not a

public performance.” (Id.).

Plaintiffs failed under both prongs of the charge. Under the first prong, while individual

MP3tunes’ users could visit the Sideload.com index and preview or play back certain music file

links (see Tr. 287-88), Plaintiffs did not introduce sufficient evidence that such playbacks

through the Sideload.com index “preview” feature were performed “at a place open to the public

or at any place where a substantial number of persons outside a normal circle of a family and its

social acquaintances is gathered.” (See Ex. A at 32). That is even clearer because, as set forth

above, Plaintiffs only evidence regarding “plays” did not differentiate between locker plays and

sideload.com plays. Certainly, a locker play was not “public”, under the charge.

Finally, PX 44 and 45 do not even indicate that all listed songs were played. Each exhibit

contains thousands of lines where zero unique user plays are shown. (See Exs. S, T). Certainly

for songs for which no play (or one play, for the reasons set forth above) is indicated in PX 44
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and 45, no liability could have been found.17 For all of those reasons, the jury’s Public

Performance verdict must be set aside or a new trial granted.18

E. The Jury’s Verdict Regarding Cover Art Must Be Set Aside.

1. The Finding of MP3tunes’ Direct Liability For Infringement Of Plaintiffs’
Reproduction Rights In Cover Art Images Is Unsupported.

The jury finding that MP3tunes was directly liable – and Robertson contributorily and

vicariously liable – for the infringement of Plaintiffs’ exclusive reproduction rights in all of the

claimed cover art must be set aside because there was no record evidence upon which the jury

rationally could have found that MP3tunes, as opposed to its users, (i) “engaged in a volitional

act” (ii) “causing the copying of cover art images in which Plaintiffs own copyrights”

(iii) “without permission from the Plaintiffs or someone the copyright owner has authorized to

give such permission.” (See Ex. A at 40).

First, there was no proof of a volitional act on the part of MP3tunes to reproduce cover

art. The uncontradicted testimony of Mr. Goodwin was that MP3tunes automatically retrieved

cover art as part of the user log-in during the LockerSync process. (See Tr. 1214-15). Moreover,

at best, the evidence established that MP3tunes designed a system that allowed users to retrieve

certain cover art images from Amazon.com. (See id.; Tr. 274). But even that view of the

evidence would only support a finding of contributory liability, not direct infringement.

Further, the jury was explicitly instructed that a “volitional act does not include instances

where a user uploaded images themselves.” (Ex. A at 40). However, the jury could not have

17 For example, as set forth in the Sacks Dec., PX 44 and 45 (Exs. S & T) show that there were
zero or one unique user plays for numerous sound recordings and compositions on Liability
Verdict Tables B-1 through B-4. (Sacks Dec. ¶¶ 21(i)-(xxxiv), 23(i)-(xxvii)).
18 For the same reasons as stated in Section I.A above, Robertson cannot be vicariously or
contributorily liable for these claims. Further, there was no testimony concerning Robertson’s
involvement with the preview feature of sideload.com or knowledge of performances.
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found from the evidence presented at trial that any particular cover art for which MP3tunes was

found directly liable were images copied from Amazon.com, as distinguished from user-

uploaded images. Thus, Dr. Horowitz conceded that his list of 328 cover art images (Ex. U (PX

22)) was merely cover art belonging to the Plaintiffs that he retrieved from MP3tunes’ server,

and that he could not distinguish between cover art images from user’s computers and those

images retrieved from Amazon.com:

Q. Can you tell the jury, Dr. Horowitz, what percentage of the cover art on
MP3tunes’ servers as of December 2008 came from users pressing that button
[labeled “Or Use Your Own Cover Art”] as opposed to users getting art from
Amazon as opposed to getting art from someplace else?

A. No.”

(Tr. 519 (emphasis added)).19

Finally, even if the jury could have found MP3tunes directly liable for Plaintiffs’

reproduction infringement claims, there was no basis upon which Robertson could have been

found vicariously and/or contributorily liable for such infringement for the same reasons as

stated more fully above (see Section I.A above) and because there was no testimony as to what

role Robertson played in the reproduction of cover art from Amazon.com. The verdicts against

Robertson must be set aside in this regard or a new trial granted.

2. There Was Insufficient Evidence For The Jury To Find Infringement Of
Plaintiffs’ Public Display Rights In Cover Art.

The jury’s determination of MP3tunes’ direct liability for infringement of their exclusive

public display rights of cover art is unsupported by the evidence. On the Public Display claim,

19 MP3tunes’ chief technology officer, Doug Reese, testified that, at one point, code was added
where the LockerSync client software pulled album art images from the ID3 tags of the song
files or looked in the user’s local file system for the album art “before making a request to any
external service.” (See Tr. 1348-49). Mr. Goodwin also testified that “at one point [MP3tunes]
did start using local artwork not embedded in the file, but in the same directory” meaning that if
a user had a separate file for artwork on his or her local computer, MP3tunes would access the
cover art from that local file. (See Tr. 1216-17).
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the jury was instructed to determine whether Plaintiffs proved that MP3tunes “engaged in a

volitional act causing the display of the works as to which Plaintiffs claim infringement of their

public display rights, without authorization.” (See Ex. A at 41). Again, there was insufficient

evidence to permit a jury finding on this claim.

As set forth immediately above, there could be no rational finding of a volitional act by

MP3tunes concerning the display of cover art because the cover art images were automatically

retrieved during the LockerSync process. (See Tr. 1214-15).

Second, insufficient testimony was offered to establish that any specific unauthorized

cover art images were displayed. (Ex. A at 41). The record evidence merely established the

general possibility of unspecified cover art images being displayed by virtue of the LockerSync

software retrieval process from Amazon.com. (Tr. 1212). Indeed, as mentioned above, PX 22

and Dr. Horowitz merely established that there were cover art images owned by the Label

Plaintiffs as of December 2008, and not where they came from. (See Tr. 347-48; 685; Ex. U).

Dr. Horowitz admitted that he could not tell which cover art on MP3tunes servers came from

Amazon.com as opposed to “somewhere else.” (Tr. 519).

Third, Plaintiffs failed to establish – on a work-by-work basis – that every cover art

image at issue during trial was displayed during the relevant time period. Plaintiffs did not

provide any evidence as to what specific works of cover art, if any, were actually displayed, only

that they were on MP3tunes servers. Thus, the jury’s finding of MP3tunes’ direct liability for

“all works” was unjustified. (See Ex. B at 16).

Fourth, there was not a scintilla of evidence to support a finding that the two prongs

under the charge of the “public” element of Plaintiffs’ public display claim were met. As to the

first prong, Plaintiffs failed to offer sufficient evidence that every cover art image was displayed
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“at a place open to the public.” (See Ex. A at 41; Tr. 1211-12). As to the second prong of the

“public” element, Plaintiffs failed to establish that the same file containing the copyrighted cover

art image was displayed by MP3tunes to users “in the same place or in separate places, and at the

same time or at different times.” In fact, the opposite was true: the process employed by

MP3tunes required that MP3tunes retrieve cover art every time it was prompted by the

LockerSync software to retrieve the cover art. As Dr. Horowitz admitted, “if the same song was

uploaded by thousands of people, MP3tunes would have gone out and grabbed the cover art

every time that the song was uploaded. They didn’t use just one copy. They’d use as many

copies as was needed for as many as songs as they had.” (See Tr. 345-47). Therefore, displays

to the public of the same unique cover art image at issue did not occur.

Finally, even if there was sufficient evidence – which there was not – upon which the

jury could find MP3tunes directly liable for infringement of Plaintiffs’ public display rights,

there was no basis upon which the jury could have found Robertson vicariously or contributorily

liable for the reasons stated in Section I.A above. Alternatively, a new trial is required.

F. No Evidence Supported Liability For Unfair Competition

In order to determine that MP3tunes was liable for unfair competition, the jury had to

determine that (a) MP3tunes competed with Plaintiffs in the marketplace, (b) MP3tunes acted for

commercial benefit or deceived the public, and (c) MP3tunes committed these acts in bad faith.

(Ex. A at 36). Plaintiffs did not prove any of these elements.

First, MP3tunes did not compete with Plaintiffs. MP3tunes offered locker services and

an associated website through which users could search for works available on the Internet for

free. Plaintiffs did not introduce evidence that they offered locker services, operated a search

engine or that Plaintiffs sold songs to consumers.

Nor was there any evidence that MP3tunes acted for commercial benefit or deceived the
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public with respect to sideloaded songs. As set forth above, and as this Court has previously

found, MP3tunes received no direct financial benefit from illegally sideloaded songs. (§ I.A.1

above). In addition, there was no evidence of deception. MP3tunes simply offered locker

services, a search engine and a means to sideload songs. There was no evidence that it made

representations regarding the legality of music available for free download on the Internet.

Moreover, there was no evidence of bad faith. There was no evidence that MP3tunes

engaged in a pattern of behavior evincing a gross indifference to the rights of another or with

knowledge that it lacks authorization. (Ex. A at 37).

Finally, even if MP3tunes committed unfair competition, the jury finding of officer

liability against Robertson cannot stand. There is no evidence that Robertson personally

participated in the acts giving rise to unfair competition liability. Accordingly, the unfair

competition verdict against Robertson must be vacated or a new trial granted.

G. Plaintiffs Are Not Entitled To Duplicate Statutory Damages For Multiple Songs
On An Album Or For Cover Art Images And Songs On The Album With The
Cover Art.

There Was A Failure of Proof That Any Single On An Album Was Made1.
Separately Available On The Date Of The Infringement.

The jury charge for the damages phase of the trial (the “Damages Charge,” attached as

Ex. C) instructed the jury to “only grant one statutory damages award for the album on which

that particular sound recording appears” if Plaintiffs failed to prove “that any particular sound

recording was available for purchase or license separately as a single on the date of the

infringement.” (See Ex. C at 9-10). Notwithstanding that Plaintiffs failed to meet this burden of

proof, the jury determined that all of the individual sound recordings on Table 8 annexed to the

Damages Verdict (attached as Ex. D) were works that had been available for purchase and/or

license separately on the date of the infringement. (See Tr. 3361).
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The only testimony presented by Plaintiffs relating to this issue was that of Mr. Piibe and

Mr. Pandiscia. Neither witness gave the necessary work-by-work testimony concerning the

approximately two thousand separate sound recordings at issue; nor was either witness asked to

authenticate business records that chronicled the sales history of EMI’s digital assets during the

relevant time period, despite explicit testimony by Plaintiffs’ own witnesses as to the existence

of these such written agreements.20

In addition, Mr. Piibe was not employed at EMI until December of 2007, long after the

beginning of the relevant time period. (See Tr. 1121-22). He had no personal knowledge

concerning the crucial facts the Plaintiffs were burdened with establishing – that the works were

made commercially available on a single-by-single basis at the time of the infringement – since

such time frames predate Mr. Piibe’s employment with EMI.

Mr. Pandiscia’s testimony also was insufficient. First, while Mr. Pandiscia did testify

that Plaintiffs catalogue, subject to certain exceptions, was made available to certain retailers at

some unspecified date, Mr. Pandiscia could not testify on a work-by-work basis that all digital

assets in EMI’s catalogue were actually made available as singles to any particular partner or

when21. This was made abundantly clear during cross-examination where, upon review of DX

2404, which consisted of a total list of EMI’s sound recordings at issue during trial, Mr.

Pandiscia was directly asked whether he had personal knowledge of when EMI offered, through

iTunes, tracks specifically recorded by 30 Seconds to Mars (Tr. 3069-70), tracks recorded by A

20 Robertson specifically objected to Mr. Pandiscia’s second round of testimony; and that this
testimony violated the best evidence rule and was not based on personal knowledge. (See Tr.
3063-64).
21 As to commercial availability for streaming, Mr. Pandiscia likewise testified generally that the
product EMI provided to the streaming services, such as Rhapsody, “was the breadth of the EMI
catalogue, saving, you know, The Beatles and Bob Seger, as mentioned earlier, because they
retained their digital rights.” (See Tr. 3062). However, Mr. Pandiscia never specified when
streaming of particular individual tracks was made available. (See Tr. 3067).
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Fine Frenzy (id. at 3070) or tracks recorded by A Perfect Circle (id. at 3071). The same was true

as to the commercial availability of sound recordings by Amos Lee, Arrested Development, At

the Drive-In and Audio Adrenaline. Mr. Pandiscia testified – almost uniformly – “I couldn’t give

you a day and date.” (See id. at 3072). At bottom, Mr. Pandiscia conceded:

Q. Could you go down the list of Exhibit 2404, so we don’t keep you up there
longer than necessary, and tell me which of the artists on 2404 you were
personally involved or have personal knowledge of, when tracks by that artist
were made available on iTunes?

A. The honest answer is that I couldn’t sit here and quote street dates for each
individual track or artist. I don’t have that knowledge base.

(Id. at 3075).

Moreover, Mr. Pandiscia’s testimony was admittedly not based on personal knowledge

and not even based on review of business records. Mr. Pandiscia testified that he “did not

personally verify” “at any point” in 2005, 2006, or 2007 “that the entire [digital] catalogue for

Virgin and Capitol Records was available on iTunes.” (Id. at 3086).

Therefore, the jury could not rationally conclude that each specific sound recording

eligible for separate statutory damages was actually available for license or purchase as a single

on the date of its infringement. Accordingly, the damages award in this regard must be reduced

to account for only one statutory damages award per album as the Copyright Act requires or a

new trail be granted on this issue.

Plaintiffs May Not Be Awarded Duplicate Statutory Damages For The2.
Infringement Of Cover Art Images And The Infringement Of Associated
Copyrighted Sound Recordings.

The jury’s separate statutory damages award for infringement of cover art images and

infringement of the sound recordings on the album associated with the cover art must be set

aside. The jury was charged that a separate award of statutory damages could only be awarded

if, on the date of its infringement, each specific cover art image was commercially available for
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purchase or license independently from the purchase of a sound recording. (See Ex. C at 10).

However, there was no evidence (i) as to which specific cover art images at issue were made

available independent of the commercial availability of the sound recordings; or (ii) when

specific cover art images were commercially made available.22

Moreover, it does not matter if some cover art was licensed for t-shirts and posters. (See,

e.g., Tr. 129). The copyrights at issue were SR copyrights. Plaintiffs cannot have it both ways:

claim that they can register cover art on an SR copyright because the cover art is ancillary to the

sound recordings, but then seek to recover for cover art because it allegedly was marketed

separately for use as a visual art. Therefore, the statutory damages award must be reduced to

properly account for only one award per album where both sound recordings and cover art were

claimed or a new trail be granted on this issue.

H. The Award Of Punitive Damages Is Excessive And Contrary To Due Process,
And Plaintiffs Failed To Establish Their Entitlement To It In Any Event.

The jury assessed nominal damages against Defendant in the amount of $323 for all

works included in each of Plaintiffs’ common law copyright infringement and unfair competition

claims. However, the jury assessed punitive damages of $7.5 million for each of those same

claims. (See Tr. 3358-60). In awarding this wholly disproportionate sum in punitive damages,

the jury entirely failed to take into account “the relationship of the award of punitive damages to

the amount of actual harm suffered by Plaintiffs.” (See Ex. C at 12). The amount of punitive

damages is so grossly excessive that it violates Due Process, and must be set aside.

It is well established that a trial court “may refuse to uphold a punitive damage award

when the amount is so high as to shock the judicial conscience and constitute a denial of justice.”

22 In fact, even where a witness gave vague testimony about exploitation of cover art separate
from a sound recording, Plaintiffs introduced no evidence as to when such exploitation occurred.
(See, e.g., Tr. 129; 427; 1162; 3078).
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See Lee v. Edwards, 101 F.3d 805, 808 (2d Cir. 1996) (internal citations and quotations omitted).

To determine whether an award is excessive, the Court must:

keep in mind the purpose of punitive damages: to punish the defendant and to
deter him and others from similar conduct in the future. Thus, [the court’s] task is
to make certain that the punitive damages are reasonable in their amount and
rational in light of their purpose to punish what has occurred and to deter its
repetition.

Id. at 809 (internal quotations and citations omitted).

In recent years, the Supreme Court has addressed the constitutionality of large punitive

damages awards. In BMW of North America, Inc. v. Gore, 517 U.S. 559, 574-75, 582 (1996), the

Court found that punitive damages of 500 times the amount of compensatory damages were

“grossly excessive” after considering three “guideposts”: (1) the “degree of reprehensibility” of

the defendant’s conduct, (2) the “disparity between the harm or potential harm” suffered by the

plaintiff and the punitive damages award, and (3) the “difference between this remedy and the

civil penalties authorized or imposed in comparable cases.”

Similarly, in State Farm Mutual Automobile Insurance Co v. Campbell, 538 U.S. 408,

412, 425 (2003), the Court considered a punitive damages award 145 times the amount of

compensatory damages, against the same three guideposts and concluded that that the state

appellate court erred in reinstating a $145 million punitive damages award because such award

violated the Due Process Clause. The Court explained that the “Due Process Clause of the

Fourteenth Amendment prohibits the imposition of grossly excessive or arbitrary punishments on

a tortfeasor.” Id. at 416. “To the extent an award is grossly excessive, it furthers no legitimate

purpose and constitutes an arbitrary deprivation of property. Id. at 417.

Here, it is clear that the jury determined, in the absence of any evidence as to actual

damages, that Plaintiffs did not suffer substantial monetary damages as a result of the infringing
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conduct and assessed nominal damages of only $323. Consequently, the punitive damages

award that is nearly 25,000 times the award of nominal damages is wholly disproportionate to

the harm that actually occurred. Gore, 517 U.S. at 581. In fact, since Plaintiffs presented no

evidence at all of the “harm that actually occurred” (they could have chosen to present evidence

of reasonable royalty), punitive damages is per se disproportionate.23

The Supreme Court has held that a punitive damage award should be “both reasonable

and proportionate” to the harm suffered by the Plaintiffs. See State Farm, 538 U.S. at 426.

Here, it cannot be denied that a multiplier of 25,000 – or infinite – is arbitrary and excessive. Id.

(“in practice, few awards exceeding a single-digit ratio between punitive and compensatory

damages, to a significant degree, will satisfy due process”).

In any event, Plaintiffs failed to show punitive damages were appropriate. The Damages

Charge instructed the jury that punitive damages for Plaintiffs’ copyright infringement and unfair

competition claims, under a clear and convincing evidence standard, are appropriate only “when

the conduct of the Defendant you are considering has a high degree of moral culpability which

manifests a conscious disregard of the rights of others, or conduct so reckless” that it “causes

outrage or moral indignation.” (Ex. C at 11). “The most important indicium of the

reasonableness of punitive damages award is the degree of reprehensibility of the defendant’s

conduct.” State Farm, 538 U.S. at 419, quoting Gore, 517 U.S. at 575. Whatever one’s view of

Robertson’s conduct, punitive damages are inappropriate as there was no evidence that shows “a

high degree of moral culpability,” or causing “outrage or moral indignation.”24

23 But see TNS Media Research, LLC v. TRA Global, Inc., 2014 WL 1370279 (S.D.N.Y. Apr. 7,
2014) (where only nominal damages are awarded, Plaintiffs must meet a “very high threshold of
moral culpability”).
24 For the same reasons as stated in Section I.A above, Robertson cannot be vicariously or
contributorily liable for common law secondary liability.
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II. THE COURT SHOULD REMIT CERTAIN EXCESSIVE STATUTORY
DAMAGES OR GRANT A NEW TRIAL

“If a district court finds that a verdict is excessive, it may order a new trial, a new trial

limited to damages, or, under the practice of remittitur, may condition a denial of a motion for a

new trial on the plaintiff’s accepting damages in a reduced amount.” Shannon v. Fireman’s

Fund Ins. Co., 156 F.Supp.2d 279, 296 (S.D.N.Y. 2001) (citing Tingley Sys., Inc. v. Norse Sys.,

Inc., 49 F.3d 93, 96 (2d Cir. 1995)); see note 1 above (Rule 59 standard). In this case, statutory

damages verdicts are clearly excessive because they provide Plaintiffs a windfall grossly

disproportionate to Plaintiffs’ actual losses (of which there were none specifically proved), and

bear no relationship to Defendants’ actual gains (of which there were none).

As this Court charged (Ex. C at 5), “statutory damages are not intended to provide a

plaintiff with a windfall recovery.” See Peer Int’l Corp. v. Luna Records, Inc., 887 F.Supp. 560,

569 (S.D.N.Y. 1995). “While a plaintiff is allowed to opt for statutory damages in lieu of actual

damages, this option is not intended to provide the plaintiff with a windfall recovery.” Warner

Bros., Inc. v. Dae Rim Trading, Inc., 677 F.Supp. 740, 769 (S.D.N.Y. 1988).

Subject to the caveat of avoiding windfall awards, the Court considers six factors in

determining the amount of statutory damages award:

(1) the infringer’s state of mind; (2) the expenses saved, and profits earned, by the
infringer; (3) the revenue lost by the copyright holder; (4) the deterrent effect on
the infringer and third parties; (5) the infringer’s cooperation in providing
evidence concerning the value of the infringing material; and (6) the conduct and
attitude of the parties.

Psihoyos v. John Wiley & Sons, Inc., 2014 WL 1327937 (2d Cir. Apr. 4, 2014) (citation omitted).

A. MP3tunes And Robertson Were Not Willful Infringers.

Consistent with this Court’s finding on summary judgment, it was conclusively

established at trial that MP3tunes executives, including Robertson, had no way of knowing
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whether free downloads were authorized or unauthorized. (See Tr. 206, 874-75, 2334, 2379,

2358-59). Additionally, Nick Clift, former project manager of EMI label Astralwerks, testified

that Plaintiffs retained Toolshed to place free downloads on whatever blogs and websites

Toolshed determined in its “discretion” and did not require data capture. (Tr. 2244, 2251-52,

2258, 2262). Further, evidence established that certain websites feature both authorized and

allegedly unauthorized copies of Plaintiffs’ works. (Comp. Ex. AF No. 47-49 (sxsw.com

authorized), 1015 (spin.com authorized), 46, 69 (toolshed-media.com authorized) with

Takedown Notices: Ex. Y at 34699 (sxsw.com), at 34703 (spin.com); Ex. AB-10 at 34708

(toolshed-media.com)). The jury thus erred in finding that Robertson and MP3tunes were willful

infringers as defined in the Damages Charge. (Ex. C at 7). The finding of willful infringement

should be set aside.

B. Excessive Award For Robertson’s Sideloads From Undisputedly Reputable
Sources.

At trial, uncontroverted evidence shows that the following six songs the jury found

Robertson directly infringed were sideloaded from the indicated source URL (See Ex. V):

Source URL Artist Track
http/downloads.betterpropaganda.com/music Air Cherry Blossom Girl
http://media.spin.com//features/band_of_the_
day/audio/2005/09 Panic at the Disco The Only Difference…
http://www.hopelessrecords.com/mp3 Avenged Sevenfold Eternal Rest

http/www.indietastic.net/mp3 LCD Soundsystem Us v Them
http://sixeyesmedia.com/musicfiles/sixpack The Verve The Drugs Don’t Work
http://sixeyesmedia.com/musicfiles/sixpack The Verve Lucky Man

Plaintiffs also submitted evidence showing whether Robertson created the relevant link in

the sideload.com database, or merely sideloaded from sideload.com. (See Ex. W (PX 3798)).

Among the foregoing six songs, four of them – “The Only Difference…,” “Eternal Rest,” “The

Drugs Don’t Work,” and “Lucky Man” – had links created by Robertson, meaning that
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Robertson actually visited the source URL or referring URL.

Uncontroverted trial testimony also establishes that each of the source links above is from

a reputable website that hosted promotional music from record labels, including Plaintiffs, or

was itself a record label site. (See Ex. X (DX 2356) at 5 (Toolshed proposal utilizing Better

Propaganda); Tr. 168 (spin.com); Ex. X (DX 2362) at 1 (Toolshed, engaged by EMI, utilizing

Sixeyes); Tr. 825 (Hopeless Records is the label for Avenged Sevenfold)). Robertson also

testified that he did not believe he was infringing when he sideloaded from these sources. (See

Tr. 1815, 1826, 1844, 1849, 1861).

The jury awarded $10,000 for each such sideloads, well above the statutory minimum of

$750 for willful infringement. This award is grossly excessive. Analysis of the Psihoyos factors

should remit the award to no more than $750. First, Robertson’s state of mind was not willful,

and was, in fact, innocent. This is evident both through the source URL’s reputation and through

Robertson’s testimony. Second, as stated above, Robertson did not profit, but suffered

substantial losses.

Third, the revenue – much less profits – lost by Plaintiffs is very low. Digital songs

generally sell for between $0.99 and $1.29 (Tr. 732-733). Publishing Plaintiffs would lose 9.1

cents per download. (Id. at 735). Thus, for “Cherry Blossom Girl” and “Us v. Them,” where

Robertson did not create links that enabled other sideloads, Plaintiffs’ lost revenues from

Robertson’s conduct was between $2.162 and $2.762.

For the other four sideloads where Robertson created the link, PX 44 and 45 (Exs. S & T)

show the total number of unique sideloads of the song.25 The total sideloads are 20, as follows:

25 There are multiple lines for certain works on both charts, representing different initial
sideloads on, and different additional sideloads from, sideload.com. Where multiple entries exist
for the work, the highest number of unique sideloads is used.
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“The Only Difference…”: 12 (PX 45); “Eternal Rest”: 5 (PX 45); “The Drugs Don’t Work”: 1

(PX 44)26; and “Lucky Man”: 2 (PX 44). As a result of those 20 sideloads, Plaintiffs lost

revenue of between $21.62 and $27.62. Thus, the total lost revenues from these six sideloads is

under $31.

Fourth, because Robertson sideloaded from reputable websites believing the songs were

authorized, there is no deterrence necessary. Moreover, even if the Court finds that Robertson’s

past conduct requires deterrence here, that deterrence must be consistent with the requirement of

preventing a windfall to Plaintiffs. See Peer Int’l Corp., 887 F.Supp. at 569. Fifth, Robertson

cooperated with Plaintiffs in providing valuation of the infringing materials; MP3tunes turned

over its entire servers during discovery. Finally, the conduct and attitude of the parties do not

justify the level of statutory award. The balancing of the factors requires the remitting of

statutory awards for these six songs to no more than $750, or a new trial.27

C. Excessive Award For Robertson’s Other Sideloads.

The jury awarded $100,000 statutory damages for each of 14 other works (counting

“Turning Japanese” only once). Among them, Robertson was the first sideloader, and therefore

created the links, for the following songs:

Title No. of Sideloads Source

Try Again 11 PX 45

Harder, Better, Faster, Stronger 4 PX 44

Technologic 4 PX 44

I Think We’re Alone Now 4 PX 45

Hey you 31 PX 44

26 The data shows 0 sideloads, but since Robertson sideloaded the song, there is at least one.
27 This case is substantially different from Psihoyos, where the Second Circuit affirmed a district
court’s denial of remittitur. In that case, “the evidence supported a finding of willfulness and
that Wiley earned substantial profits…” 2014 WL 1327937, at *5. By contrast, Robertson
sideloaded these six songs from reputable websites, thus rebutting any claim of willfulness, and
suffered substantial losses, not profits.
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Come On, Part III 1 PX 45

Turning Japanese 2 PX 44

TOTAL 57

(See Ex. W (PX 3798)).

For factor three, the revenue lost to Plaintiffs for these seven songs is between $61.62

and $78.72. The other seven songs where Robertson did not create the link resulted in a revenue

loss of between $7.57 and $9.67. Together the range is between $69.18 and $88.38, a small

fraction of even the lowest range of the statutory damages.

Analysis of other factors for this category remains mostly the same as in § B, except for

the sufficiency of evidence regarding the finding of willfulness. Still, given the disproportion of

loss suffered to damages award and with the aim to prevent a windfall, the Court should remit

these awards to $750 per song, or grant a new trial.

D. Excessive Award For Executives’ And Users’ Sideloads.

The jury awarded $30,000 for each work the MP3tunes’ executives infringed28 and

$25,000 for each work the MP3tunes’ users infringed for which MP3tunes was found to be

willfully blind or had red flag knowledge. Robertson was found vicariously or contributorily

liable for these amounts. In all, these sums totaled approximately $35 million.

The analysis of the six factors is similar to those outlined in Section B above, except for

factors three and one. For factor three, the revenue loss of Plaintiffs is a mere fraction of the

award. As noted above, PX 44 and PX 45 showed all music files on MP3tunes’ servers that

matched the artist and track from the Labels’ song list (PX 44) and Publishers’ song list (PX 45).

(See Tr. 586). The total number of sideloads – which concededly includes some legitimate

purchases from digital stores (see Tr. 547) – is 34,974 for sound recordings (Ex. Z) and 9,270 for

28 As set forth in Section I.B above, liability for the works MP3tunes’ executives infringed
should be set aside entirely.
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compositions (Ex. AA). Accordingly, the lost revenue from the entire operation of MP3tunes

would be between $34,624.26 and $45,116.46 for the Labels, and $843.57 for publishers, even

without removing duplications. The award is more than 750 times that sum, and is an excessive

windfall.

For factor one, MP3tunes had no notice of specific infringements. Even less knowledge

may be imputed to Robertson. Moreover, Robertson was only liable vicariously or

contributorily. His lack of knowledge of specific infringements and lack of active infringing

actions mean his mental state was not willful. For these reasons, the Court should remit the

award amount to $750 per work, or grant a new trial.

E. The Excessive Award For Cover Art.

The jury awarded $15,000 for each cover art copyright infringed, totaling almost $4.5

million. This award is clearly excessive, and the analysis here is similar to analysis performed in

§ B, except for factors one and three.

With respect to state of mind, both Robertson and MP3tunes believed they had a valid

license with Amazon to display the cover art. There were only two violations of that license

Plaintiffs identified. First, Plaintiffs accuses MP3tunes of not having “the principal purpose of

driving traffic to the Amazon website.” (See Tr. 406). But MP3tunes did drive traffic to

Amazon, and generated almost $10,000 of sales. (Ex. AE (DX 1573) at 1). Second, MP3tunes

stored images for more than 24 hours. (Tr. 407-408). These two violations do not detract from

Robertson’s good faith belief that MP3tunes was operating under a valid license. Tellingly,

Amazon never accused MP3tunes of breaching its license and never terminated the MP3tunes-

Amazon license. (See Tr. 423).

More importantly, Plaintiffs lost no revenue from the cover art actions. The trial record

contains no evidence to show that Plaintiffs generated revenue from cover art sales to purchasers
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of digital music. Indeed, the Amazon agreements themselves show that merchants were licensed

to use the cover art without a direct monetary payment. (Exs. R (PX 478), M (PX 481)).

The award of almost $4.5 million for cover art is clearly excessive, and the Court should

remit this amount to $750 per work or grant a new trial.

CONCLUSION

For all of the foregoing reasons, the Motions should be granted.

Dated: New York, New York
May 1, 2014
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