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Our earlier Law360 guest article highlighted the rapid rise in prominence 

of the Waco Division of the U.S. District Court for the Western District of 

Texas since U.S. District Judge Alan Albright was appointed to that court 

nearly two years ago. It also provided an overview of the procedures 

Judge Albright has set in place to structure patent infringement litigation 

in his courtroom.  

 

This second article provides an overview of the court's rulings on pre-

answer motions under Federal Rule of Civil Procedure 12. As of July 17, 

Judge Albright had ruled on 54 motions to dismiss under Federal Rule of 

Civil Procedure 12 in patent infringement cases. He granted about half — 

26. However, the grant rate has varied for different types of motions to 

dismiss. 

 

For example, the court denied both motions it has decided on motions for 

dismissal based on lack of subject matter under Rule 12(b)(1) and all five 

motions it has decided for dismissal based on lack of personal jurisdiction 

under Rule 12(b)(2). It has also denied the sole motion it has decided for 

dismissal for failure to join an indispensable party under Rule 12(b)(7). 

 

The court has denied five of six motions for dismissal based on improper 

venue under Federal Rule of Civil Procedure 12(b)(3) and Title 28 of the 

U.S. Code, Section 1400(b), with the sole exception being the court's 

recent decision in Optic153 LLC v. Thorlabs Inc.[1] It granted one of two 

motions under Rule 12(b)(5) for insufficient service of process. The court 

has not yet decided any motions to dismiss for insufficient process under 

Rule 12(b)(4).  

 

The remaining 38 decisions are on motions filed pursuant to Rule 12(b)(6) 

and fall into three categories: (1) motions to dismiss based on failure to 

plead facts supporting infringement, (2) motions to dismiss based on 

invalidity of the asserted patent(s) under Title 35 of the U.S. Code, 

Section 101, and (3) motions to dismiss allegations of willful and/or indirect 

infringement.[2] Each of these categories is presented in greater detail below. 

 

Pleading-Standard 12(b)(6) Motions 

 

To satisfy its burden at the pleading stage under Federal Rule of Civil Procedure 8 and 

the U.S. Supreme Court decisions in Bell Atlantic v. Twombly and Ashcroft v. Iqbal, a patent 

infringement plaintiff must set forth facts supporting at least a reasonable inference that the 

defendant performs each and every limitation of a valid claim.[3] Judge Albright has 

granted four of the six motions in patent cases where defendants have argued this bar has 

not been met for claims of direct infringement.[4] 

 

The court's decision granting the motion to dismiss in De La Vega v. Microsoft 

Corporation et al. is an example. In De La Vega, the defendants Microsoft Corp. and Google 

Inc. moved for dismissal of claims for direct infringement, in part, because "the asserted 

claims require multiple actors to sustain a claim of infringement" and the plaintiff "failed to 
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allege joint infringement by the combined acts of multiple parties."[5] 

 

The court agreed and noted that in briefing for the motion, plaintiff "change[d] the focus of 

his complaint" to allege that the defendants alone performed all steps of the asserted claim, 

which the court explained was "of great concern."[6]  

 

Beyond the procedural inconsistencies, the court found that the substance of plaintiff's 

allegations did not meet the pleading standard. First, the court explained that plaintiff's 

testing-based allegations of infringement failed because they were "part of a long boilerplate 

sentence of potential infringing actions."[7] 

 

Second, the court noted that the evidence that the plaintiff had cited predated the asserted 

patent's issue date and offered the plaintiff an opportunity to amend the complaint.[8] The 

plaintiff, however, declined the offer, stating "'we can't really replead and do any better. We 

have screen shots in the complaint ... with pictures and text describing [defendants'] 

product, like perfectly.'"[9]  

 

The court also addressed the defendants' argument regarding specific limitations in the 

asserted claims, noting that "Plaintiff [did] not provide any written description of how the 

Accused Instrumentalities perform the [limitation]."[10] The court explained that the 

plaintiff's presentation of screenshots without "even a short written description of how the 

accused instrumentalities meet [one of the claim limitations]" failed to meet the standard to 

state a claim. 

 

Section 101 Motions 

 

Judge Albright has decided 11 motions to dismiss for lack of patent-eligible subject matter 

under Section 101, granting none.[11] To resolve issues regarding Section 101, a court 

must determine, first, whether the claims at issue are directed to a patent-ineligible 

concept.[12] 

 

If the claims are directed to a patent-ineligible concept, the court must then "consider the 

elements of each claim both individually and 'as an ordered combination' to determine 

whether the additional elements 'transform the nature of the claim' into a patent-eligible 

application."[13] 

 

In a recent case, the court has also stated its view that "the doctrine of claim preclusion [as 

part of a motion to dismiss] cannot be readily applied to either step of the Alice two-step 

test" for purposes of Section 101 patent eligibility.[14] 

 

The court's order in Slyce Acquisition Inc. v. Syte-Visual Conception Ltd. provides one 

example. In Slyce, the defendant filed a motion to dismiss under Section 101 regarding a 

patent directed to a method and system that allows a user to upload an image of an item 

for which he/she would like to search. 

 

In its analysis, in addition to explaining the legal standard noted above, the court explained 

that four other factors make "resolving a patent's § 101 eligibility ... rarely appropriate as a 

Rule 12(b) motion to dismiss": (1) the presumption of validity, (2) lack of claim 

construction, (3) lack of fact discovery, and (4) lack of predictability in how Section 101 is 

applied by courts.[15] 

 

Describing the presumption of validity, the court noted that "[t]he presumption of validity 

complicates a court's § 101 eligibility analysis for a Rule 12(b)" such that "the movant 



needs to overcome both a factual deck stacked against it and a heightened burden of 

proof."[16] The court also explained that a lack of claim construction, fact discovery and 

predictability in the law made "delaying the determination of a patents § 101 eligibility is 

the wisest course of action."[17] 

 

Judge Albright's orders denying motions to dismiss, at least in six cases, have included a 

note that defendants may refile a motion to dismiss later in the case, benefiting from claim 

construction and/or fact discovery, at times referencing the U.S. Court of Appeals for the 

Federal Circuit's precedential decision in MyMail Ltd. v. ooVoo LLC.[18] Finally, in at least 

four cases denying motions to dismiss under Section 101, Judge Albright has held the 

asserted patent to be directed to patent-eligible subject matter.[19] 

 

Willful and Indirect Infringement Motions 

 

Although they invoke two distinct legal theories, each of Judge Albright's nine orders on 

motions to dismiss claims for willful infringement, stemming from five decisions, have also 

addressed concurrent motions to dismiss claims of indirect infringement. The court has 

granted one of the motions with respect to some of the asserted claims[20] and granted in 

part four of the motions, doing so without prejudice and explaining that the denial of 

remedies for willful and indirect infringement is a decision better made after factual 

discovery begins. 

 

In Parity Networks LLC v. Cisco Systems Inc., the court denied the defendant's motion for 

dismissal of claims for indirect infringement, noting "at the outset that this question appears 

to be one for the court to resolve either at the summary judgment stage or at trial."[21] 

Similarly, the court denied the defendant's motion for dismissal of claims for presuit willful 

infringement using similar logic, stating that "this case is not at the proof stage." The order 

in Parity Networks did not involve post-suit willfulness issues. 

 

In Frac Shack Inc. v. Alaska Fuel Distributors Inc., which focused more on "the unique facts 

involved in th[e] case" and the relationship of the parties, the court denied the motion to 

dismiss claims of indirect infringement for lack of presuit knowledge, explaining that the 

parties "know each other well in terms of patent litigation. They have been engaged in 

patent litigation for over five years on a patent that is related to the [asserted 

patents]."[22] 

 

The court also denied the motion for dismissal of willful infringement, however, noting that 

"[o]rdinarily the court would dismiss an allegation of willfulness without prejudice absent a 

specific allegation of pre-suit knowledge of the asserted patents" but elected not to in Frac 

Shack because of "the unique facts of [the] case."[23] Due to those unique facts, the court 

"accept[ed] the possibility of willful blindness or, at a minimum, an adequate basis to allege 

willfulness."[24] As in Parity Networks, the court's order in Frac Shack did not involve post-

suit willfulness allegations. 

 

Conclusion 

 

Recognizing that differing facts and goals from individual cases will impact the specific 

decisions parties make, this article provides a summary of the types of motions that have 

been brought, the court's analysis and the results in this increasingly popular jurisdiction. 

Those practicing before the court may benefit from considering these statistics as one 

additional, and hopefully helpful, consideration to better evaluate potential motions in 

individual cases. 
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gesture is determined by 'detecting a right swiping direction.' . . . These innovations 

improve existing interface technology."). 
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