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PRELIMINARY STATEMENT 

Professor Charles E. Colman does not have an MBA.  He never worked at a “fashion 

company.”  He did not do a survey, review trademark lawyer Erik Pelton’s deposition or read the 

defendants’ document production in this case. All these facts, stressed by defendants / 

counterclaimants Louis Vuitton North America, Inc. and Louis Vuitton Malletier, S.A. 

(collectively, “Louis Vuitton”) in support of their motion to exclude Professor Colman’s expert 

testimony, are true, but they are all irrelevant. Professor Colman never claimed to have done 

these things, and neither he nor plaintiff LVL XIII Brands, Inc. (pronounced “Level 13,” 

hereinafter “LVL XIII”) maintains that his opinion concerning secondary meaning in this case 

does or must rest on such credentials, experiences or information. 

Professor Colman’s opinion is based on his extensive training, learning, experience and 

recognition in the law of intellectual property; the history, business and culture of fashion; and 

the cultural matrix where these intersect.  The fact that his particular mix of scholarship, while 

recognized in numerous major institutions, nonetheless is not chiseled in granite with the upper-

middle-management splendor of “Marketing Department” is of no moment.  In fact, while no 

Ph.D. is offered in the field of Visual Culture Studies, Professor Colman has the same terminal 

degree, a Juris Doctorate, as do virtually all lawyers, judges and law professors in service on the 

finest law faculties in the U.S. today, and a wealth of additional scholarship besides. Recently 

appointed to a tenure track law faculty position at the University of Hawaii, he is extensively 

published. Professor Colman’s academic focus has been the business and culture of fashion, 

from the perspective of one trained in and licensed to practice and indeed appointed to teach law 

as well as one with the advantage of broad cultural and social sciences studies.   

Hardly any academic preparation could be more germane here.  Louis Vuitton’s true 

objection to his testimony is to what it is, not what it is not. It is a compelling, broad picture, 

reflecting the breadth of Professor Colman’s scholarship and enunciating the nuances of 
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interaction between culture and couture.  Professor Colman’s Report demonstrates, by specific 

examples to the product in question and the culture that consumes and celebrates it, exactly how 

secondary meaning was achieved by LVL XIII. He does not shy away from arguing that brand 

impressions – inherent distinctiveness – was achieved because he has a genuine comprehension, 

based on his extensive scholarship and observations of how fashion sensibility develops in urban 

subcultures, of how that process works, and how it played out in the case of the LVL XIII luxury 

sneaker. 

To breadth, Professor Colman adds remarkable depth as well.  His Report demonstrates 

remarkable sensitivity and granularity to specific fashion stimuli and their concomitant human 

reactions, based on specific examples – detailing the literal thread-and-needle, swatch-and-

texture, light-and-shade components of the garments, accessories and people who love them and 

live by them to show how brand success is built in urban communities. With words and images. 

Professor Colman’s Report weaves the fabric of LVL XIII’s success by reference to similar 

fashion phenomena in the same cultural environment.  He demonstrates, not with generalities but 

with a level of precision that only an expert can call forth, how Antonio Brown developed LVL 

XIII into a street-wear fashion brand that became the perfect object of appropriation by 

defendants.   

It is not, as defendants claim, that his methodology cannot be replicated. It is that despite 

the level of detail and transparency in what he has laid out in reaching his opinions, defendants 

cannot impeach his factual premises, challenge his logic, nor offer retort to his conclusions. 

What defendants object to is not what Professor Colman does not know, but what he does know, 

and says. 
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RELEVANT BACKGROUND 

Two factual issues must be addressed at the outset. One is defendants’ gross 

mischaracterizations of Professor Colman’s experience and credentials; the legal significance of 

which will be addressed below.  The second is a critical theme that bears not only on Professor 

Colman’s Report but that of Louis Vuitton’s expert:  Defendants’ insistence that secondary 

meaning experts – and the Court – should ignore the very patina of the Complaint, a fundamental 

aspect of the narrative that is obvious from the pleadings and manifest throughout the record: 

The market most interested in and most responsive to the LVL XIII luxury sneaker sales 

message is, like LVL XIII’s founder and its prominent celebrity endorsers, composed of African 

American males.  We address these factual issues in turn before proceeding to legal argument. 

A. Professor Colman is an Accomplished Scholar.     

Professor Charles E. Colman is a member of the faculty of New York University School 

of Law, where his title is Acting Assistant Professor. He was recently appointed an Assistant 

Professor (a tenure track post) at the University of Hawaii William S. Richardson School of Law 

(effective August 2016).
1
 Professor Colman is also a Faculty Fellow, a specially conferred title, 

in NYU’s Visual Culture: Costume Studies Graduate Program, where he is teaching a fashion 

theory and visual culture studies this semester. (Dkt. No. 105-1 at .27.)  

Professor Colman’s scholarship on fashion history, the contemporary fashion landscape, 

streetwear trends, consumer perception, intellectual property law, and related topics have 

appeared in academic journals published by Harvard University, the University of Pennsylvania, 

and the American Bar Association, among many other venues, and he has written two peer-

reviewed academic works on fashion based on the respective practices of the two oldest 

university presses in the world, the first of which bears the title, The History and Principles of 

                                                           
1
  See About Ned, located at  http://harvardlawreview.org/2016/01/about-ned/, last visited on February 16, 

2016 (referencing Professor’s Colman’s recent appointment to the University of Hawaii William S. Richardson 

School of Law.) 
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American Copyright Protection for Fashion Design.
2
  His research and writing on the history 

and law of fashion is the product of thousands of hours of immersion in primary materials and 

scholarship relating to the history and contemporary landscape of American fashion and fashion 

subcultures including urban subcultures and fashion cultures driven by racial or ethnic 

membership and affinity, and the history, development, and present landscape of American 

fashion design, marketing, and merchandising.  

Defendants’ comparison to a law school professor with no trademark experience or 

scholarship in Charter Nat'l Bank & Trust v. Charter One Fin., 2001 U.S. Dist. LEXIS 13919 

(N.D. Ill. Aug. 31, 2001) is not apt. There the would-be expert had never done any practical 

work involving a trademark, while defendants admit that Professor Colman has both prosecuted 

them and been involved in multiple oppositions and cancellations. But in Charter, “none of the 

works that Professor Lichtman ha[d] published focuses on trademark law,” whereas Professor 

Colman has published numerous works on trademark as well as on the complex issue of the 

intellectual property protection of “design” both in fashion and in general, which involves the 

interplay – or, frequently, the would-be interplay – of trademark, copyright and design patents.
3
 

The comparison by defendants between the two cases and the two profiles is preposterous.
4
   

                                                           
2
  This work, originally undertaken pursuant to an agreement with Oxford University Press, was, as a result of 

a series of developments having to do with changes of ownership of that imprint, ultimately published in the form of 

five law review articles for the Harvard Journal of Sports and Entertainment Law, the first two of which were 

published late last year as "A Strange Centennial: The History and Principles of American Copyright Protection for 

Fashion Design (Part 1 of 5)," 6 Harv. J. Sports and Ent. L. 224 (2015) and "On 'Originality': The History and 

Principles of American Copyright Protection for Fashion Design (Part 2 of 5)," 6 Harv. J. Sports and Ent. L. 302 

(2015). 

The Cambridge book, Patents and Perverts: The Hidden Moral Agenda of American Design Law, is slated 

to be published in late 2016 or early 2017.   

3
  These include, in addition to the works cited in the previous footnote, “Trademark Law and the Prickly 

Ambivalence of Post-Parodies,” 163 U. Pa. L. Rev. Online 11 (2014); “The TTAB's Dangerous Dismissal of 

‘Doubt,’” Harvard Journal of Law & Technology Digest (2013); “On Fashion, Sexism, and the United States 

Federal Judiciary,” 4 Vestoj: The Journal of Sartorial Matters 53 (2013) and “Post-Kirtsaeng, 'Material Differences' 

Between Copyright and Trademark Law's Treatment of Gray Goods Persist,” Law360 (2013).  

4
  Defendants also slip the words “for credit” into the sentence “he has never taught a for-credit law course on 

intellectual property” in order to discredit, as it were, his role as an Instructor in an NYU Reading Group course for 

IL’s called “Identity, Consumption & American Law,” described by that law school – ranked by U.S. News & 
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B. The significance of the “urban” market to the LVL XIII sneaker is 

obvious from the face of the Complaint; Professor Colman does not 

attempt to “redefine” it.        

Defendants attack Professor Colman for supposedly “redefining the relevant market to 

comprise only likely and actual ‘urban’ male high end footwear consumers between the ages of 

17 and 36.”  There is no “redefinition” here, however, except to one who is willfully blind to the 

Complaint (Dkt. No. 1, “Compl.”) whose ¶4 reels off the names of a dozen celebrities who have 

been associated, in one way or another, with LVL XIII’s sneakers – musicians, athletes . . . 

rappers …  a dozen names, of which no fewer than ten constitute famous young black celebrities.   

Special attention is then paid to the implied endorsement by one of the most celebrated of these 

African-American celebrities, Jason Derulo, whose appearance on Good Morning America in 

LVL XIII sneakers is not only addressed at length in ¶25 of the Compl. but depicted there 

photographically.   

It is not a “redefinition” to note the obvious market significance of the “urban” market for 

the LVL XIII sneaker, for purposes of establishing secondary meaning, by acknowledging these 

obvious cues from the pleadings.  There are many others, such as the prominent African 

American style-setters depicted in photographs or discussed in  ¶¶27, 29, 30, 32 and 34; or that 

                                                                                                                                                                                           

World Report as one of the top in the nation – as follows: 

Drawing on history and cultural studies, we will consider how legal developments have shaped 

and reflected identity formation and consumption patterns in the United States during the period 

from Reconstruction to World War II. 

(See https://its.law.nyu.edu/courses/description.cfm?id=15760; last visited February 15, 2016).  The course 

described above, in other words, for which NYU Law School has seen fit to name Professor Colman as an Instructor 

would seem to qualify him not only generally, but specifically, as an expert with respect to the exact subject of his 

testimony and one of his special scholarly research interests.  NYU describes the role of its 1L Reading Groups as 

follows: 

First-year JD students have an exciting opportunity this year to enroll in faculty-led reading 

groups.  The groups, of no more than 12 students, will meet four or five times over the course of 

the academic year to discuss readings, films, or other materials related to a topic of special interest 

to the faculty convener.  

The reading groups will be ungraded and highly informal.  Refreshments may be provided, and 

some meetings may take place in faculty members’ homes.  The idea is to provide small groups of 

students the opportunity to get to know a professor and each other, in the context of discussing 

interesting topics that will range well beyond the 1L curriculum. 

(See http://www.law.nyu.edu/academicservices/1lreadinggroups; last visited February 15, 2016).  

Case 1:14-cv-04869-PAE   Document 120   Filed 02/16/16   Page 9 of 21

https://its.law.nyu.edu/courses/description.cfm?id=15760
http://www.law.nyu.edu/academicservices/1lreadinggroups


 

 

  

 6 
113819080v3 

¶35 includes both discussion of and a prominent screen shot of a feature interview of LVL XIII’s 

founder and principal, Antonio Brown, in Ebony magazine, the pioneering media outlet for 

African Americans. Antonio Brown, of course, is himself is a young man of color.   

No one is “redefining” anything here. The urban component of the LVL XIII market is all 

over the Complaint and, as shown below, is all over the record on which Professor Colman 

justifiably relied. Any definition of the market that is the subject of Professor Colman’s analysis 

that failed to take these cues into consideration, much less acknowledge their centrality to the 

LVL XIII product, would be a fraud on the Court.   

Still Louis Vuitton also faults Professor Colman for his youth, implying that he is 

unreliable because this is “the first time he has been retained as an expert witness in any case.” 

(Def. Br.
5
 at 5.)  To understand this criticism, consider that Louis Vuitton chose for its expert an 

eminence grise, a semi-retired scholar with credentials in the “traditional” marketing disciplines 

and a decades-long track record of litigation appearances for the major players in fashion.  Yet, 

when charged with the task of designing a survey about brand recognition regarding, of all 

products, a niche item as esoteric as luxury sneakers, Louis Vuitton’s expert did no independent 

research to analyze or even comprehend the relevant market or, for survey purposes, universe; he 

just looked at the Complaint. And, again, what is in that Complaint?  It tells the story of a 

Harlem-born entrepreneur who makes his way to Atlanta; it prominently trumpets the 

endorsement of that young man’s creation, the LVL XIII sneaker, by African American cultural 

icons such as singers Jason Derulo and Chris Brown, rappers Nas and Jim Jones, SNL cast 

member Tracy Morgan; it refers to a prominent interview in Ebony; and it has pictures of many 

of these famous black men right there in the pages of the pleading.   

                                                           
5
  All references to the Memorandum of Law of Louis Vuitton Malletier S.A. and Louis Vuitton North 

America, Inc. in Support of Motion to Exclude Expert Testimony is referred to herein as “Def. Br. at  __.” 
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Yet, Louis Vuitton’s emeritus marketing Ph.D. would not, under questioning, concede 

that it might be relevant whether African Americans were even included in his survey about 

LVL XIII’s luxury sneakers. (See Declaration of Joel G. MacMull sworn to February 16, 2016 

(“MacMull Decl.”, Ex. 1.) If this legacy of a lifetime on the expert-witness circuit is what Vuitton 

calls “expertise, experience, and knowledge of the record” (Def. Br. at 5), LVL XIII suggests that 

the Court should to the contrary place little stock in Vuitton’s asides as to Professor Colman’s 

status as a first-time testifying expert, focusing on the content of his submission. 

C. Professor Colman’s opinion is based on a broad range of academic 

influences and disciplines and a comprehensive analysis of relevant 

information, but it is ultimately limited to a scope that is appropriate 

to his qualifications.         

It does not degrade Professor Colman’s eligibility to offer his opinion testimony here 

that, besides being a law professor and an expert on intellectual property law and the history, 

culture and business of fashion, that he is also associated with and applies the label to his style of 

analysis the name of a particular academic school of thought.  While the Court will ultimately 

make its decision on this motion based in part by reviewing Professor Colman’s Report itself, 

given the characterization of that document by defendants in their papers it is impossible to 

respond without at least setting out the Report’s summary conclusions.   

As set out in Section VII of his Report, in coming to those conclusions, Professor Colman 

reviewed several thousand pages of documents produced and filed in this case, including 

pleadings, document production, court rulings, and deposition transcripts. He also did extensive 

Internet research.  This included hours of review and analysis of the extensive social media 

content related to LVL XIII sneakers created by third-parties on platforms such as Twitter and 

Instagram as well as online blog posts and other media, constituting over 100,000 unsolicited 

third-party online posts.  He also interviewed Antonio Brown. 
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His conclusion, based on his expertise on the fashion industry acquired through many 

years spent in a university setting as both student and educator, supplemented by thousands of 

hours of research, writing, and publishing on the fashion industry and U.S. intellectual property 

law, related cultural practices, and symbolic systems associated therewith and years of 

professional experience spent representing parties in and writing about legal proceedings 

concerning the fashion industry and based on his review of the record, is that LVL XIII’s metal 

toe plate, of consistent and particular proportions, and affixed to a particular location on high-end 

sneakers of varying designs, was and is – as a factual matter, as he explains in his deposition – 

inherently source-identifying, especially (though not necessarily exclusively) for a large majority 

of likely and actual urban male high-end footwear consumers between the ages of 17 and 36.  As 

he explains in his Report in detail, and in his testimony, such consumers tend to be attuned, 

whether consciously or not, to detect source indicators that are often far more subtle than LVL 

XIII’s metal toe plate at issue in this case.  LVL XIII’s use of its metal toe plate trademark, with 

the mark’s regularized proportions, affixed by LVL XIII to a particular location on each of its 

high-end sneakers, constituted what the record shows to be, at the time of its first use of the plate 

in U.S. commerce on high-end sneakers, the sole source-identifying use in domestic commerce of 

a metal toe plate of this type. (Dkt. No. 105-1, “Colman Report”, ¶39(a).) In particular, he 

explains, small, savvy, and socially engaged fashion companies such as LVL XIII  

have in recent years had at their disposal a new, paradigm-shifting set of tools for 

achieving consumer recognition that are often more effective than the traditional 

paid advertisements that were the hallmark of the pre-Internet era.  Through a 

complex sequence of cultural events, technological developments, and social 

factors, substantial penetration of brand/visual-feature awareness among 

consumer segments can now be achieved in a short period of time, without any 

traditional advertising expenditures, or even any sales of products.  LVL XIII 

achieved such widespread penetration among actual or potential urban male high-

end luxury footwear consumers aged 17 to 36 before defendants first used a 

confusingly similar toe plate in U.S. commerce.  
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The social media and remaining cultural landscape of 2013 reveal that Antonio 

Brown’s leadership of LVL XIII resonated for countless members of the 

consumer group identified above, in no small part because Mr. Brown has 

consistently espoused values (like genuine design innovation, pride in one’s 

individuality and accomplishments, and spiritual fulfillment) that a substantial 

portion of this group found compelling. 

(Id. at ¶39(b) and (c)). Although Professor Colman’s report says much more than this, all of 

which is relevant to and supports his analysis, it is the above that is his core conclusion. 

ARGUMENT 

I. PROFESSOR COLMAN IS QUALIFIED TO TESTIFY AS AN 

EXPERT ON SECONDARY MEANING.      

“The decision to admit expert testimony is left to the broad discretion of the trial judge 

and will be overturned only when manifestly erroneous.” McCullock v. H.B. Fuller Co., 61 F.3d 

1038, 1042 (2d Cir. 1995).  “If an expert’s training and experience is in a field closely related to 

the area to the proposed testimony, that may – in appropriate circumstances – be sufficient to 

meet Rule 702’s qualification standards.” SEC v. Tourre, 950 F. Supp. 2d 666, 674 (S.D.N.Y. 

2013). See Beastie Boys v. Monster Energy Co., 983 F. Supp. 2d 354, 364 (S.D.N.Y. 2014) 

(rejecting challenge to likelihood of confusion expert whose background was entirely based on 

academic and publishing in the advertising field on the ground that his research was “too 

general”).  

Charles Colman’s credentials, as set out in his Report and detailed in his testimony, 

amply qualify him to testify on the subject of the opinion offered, i.e., whether the LVL XIII toe 

plate achieved secondary meaning.  (Defendants’ other objections, such as the basis of his 

opinion, are addressed in the next sections.)  His relevant expertise, summarized above and set 

out in detail in his Report, are, based on scholarship and practice, “far beyond that of a layman,” 

to use the Second Circuit’s language in McCullock, supra, 61 F.3d at 1043 (engineering expert 

had extensive practical and academic experience, even though not specific to the actual 
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circumstances at issue in the case). See also, HealthONE of Denver, Inc. v. UnitedHealth Group, 

Inc., 2012 U.S. Dist. LEXIS 4506, at *7 (D. Colo. Jan. 12, 2012) (expert qualified to testify as 

expert in trademark case where he described as “an attorney [who] has taught ‘Trademarks’, 

‘Intellectual Property’ and other related classes’”; citing cases); Pandora Jewelers 1995, Inc. v. 

Pandora Jewelry, LLC, 2011 U.S. Dist. LEXIS 62969, at *21 (S.D. Fla. June 7, 2011) (lawyer 

who specialized in “legal and regulatory compliance” deemed adequately qualified to testify as 

an expert on “distribution channels for branded and non-branded jewelry” based on her wide-

ranging work experience); Hi Ltd. P'ship  v. Winghouse of Fla., Inc., 2004 U.S. Dist. LEXIS 

30687, *27-30 (M.D. Fla. Oct. 5, 2004) (academic expert on restaurant industry competent as 

expert witness regarding trade dress in case involving competing restaurants); Yamaha Int'l 

Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 1582 (Fed. Cir. 1988) (admitting expert testimony 

by guitarist and guitar maker on subject of distinctiveness of guitar shapes in T.T.A.B. inter 

partes proceeding).  

Moreover, the fact that Professor Colman is associated with, and utilized, a specific 

academic mode of analysis that is not “standardized” or regularly utilized in trademark cases is 

of no moment.  For example, in McCullock, plaintiff’s medical expert offered an opinion which 

was based, in part, on a method called “differential etiology,” a controversial – or, at least, novel 

– methodology on which the defendant seized, hoping to paint the expert as a purveyor of “junk 

science.” The Second Circuit rejected this effort, noting that the mere adoption of a certain 

school of thought or analytical mode by an otherwise well-trained, experienced and well-

qualified professional, or the lack of “textual support” for such a theoretical approach, is not a 

basis for disqualification. “Disputes as to the strength of his credentials, faults in his use of 

differential etiology as a methodology, or lack of textual authority for his opinion, go to the 

weight, not the admissibility, of his testimony,” wrote the Court.  61 F. 3d at 1044.  So too 
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should the magic words “visual cultural studies” here be emptied of any scare value, given 

Professor Colman’s credentials, expertise and rising star.
6
   

II. NON-SURVEY EXPERT TESTIMONY IS PROPER IN CASES 

INVOLVING ANALYSIS OF BRANDS AND MARKETS IN 

TRADEMARK CASES.        

The Court’s task here “is to make certain that an expert, whether basing testimony upon 

professional studies or personal experience, employs in the courtroom the same level of 

intellectual rigor that characterizes the practice of an expert in the relevant field.” Kumho Tire 

Co. v. Carmichael, 526 U.S. 137, 152 (1991). “This limitation on when evidence should be 

excluded accords with the liberal admissibility standards of the federal rules and recognizes that 

our adversary system provides the necessary tools for challenging reliable, albeit debatable, 

expert testimony.” Id.  

Though defendants suggest otherwise, courts in this Circuit have never restricted expert 

testimony on the issue of secondary meaning in trademark cases to surveys, especially in the 

fashion industry.  For example, McGregor-Doniger Inc. v. Drizzle Inc., 599 F.2d 1126 (2d Cir. 

1979), the Court of Appeals affirmed this Court’s admission the testimony of expert witnesses 

“to establish the level of sophistication of the typical purchaser” of the plaintiff’s coats, where 

the witnesses were described as “experienced professional buyers of women’s coats” for major 

department stores. Id. at 1138, n. 7. McGregor-Doniger, in turn, cites to two other Second 

Circuit cases that are in accord, both of which are still good law.  In one, Triangle Publications v. 

Rohrlich, 167 F.2d 969, 972 (2d Cir. 1948), the court approved of testimony by “qualified 

witnesses who were in the merchandising business” (regrettably, no further detail is available in 

                                                           
6
  Professor Colman is one of only 37 law professor signatories to Stanford University Professor Mark A. 

Lemley's amicus brief in support of certiorari in Apple v. Samsung this January, in which some of the leading 

intellectual property authorities in the country urge that the Federal Circuit’s affirmance of a finding of design patent 

infringement based on the very same Apple designs that it found functional under trade dress law is 

“counterintuitive” and should be reversed by the Supreme Court. A link to the brief is available at 

https://law.nd.edu/assets/187511/mmbrief.pdf, last visited February 16, 2016.  
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the reported appellate or trial court decisions) on issues of secondary meaning and likelihood of 

confusion. And in Scarves by Vera, Inc. v. Todo Imps., Ltd., 544 F.2d 1167 (2d Cir. 1976), the 

Circuit found the district court erred in part by not crediting plaintiff’s “three experts on the 

fashion industry who testified that plaintiff was recognized among the top ‘name’ designers . . .”  

In all these cases, “subjective” testimony based on the experts’ understanding of the industry in 

question was received.  See also, Yamaha, 840 F.2d at 1582 (in registration context, absence of 

consumer surveys need not preclude a finding of acquired distinctiveness; applicants may submit 

any “appropriate evidence tending to show that the mark distinguishes [applicant’s] goods”). 

As taught by Kumho Tire, nothing in Daubert requires courts to reject such expert 

guidance.  Thus, in Beastie Boys v. Monster Energy Co., 983 F. Supp. 2d 354 (S.D.N.Y. 2014), 

this Court rejected a challenge to a likelihood of confusion expert whose background was 

entirely based on academic and publishing in the advertising field on the ground that his research 

was “too general.” Such concerns, the Court held, “go to the persuasiveness and credibility of 

[the expert] Joachimsthaler’s testimony,” not its admissibility, quoting the language of Daubert 

v. Merrell Dow Pharms., 509 U.S. 579 (U.S. 1993) that the party opposing the expert has 

adequate opportunity to attack his opinion utilizing “[v]igorous cross-examination, presentation 

of contrary evidence, and careful instruction on the burden of proof.” Beastie Boys, 983 F. Supp. 

at 363-364.   

Significantly, the Beastie Boys decision addressed the suggestion, made frequently by 

defendants in their brief and throughout their deposition of Professor Colman, that a supposedly 

“subjective” analytical expert opinion such as his is methodologically invalid if it is not 

quantitatively “reproducible” or if its results do not ship with bells and whistles such as so-called 

“error rates.”  Referring to The Beastie Boys’ objection that the defendant’s proposed expert 
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testimony regarding their video’s impact would be “nonrandom” and “unscientific” – almost 

identical to defendants’ cant here – the Court demurred, holding as follows: 

For the most part, the Court is unpersuaded. Joachimsthaler’s analysis of 

Monster’s marketing efforts, and his reasoning as to why the Video added little to 

those efforts, is based principally upon his experience and research in the world of 

marketing, which qualify him to opine on such matters. Contrary to the Beastie 

Boys’ objections, it is not necessary Joachimsthaler construct a formal model to 

offer expert testimony on these points. ‘Technical . . . or other specialized 

knowledge,’ see Fed. R. Evid. 702, may be relevant and reliable, and therefore 

admissible under Daubert, even if the field of knowledge, be it marketing or 

plumbing, does not readily lend itself to a formal or quantitative methodology. 

983 F. Supp. 2d at 354-5.  Indeed, defendants relied on this Court’s opinion in Beastie Boys in 

Louis Vuitton Malletier S.A. v. Sunny Merch. Corp., 97 F. Supp. 3d 485 (S.D.N.Y. 2015), 

arguing that an expert in economics was qualified to testify on brand erosion even though her 

testimony was “qualitative rather than quantitative” and, the defendant urged, the expert’s 

conclusions about the effect of its sales on Louis Vuitton’s brand value were “subjective belief or 

unsupported speculation.” Id. at 505. The Court agreed with Louis Vuitton in Sunny Merch. 

Corp., and it should apply the same reasoning here. 

III. PROFESSOR COLMAN’S ANALYSIS OF SOCIAL MEDIA IS AN 

APPROPRIATE EVIDENTIARY BASIS TO HIS EXPERT 

OPINION.           

Professor Colman’s conclusion that LVL XIII penetrated the relevant market and 

achieved secondary meaning relied, in part, on his analysis on the vast amount of social media 

content generated by third parties that he read and considered in preparation of his Report.  

Defendants scoff at the idea that merely reading Twitter or Instagram posts can constitute a valid 

basis for expert opinion, but this is groundless.  It is entirely proper for an expert to testify 

regarding his review and analysis of vast amounts of material, available to all parties, in order to 

make them accessible, comprehensible and coherent; the opposing party’s proper response is to 

respond in kind based on the same factual analysis.  Indeed, this Court recently addressed just 
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this point and, in a comprehensive, deeply-sourced analysis, dispensed with just such an 

argument:   

Defendants object to the inclusion of several Excel spreadsheets created by 

[plaintiff’s expert] Mulhern and her associates that reflect Sunny’s revenues, cost 

margins, and profits on the grounds that she simply took data produced by Sunny 

and reformatted it. Because Mulhern did nothing more than "simply add up" 

figures provided to her by Sunny, Defendants argue, the tables should be excluded 

as involving “’lay matters which [the trier of fact] is capable of understanding and 

deciding without the expert’s help.’” But Mulhern did more than simply add a 

few numbers — she combed through at least 100 pages of sales reports, 

compiled and aggregated the data (which was provided on a transaction-by-

transaction basis), and presented it in a more readily understandable format. 

Her spreadsheets are therefore “summaries of the contents of voluminous 

data [which] will streamline the presentation of that data to the jury, saving 

the jury time and avoiding unnecessary confusion.” See Gill v. Arab Bank, 

PLC, 893 F.Supp.2d 523, 536 (E.D.N.Y. 2012); see also Iacobelli Constr., Inc. v.  

Cnty. of Monroe, 32 F.3d 19, 25 (2d Cir. 1994) (“Given the inherently 

voluminous and highly technical nature of the data in such cases, the parties in a 

construction-contract dispute usually must retain experts to summarize and 

interpret that data.”). Accordingly, they are admissible. 

 . . . 

The Court also rejects Defendants' second two arguments — that Matlins relied 

only on easily understood sources and did not perform any expert analysis — 

largely for the same reasons that it rejected Defendants' similar argument with 

regard to the Mulhern Report. While a juror may be able to understand each 

individual source that Matlins cites, Matlins “synthesizes this material and 

pulls together common themes in reaching his conclusions.” Linde v. Arab 

Bank, PLC, 922 F.Supp.2d 316, 332 (E.D.N.Y. 2013) (allowing expert to testify 

even though “his research was conducted solely on the Internet”); see 

Broadspring, Inc. v. Congoo, LLC, No. 13-CV-1866 (JMF), 2014 U.S. Dist. 

LEXIS 116070, 2014 WL 4100615, at *16 (S.D.N.Y. Aug. 20, 2014) (allowing an 

expert to testify who had “relied on his specialized knowledge in the field of 

information security to synthesize information from his diverse sources and 

to form an opinion”); cf. Marvel Characters, Inc. v. Kirby, 726 F.3d 119, 135-36 

(2d Cir. 2013) (noting that a historian would be permitted to “helpfully synthesize 

dense or voluminous historical texts” or “offer background knowledge or 

context that illuminates or places in perspective past events”). . . .  

97 F. Supp. 3d. at 504-507 (some internal citations and quotes omitted; emphasis added). 

Virtually every objection by Louis Vuitton to the content of Professor Colman’s Report is 

addressed definitively in the comprehensive passage quoted above from Louis Vuitton Malletier 
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S.A. v. Sunny Merch. Corp., in which expert reports, which were successfully defended against 

challenge based on more or less the same arguments being made by Louis Vuitton in this case (at 

least with respect to Section II and III of this brief), were offered by Louis Vuitton. 

IV. DEFENDANTS’ OTHER OBJECTIONS TO PROFESSOR 

COLMAN ARE ALSO MERITLESS       

Defendant raises a number of other objections, including bias and the ever-present 

“ultimate issue” objection.  Neither of them are grounds to exclude Professor Colman’s Report 

or his testimony here. 

A. Professor Colman Should not be Disqualified on the Ground of Bias. 

The report and testimony of Professor Colman do evince an opinion regarding 

defendants’ conduct, but this does not disqualify him from testifying as an expert.  It is well 

established that short of a demonstration of outright fraud or failure to make full disclosure, 

evidence of an expert’s bias goes to the weight of his testimony, not its admissibility. See 

McGregor-Doniger, 599 F.2d at 1138. 

B. Professor Colman’s Testimony Should not be Excluded on the 

Ground that it goes to the “Ultimate Issue” in the Case.    

Much of what defendants place on the doorstep of objections to the admissibility to 

Professor Colman’s testimony has nothing to do with him at all.  For example, defendants seek to 

use this motion as a battlefield for the issue of whether or not “the LVL XIII Toe Plate is a 

conventional trademark, not product design trade dress.” (Def. Br. at 14.)  While it is true that 

defendants wasted a great deal of time during Professor Colman’s deposition questioning him on 

this issue, it is not fundamentally part of his opinion, nor central to it.  LVL XIII addresses this 

topic where it belongs, i.e., in the respective summary judgment merits briefs. 

Moreover, defendants pretend that by opining on issues of inherent distinctiveness in his 

Report, which is not central to his conclusion, he has “invaded” the province of the jury, just 
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nullifying his entire testimony.  (Def. Br. at 17.)  Indeed, defendants even go so far as to suggest 

that he cannot even testify whether or not the LVL XIII sneaker achieved secondary meaning – 

even though Louis Vuitton has also offered expert testimony on the very same topic!  

Defendants mistake disagreeing with an expert’s analysis, sources and conclusions with 

striking his testimony. See, e.g., Gelb Half Price Books, Records, Magazines, Inc. v. 

Barnesandnoble.com, LLC, 2004 U.S. Dist. LEXIS 23691, at *16-17 (N.D. Tex. Nov. 22, 2004) 

(“An analysis under Daubert and its progeny is not intended to replace the adversary system. . . . 

In its role as gatekeeper, the court should not determine the merits of the case . . . HPB may 

attack the content and sufficiency of Gelb’s testimony in its response to BN.com’s motion for 

summary judgment, and, at trial, by presenting contrary evidence and cross-examining Gelb”).  

As the court explained in Heckler & Koch, Inc. v. German Sport Guns GmbH, 71 F. Supp. 3d 

866 (S.D. Ind. 2014): 

Lastly, Defendants argue that Kokalis’s testimony is not helpful to a fact-finder, 

either because Kokalis fails to grasp the issue adequately or because he defines 

the MP5 trade dress differently than do Plaintiffs. Such an interpretation results 

from reading his report out of context. On two occasions, Kokalis stated that he 

had “difficulty comprehending the point of Defendants' arguments” or that he had 

“a problem . . . understanding” Defendants' summary judgment motion. Kokalis 

Report ¶¶ 19, 30. These were not confessions of ignorance or bewilderment; 

instead, Kokalis was employing a fairly common rhetorical device as a manner of 

criticizing Defendants’ understanding of the issues.  

Id. at 908-9.  Similarly, here Professor Colman’s statement in his Report and his deposition 

testimony regarding both inherent distinctiveness and trade dress are topics he discusses as part 

of his overall analysis, based on how consumers encountering the LVL XIII sneakers would 

likely view the toe-plate feature – i.e., as a signifier of origin – and how that conclusion was 

demonstrated, empirically, by the social media traffic and other evidence he observed in the 

record. 
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 All the same, it seems appropriate to end by again quoting this Court’s opinion in Louis 

Vuitton Malletier S.A. v. Sunny Merch. Corp.:  

Although Louis Vuitton is correct that expert testimony is generally “not 

objectionable on the grounds that it embraces an ultimate issue in the case,” 29 

Charles A. Wright & Arthur R. Miller, Federal Practice & Procedure, § 6284 

(1997), an expert may neither “be presented to the jury solely for the purpose of 

constructing a factual narrative based upon record evidence, nor “attribut[e] 

subjective motivations to the parties . . . Accordingly, while Matlins may properly 

explain why Sunny’s actions would be consistent with intentional copying or why 

such copying would be profitable (if that is indeed the case), he may not testify 

that Sunny actually employed such a strategy. Further, any testimony that simply 

regurgitates evidence already in the record in narrative form (such as Sunny’s and 

Louis Vuitton’s respective histories) is similarly excluded. 

97 F. Supp. 3d at 507-8.  This, of course, is the appropriate standard for the Court to apply here 

as well. 

CONCLUSION 

For all the foregoing reasons, LVL XIII Brands, Inc. respectfully requests that Louis 

Vuitton’s motion to exclude the expert testimony of Charles E. Colman be denied in its entirety.  
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