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Introduction 
 
It is an exciting time to be a copyright and trademark litigator. Important 
issues are finding their way to the steps of the United States Supreme Court 
at a rate that was unprecedented just a few years ago. The issues at stake 
have become more important and more contentious, often causing 
industry-leading companies to weigh in in record numbers, usually on both 
sides of the issues.  
  
The developments in copyright law are particularly fascinating. Copyright 
law is being relentlessly challenged to keep up with ever-evolving 
technology. That is no easy feat. The Copyright Act was codified nearly 
forty years ago, in 1976, and drafted, in some cases, decades before that—
well before anyone even dreamed of streaming movies, music, or television 
to devices held in one’s hand. Computers were not even mainstream then, 
and everybody watched what was on TV at its scheduled time and listened 
to music on albums or on the radio.  
 
Attempting to apply that 1976 copyright code to the technologies and the 
ways that we can now deliver content is understandably quite difficult. 
Often, the law is unsettled, and equally often, it is amenable to more than 
one reasonable interpretation or application to the issue at hand.  
 
Trademark law is evolving in a different way. Again, the Supreme Court 
is hearing more substantive trademark cases than ever before, but rather 
than struggling to apply old law to new technology, on the trademark 
side, it seems the Court is weighing in on issues that those in the field 
viewed as settled years ago, often reaching conclusions opposite to those 
that have been generally accepted. Those developments, just like on the 
copyright side, have the potential to shake up the way trademark rights 
are litigated. 
 
This chapter will discuss some of the recent developments—first in 
copyright and then in trademark—that are redefining the law and shaping 
industries. It will then offer some strategies for managing copyright and 
trademark litigations in this complex legal setting where the law is 
constantly evolving. 
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Copyright Developments Worth Watching 
 
When technology and copyright law collide, interesting issues arise. There 
are three exciting areas to watch where such collisions are readily at work:  
 

1. The application of the first sale doctrine to digital content: Can a 
secondary market exist?  

2. The evolution of television and radio: How will we watch and listen 
in the future?  

3. Oracle v. Google1 and the dispute over Java: How much protection is 
there for computer software?  

 
Each of these areas not only presents questions of copyright law and policy 
and tricky questions of statutory construction—so much so that each has 
found its way to the US Supreme Court—but these issues also have the 
potential to impact our everyday lives.  
 
Application of the First Sale Doctrine to Digital Content: Can There Be a Secondary 
Market for Digital Files? 
 
The first sale doctrine is codified in the Copyright Act,2 but everyone is 
generally familiar with it. You buy a book, and then it is yours; you are free 
to do with it what you wish. You may lend it to a friend, give it away, or sell 
it at a flea market. That is the first sale doctrine in action. While the 
copyright owner still owns the copyright in the book, the copyright owner’s 
right to control that particular copy ended once you bought it.  
 
The official statute reads, “the owner of a particular copy or phonorecord 
lawfully made under this title … is entitled … to sell or otherwise dispose 
of the possession of that copy or phonorecord.”3 The first sale doctrine 
allows you to give your book away without infringing the copyright owner’s 
right of distribution (one of the §106 bundle of copyrights). This doctrine 
first arose in the common law context in 1908 and was first codified into 
the Copyright Act4 in 1909. Clearly, that statute addressed traditional 
copyrighted goods—books and movies in hard copy. The digital and 

                                                 
1 Oracle America Inc. v. Google Inc., 750 F.3d 1339, 1352 (Fed. Cir. 2014). 
2 17 U.S.C.A. § 109. 
3 17 U.S.C.A. § 109(a). 
4 Bobbs-Merrill Co. v. Straus, 210 U.S. 339, 28 S.Ct. 722 (1908). 
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transient copies prevalent today were not part of the discussion, or even the 
imagination, at that time.  
 
The Supreme Court took on the first sale doctrine in the landmark case of 
Kirtsaeng v. John Wiley & Sons, Inc.5 The facts of the case were relatively simple: 
Supap Kirtsaeng, a graduate student at University of Southern California, 
subsidized his university expenses by reselling textbooks. He had his family 
back home in Thailand buy books there, where they were less expensive, and 
ship them to him in the United States, where he would sell them on eBay. 
Some of the books he resold were published by Wiley.  
 
The law was much less straightforward. When Wiley sued Kirtsaeng for 
infringement of its distribution right, Kirtsaeng asserted the first sale 
defense. Before trial, though, the district court rejected Kirtsaeng’s first sale 
defense as a matter of law, holding that the defense is “unavailable to the 
goods manufactured in a foreign country.”6 The Second Circuit affirmed, 
holding that “the phrase ‘lawfully made under this Title’ in §109(a) refers 
specifically and exclusively to works that are made in territories in which the 
Copyright Act is law, and not to foreign-manufactured works.”7 
 
The Supreme Court granted certiorari to consider the issue of whether the 
first sale doctrine applies to copies made abroad—i.e., whether a copy made 
abroad can be “lawfully made under this title” within the meaning of 
Section 109(a). That question had split the circuit courts, with the Second 
Circuit holding that the goods had to be manufactured on US soil, the 
Third Circuit saying that the goods merely had to be made consistent with 
the Copyright Act, and the Ninth Circuit creating a hybrid, saying that the 
goods had to be manufactured on US soil or, if manufactured abroad, had 
to be sold at least once in the United States for the first sale doctrine to 
apply. The issue had also previously split the Supreme Court.8 

                                                 
5 Kirtsaeng v. John Wiley & Sons Inc., 133 S. Ct. 1351, 1358, 185 L. Ed. 2d 392, 75 
A.L.R. Fed. 2d 767 (2013). 
6 John Wiley & Sons Inc. v. Kirtsaeng, 32 Int’l Trade Rep. (BNA) 1500, 93 U.S.P.Q.2d 
1432, 2009 WL 3364037, *5 (S.D. N.Y. 2009), aff’d, 654 F.3d 210 (2d Cir. 2011), rev’d 
and remanded, 133 S. Ct. 1351, 185 L. Ed. 2d 392, 75 A.L.R. Fed. 2d 767 (2013). 
7 John Wiley & Sons Inc. v. Kirtsaeng, 654 F.3d 210, 222 (2d Cir. 2011), rev’d and 
remanded, 133 S. Ct. 1351, 185 L. Ed. 2d 392, 75 A.L.R. Fed. 2d 767 (2013). 
8 Omega S.A. v. Costco Wholesale Corp., 541 F.3d 982 (9th Cir. 2008), aff’d by an 
equally divided court, 562 U.S. 40, 131 S. Ct. 565, 178 L. Ed. 2d 470 (2010) and 
(abrogated by, Kirtsaeng v. John Wiley & Sons Inc., 133 S. Ct. 1351, 185 L. Ed. 2d 392, 
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The stakes were very high on both sides. If the first sale doctrine were held 
to apply only to domestically made goods, then copyright owners would 
have eternal control over all further sales, rental, or gifts of foreign-made 
copies. The possibility of eternal downstream control would give copyright 
owners strong incentive to ship manufacturing abroad. On the other hand, 
a ruling for Kirtsaeng would frustrate the widely used and relied upon 
practice of market segmentation, which allows manufacturers to charge 
different prices in different markets depending on what each market will 
bear. With such significant interests at stake, amici came out in force to 
support each side and turned out to be critical to the decision issued by the 
Supreme Court. 
 
In a 6-3 decision, the Supreme Court concluded that the first sale doctrine 
does indeed apply to goods manufactured abroad. It held that “lawfully 
made under this title” lacks a geographical limitation and means only “in 
accordance with” or “in compliance with” the Copyright Act.9 The Court 
relied heavily on the policy implications and the practical effects of the 
eternal downstream control that would result from Wiley’s position as 
amplified and articulated by the amici. Of course, in addressing textbooks, 
Kirtsaeng provided no insight on what should happen when digital goods are 
at issue. 
 
Two weeks later, in March 2013, when the issue of digital rights came up, the 
Southern District of New York reached the opposite conclusion. In Capitol 
Records v. ReDigi, the issue of digital rights and whether the first sale doctrine 
should apply was squarely presented.10 ReDigi is a technology startup that 
provided an online marketplace for used digital music. To use the service, a 
user downloaded ReDigi’s “Media Manager” software, which would analyze 
the user’s computer for eligible files for sale. The user then could choose to 
upload the eligible files from the user’s computer to ReDigi’s Cloud Locker. 
Once the file was uploaded to the Cloud Locker, Media Manager would 
delete the file from the user’s computer and any connected devices. The 
theory was that the user would then retain no digital copies of the file, and 
the file would be available for sale to another ReDigi user from the Cloud 
                                                                                                             
75 A.L.R. Fed. 2d 767 (2013)) (considering the application of Section 109(a) to foreign 
made goods, Justice Kagen recused, and the court split 4-4 on the issue). 
9 Kirtsaeng, 133 S. Ct. at 1358. 
10 Capitol Records LLC v. ReDigi Inc., 934 F. Supp. 2d 640 (S.D. N.Y. 2013). 
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Locker. A buyer of that file would then have the choice of storing, streaming, 
or offering that file for resale. The original seller’s access would be 
permanently terminated. ReDigi earned a commission on each sale (reserving 
a portion of the commission for the artists). 
 
Capitol Records, finding a number of its recordings on the site, sued for 
direct and indirect infringement of Capitol’s reproduction and distribution 
rights. The district court granted summary judgment to Capitol Records, 
finding ReDigi liable for direct and secondary infringement for violation of 
both the reproduction and distribution rights.11 The court rejected ReDigi’s 
first sale defense.12 
 
As the court framed it: “[t]he novel question presented in this action is 
whether a digital music file, lawfully made and purchased, may be resold by 
its owner through ReDigi under the first sale doctrine.” The court 
concluded, “it cannot.”13 
 
Starting its analysis with the reproduction right, the court noted while it was 
well settled that unauthorized duplication of digital music files over the 
Internet can infringe the reproduction right, “courts have not previously 
addressed whether the unauthorized transfer of a digital music file over the 
Internet—where only one file exists before and after the transfer—
constitutes reproduction.”14 The court concluded that it does. 
 
After considering the Copyright Act’s definitions of “phonorecords” and 
“sound recordings,” the court concluded that “reproduction occurs when a 
copyrighted work is fixed in a new material object.”15 The court went on to 
find, “[i]t is simply impossible that the same ‘material object’ can be 

                                                 
11 Although the court found ReDigi both directly and indirectly liable, its analysis on direct 
infringement is flawed and has been criticized as inconsistent with the Second Circuit’s 
decision in Cartoon Network LP LLLP v. CSC Holdings Inc., 536 F.3d 121 (2d Cir. 2008) 
(“Cablevision”). The Second Circuit in Cablevision carefully considered the demarcation 
between direct and indirect infringement, finding that only the volitional actor, the one who 
causes the copying, can be liable for direct infringement. The facts recited by the court in 
ReDigi in support of its finding of direct infringement actually support only secondary 
liability. Cablevision is discussed in more detail later in this chapter. 
12 ReDigi, 934 F. Supp. 2d 640. 
13 ReDigi, 934 F. Supp. 2d at 648. 
14 ReDigi, 934 F. Supp. 2d at 648. 
15 ReDigi, 934 F. Supp. 2d at 648. 
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transferred over the Internet.”16 Rather, the Internet transfer of a file results 
in a material object being created elsewhere at the finish. “[B]ecause digital 
music files must be embodied in a new material object following their 
transfer over the Internet, the Court determines that the embodiment of a 
digital music file on a new hard disk is a reproduction.”17 The court 
specifically found that when the file moves from the user’s computer to 
ReDigi’s server and when the user downloads a purchase from ReDigi’s 
server to the user’s computer, files are reproduced in violation of the 
copyright law. The court further found that “[i]t is beside the point that the 
original phonorecord no longer exists. It matters only that a new 
phonorecord has been created.”18 
 
Turning to the distribution right, the court noted that an “electronic file 
transfer is plainly within the sort of transaction that § 106(3) was 
intended to reach [and] … fit[s] within the definition of ‘distribution’ of 
a phonorecord.”19 
 
The court then considered ReDigi’s affirmative defenses of fair use and 
first sale. ReDigi’s reproduction and distribution of digital music files 
were found to fall “well outside the fair use defense.” The court found 
that ReDigi’s (and the user’s) use was commercial and not transformative, 
that the works were creative works used in their entirety, and that 
ReDigi’s sales were likely to undercut the market for the copyrighted work 
by diverting consumers. 
 
Finally, considering first sale (which applied by its statutory terms only to 
Capitol’s distribution claim), the court rejected it on two grounds. First, the 
court noted that since it had determined that the copy that is being sold is, 
in fact, “an unlawful reproduction,” it is not “lawfully made under this 
title.”20 The court also found that the doctrine protects only distribution of 
the “particular copy” owned by the user:  

                                                 
16 ReDigi, 934 F. Supp. 2d at 649. 
17 ReDigi, 934 F. Supp. 2d at 649-50. 
18 ReDigi, 934 F. Supp. 2d at 650. 
19 ReDigi, 934 F. Supp. 2d at 651 (citing London-Sire Records Inc. v. Doe 1, 542 F. Supp. 
2d 153, 173-74, 231 Ed. Law Rep. 750 (D. Mass. 2008)). 
20 ReDigi, 934 F. Supp. 2d at 655. 
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Here, a ReDigi user owns the phonorecord that was 
created when she purchased and downloaded a song from 
iTunes to her hard disk. But to sell that song on ReDigi, 
she must produce a new phonorecord on the ReDigi 
server. Because it is therefore impossible for the user to 
sell her “particular” phonorecord on ReDigi, the first sale 
statute cannot provide a defense.21 

 
The ReDigi court, in reaching its decision, relied on a 2001 DMCA Report, a 
report called for by the Digital Millennium Copyright Act22 seeking input 
from the US Copyright Office on existing and emergent technology and 
operation of the first sale doctrine.23 The report recommended that the first 
sale right not be extended to digital works. In doing so, it noted that digital 
resales have a greater potential to compete with original copies, since they 
do not degrade and can be easily reproduced. The report further noted that 
foreign jurisdictions do not extend the first sale doctrine to digital copies. It 
concluded that it would be preferable to allow the market to move to a 
licensing model (where the first sale does not apply). 
 
Examination of the issue did not stop there, however. Congressional 
hearings were held in 2013 and 2014, during which testimony was given 
suggesting that Congress consider extending the first sale doctrine to digital 
copies.24 In 2013, the Department of Commerce also issued a Green Paper 
expressing concerns that with the increasing digital distribution, the 
secondary resale market may become obsolete.25 It asked whether there is a 
way to preserve that market, eliciting robust arguments both for and against 
extending the first sale doctrine to digital copies.  
 
In addition, in May 2014, the Copyright Office launched a study on the 
concept of “making available,” asking whether US law sufficiently covers 
                                                 
21 ReDigi, 934 F. Supp. 2d at 655. 
22 17 U.S.C.A. § 512. 
23 ReDigi, 934 F. Supp. 2d at 656. 
24 Hearing: First Sale Under Title 17, US House Of Representatives Judiciary Committee 
(June 2, 2014), http://judiciary.house.gov/index.cfm/hearings?ID=A3494657-04C2-
4B9E-8027-B72783516C61 
25 Copyright Policy, Creativity, & Innovation In The Digital Economy, The Department 
Of Commerce Internet Policy Task Force, available at http://www.uspto.gov/sites/ 
default/files/news/publications/copyrightgreenpaper.pdf. 
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this right as it is implemented with respect to digital works in our treaty 
countries.26 Three camps of commenters emerged: one arguing that US law 
must be revised to recognize this right formally; a second arguing that the 
current law is sufficient, but that the Copyright Office should issue 
clarifications on certain issues; and a third taking the position that US law is 
just fine, and no revisions are needed. Results from the Copyright Office’s 
study have yet to be published. Clearly, there is much discussion and 
disagreement on this issue. 
 
But what does all this mean for clients (and litigators) in this area? Right 
now, although Kirtsaeng limited content-owners’ rights in favor of 
consumers, ReDigi took them back. Following ReDigi, content owners 
can assert eternal downstream control over digital copies; consumers 
simply are not free to transfer or sell digital files (outside of a fair use 
defense). Given this, there is no question that there is a strong incentive 
to move all works into the digital realm (a trend that probably did not 
even need added incentives).27 And a fair concern exists that the 
secondary market is disappearing. 
 
We know, though, that technology does not stand still. There are—no 
doubt—developers out there right now looking for ways to capitalize on 
the secondary market for digital content without triggering the copyright 
laws. ReDigi, in fact, had a different version of its service that has not been 
adjudicated. In ReDigi 2.0, it seems that only music files purchased directly 
from iTunes and put directly into the Cloud Locker are available for resale. 
This version therefore seems to eliminate the transfer of the file (and thus 
the resulting reproduction) that occurred when the seller moved the file 
from his computer to the Cloud Locker in the original version. This 
version, it seems, simply changes who is allowed to stream the file from the 
Cloud Locker. This very well may help on the infringement-by-
reproduction front.  

                                                 
26 Making Available Study, US Copyright Office, http://copyright.gov/docs/making_available/. 
27 According to a report issued by the Recording Industry Association of America 
(RIAA) on digital music sales in the United States in 2014, music downloads and audio 
streaming services combined now already account for 64 percent of the total market by 
value (with physical format accounting for only 32 percent). See Joshua P. Friedlander, 
News and Notes on 2014 RIAA Music Industry Shipment and Revenue Statistics, 
Recording Ind. Ass’n of Am. (March 18, 2015), http://riaa.com/media/D1F4E3E8-D3E0-
FCEE-BB55-FD8B35BC8785.pdf. 
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With respect to distribution, version 2.0 does address the concerns raised 
by the district court in ReDigi. The court’s primary issue was that the copy 
being distributed was not lawful. In this new version, it seems there is no 
unlawful copy anymore. Additionally, if in the new version the service is 
merely changing the individual with access to the specific file based on who 
owns it, there may be an argument that any distribution is a fair use or that 
there is no public performance at all. In other words, these are individual 
copies that are not being distributed to the public, but merely being stored 
on the cloud at the owner’s direction for private streaming at the owner’s 
request—and sometimes the owner simply changes to another individual.28 
However, one must beware of applicable terms of use in a case such as this 
(iTunes limits use of its files to noncommercial uses) and the Supreme 
Court’s recent decision in Aereo.29 
 
In Aereo, as discussed more fully in the next section of this chapter, the 
Supreme Court suggested that, at least in certain circumstances, individual 
transmissions could more or less be aggregated and therefore constitute an 
impermissible public performance. In the case of ReDigi 2.0, however, the 
music file has indeed been purchased by the user, and thus the user is 
receiving the file as an “owner,” a key distinction noted by the Court in Aereo. 
 
The bottom line is that there are numerous moving pieces in this area: the 
multiple interacting sections of the Copyright Act,30 Congress, the 
Copyright Office, and divergent views in industry. Litigating in this arena 
demands an understanding of all these moving pieces.  
 
How We Will Watch Television and Listen to Music in the Future 
 
How consumers receive content has changed dramatically. Both television and 
radio are now streaming over the Internet—a method of delivery unimagined by 
the drafters of the current Copyright Act. Of course, with these new 
technological advances comes legal controversy, particularly over public 
performance rights and what is and is not a public performance. Both television 
and radio have been subject to recent copyright litigation on this issue. 
                                                 
28 See Cartoon Network LP LLLP v. CSC Holdings Inc., 536 F.3d 121 (2d Cir. 2008).  
29 American Broadcasting Companies Inc. v. Aereo Inc., 134 S. Ct. 2498, 2501, 189 L. 
Ed. 2d 476 (2014). 
30 17 U.S.C.A § 101 et seq. 
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Streaming of Television Content 
 
Aereo Inc. developed what it thought was a new way to watch TV. For a 
monthly fee, Aereo offered its subscribers live broadcast television over 
the Internet. A subscriber wanting to watch a TV program would go to 
Aereo’s website on his computer, phone, tablet, or other device and 
select a program to watch. Aereo’s system would then select one of 
thousands of dime-sized antennas and dedicate it to that individual 
subscriber for the duration of the show. The system would make a 
personal copy in the subscriber’s folder and then stream that particular 
copy to the subscriber a few seconds behind the live broadcast. If 
another subscriber wanted to watch the same program, a separate 
individual antenna would be activated for the subscriber, and a separate 
copy would be sent to that subscriber’s folder.  
 
Aereo built its system specifically to avoid any issues with the copyright 
law, including the violation of the right of public performance. First, by 
having the subscriber direct the transmission of the show to himself, 
Aereo argued that it was the subscriber who was doing any transmitting or 
performing of the copyrighted television content, not Aereo. This 
position seemed reasonable; it was consistent with the Second Circuit’s 
decision in Cartoon Network.31 In that case, a cable TV provider maintained 
a “remote storage DVR system” where a user would operate what looked 
like a digital video recorder (DVR) at his home, but his programming 
would actually be stored on a DVR in a centralized “‘remote’ location.”32 
The Second Circuit held that volition was a key element of direct 
copyright infringement. In other words, the person accused of 
infringement had to be the “doer,” or cause, of the copy. In Cablevision, 
the person ordering that the copy be made in the remote location was the 
cause of the copy. So, even though Cablevision provided and housed the 
equipment, it could not be a direct infringer. Aereo relied on Cablevision to 
argue that its subscribers were the “doers,” not Aereo. 
 
Second, Aereo provided each subscriber with access to his own individual 
copy and transmission, made just for him through a dedicated antenna, so 
that nothing about the performance or transmission would be public—a 

                                                 
31 Cartoon Network LP LLLP v. CSC Holdings Inc., 536 F.3d 121 (2d Cir. 2008).  
32 Cartoon Network LP LLLP, 536 F.3d at 124. 
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position that the Second Circuit agreed with as the case made its way up the 
appellate ladder.33  
 
As it turned out, though, the US Supreme Court disagreed on both fronts. 
With respect to volition, the Court held that Aereo had an “overwhelming 
likeness” to a cable company (the exact type of entity that the “transmit 
clause”34 of the Copyright Act was written to regulate) and “that an entity 
that acts like a CATV system itself performs.”35 Despite its conclusion with 
respect to Aereo, the Court specifically allowed for occasions where “a 
user’s involvement … may well bear on whether the provider performs 
within the meaning of the Act.”36 Thus, most have argued since, the Court 
preserved the volition requirement and limited its holding to things that 
look and smell like cable companies. 
 
On the public performance issue, the Supreme Court held that it did not 
matter that each subscriber got his own copy or own antenna: “when an 
entity communicates the same contemporaneously perceptible images and 
sounds to multiple people, it transmits a performance to them regardless of 
the number of discrete communications it makes.”37 The Court also found 
that the transmission was made “to a large number of people who are 
unrelated and unknown to each other.”38 The Court was similarly focused 
on the likeness to a cable company here, noting that receiving the work as 
“owners or possessors” might very well change the determination of 
whether transmission was to the public: “an entity that transmits a 
performance to individuals in their capacities as owners or possessors does 
not perform ‘to the public.’”39 The Court emphasized that, because Aereo 
was not licensed or authorized by the broadcasters, it was instead 
                                                 
33 WNET, Thirteen v. Aereo Inc., 712 F.3d 676, 77 A.L.R. Fed. 2d 543 (2d Cir. 2013), 
cert. granted, 134 S. Ct. 896, 187 L. Ed. 2d 702 (2014) and rev’d and remanded, 134 S. 
Ct. 2498, 189 L. Ed. 2d 476 (2014). 
34 See 17 U.S.C.A. § 101 (“To perform or display a work ‘publicly’ means … (2) to 
transmit or otherwise communicate a performance or display of the work to a place 
specified [in the preceding clause] or to the public, by means of any device or process, 
whether the members of the public capable of receiving the performance or display receive 
it in the same place or in separate places and at the same time or at different times.”) 
35 American Broadcasting Companies Inc. v. Aereo, Inc. 134 S. Ct. 2498, 2501, 189 L. 
Ed. 2d 476 (2014). 
36 American Broadcasting Companies Inc., 134 S. Ct. at 2507. 
37 American Broadcasting Companies Inc., 134 S. Ct. at 2509. 
38 American Broadcasting Companies Inc., 134 S. Ct. at 2502. 
39 American Broadcasting Companies, Inc. 134 S. Ct. at 2510. 
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“transmit[ting] to large numbers of paying subscribers who lack[ed] any 
prior relationship to the work.”40  
 
As in Kirtsaeng, the Supreme Court was definitely swayed by the outpouring 
of opinion from industry, again confirming the importance of implementing 
a strategy to engage industry leaders as amici. Specifically, concerns were 
expressed for other sorts of technology, such as the remote storage DVR 
found permissible in Cablevision, cloud storage, and other technologies 
perhaps not yet known. The Court was careful to say that its holding was 
indeed “limited” and that, while the transmit clause was intended to apply 
broadly to things that looked like cable companies, it “did not intend to 
discourage or to control the emergence or use of different kinds of 
technologies.”41 The Court was clear that it was not addressing 
“technologies not before [it].”42  
 
At the end of the day, we are left with a test: Is it or is it not like a cable 
company? That question has no basis in the text of the Copyright Act43 or 
the transmit clause at all. It is not the kind of test that any copyright scholar 
hoping for some clarity on the transmit clause was looking for and not a 
test that can likely be applied with much reliability. But it seems that the few 
courts that have dealt with the Aereo decision have been more than willing 
to simply cabin the decision to its cable-like facts, thus perhaps limiting any 
damage it can do.44  
 
The impact of Aereo was litigated extensively in Fox Broadcasting Company v. 
DISH Network LLC.45 There, the issue was Sling technology: technology 
that allows the user to watch live or pre-recorded television on a laptop or 
                                                 
40 American Broadcasting Companies, Inc. 134 S. Ct. at 2510. 
41 American Broadcasting Companies, Inc. 134 S. Ct. at 2510. 
42 American Broadcasting Companies, Inc. 134 S. Ct. at 2511. 
43 Copyright Act, 17 U.S.C.A. § 101 et seq. 
44 See Capitol Records Inc. v. MP3tunes LLC, 48 F. Supp. 3d 703, 719 (S.D. N.Y. 2014) 
(where music tracks hosted on third-party websites, court rejected plaintiff’s reliance on 
Aereo to establish public performance because “the Supreme Court expressly excluded 
‘novel issues not before the Court’ … Because the third-party domains are not 
‘substantially similar’ to a community antenna television provider, they are beyond 
Aereo’s reach.”); Gardner v. CafePress Inc., 113 U.S.P.Q.2d 1154, 2014 WL 6890934, 
*3 (S.D. Cal. 2014) (rejecting argument that Aereo changed the requirement of volition; 
holding Ninth Circuit requires volition for direct infringement). 
45 Fox Broadcasting Co. v. DISH Network LLC, 114 U.S.P.Q.2d 1100, 2015 WL 
1137593 (C.D. Cal. 2015). 
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mobile device through an Internet connection to her set-top box. Sling 
technology gives you the ability to view what is on your set-top box when 
you are away from your set-top box, by accessing that same programming 
on your portable device. Fox relied on Aereo from the start—even when it 
was still winding its way through the various district courts—arguing that 
Sling was just like Aereo. Once the Supreme Court decision came out, Fox 
argued it was a game-changer.  
 
The Court disagreed. Applying the “overwhelming likeness” to a cable 
company test, the Court held that Aereo was not applicable to Sling.46 Most 
notably, DISH had a license and was authorized to issue the first 
transmission to the user’s set-top box. As a result, the users were merely 
accessing their own DVRs and content that they had already been 
authorized to receive. The Court concluded that the transmission was not a 
public performance. In doing so, the district court relied on the “owner or 
possessor” distinction set out by the Court in Aereo. In addition, the district 
court relied on the “in other cases, users’ involvement … may well bear on” 
the question of “who performs” language to find that the volition 
requirement was alive and well and that, in this case, DISH was not the one 
performing. The users do the transmitting when they use the Sling 
technology, and thus DISH could not be liable for direct infringement.47 
 
Where does this leave us in terms of how we get television and related 
content in the future? It seems that Cablevision survived Aereo, and 
technology like remote DVRs is still okay. Sling technology and the private 
transmission of content that you already have a right to are okay. What also 
seems clear is this: You may not act like a cable company. But things are 
evolving. Content providers and multi-channel video program distributors 
(MVPDs) are all switching focus to Internet delivery and over-the-top 
(OTT) services. Broadcast television is being significantly challenged by 
cable companies (such as HBO) and now even Internet companies like 
Netflix. How companies will navigate the current state of the law could 
change the way we all watch television in the future.  
 
It should also be noted that the Copyright Office and the Federal 
Communication Commission (FCC) are engaged in these issues. While the 

                                                 
46 Fox Broadcasting Co., 2015 WL 1137593 at *10-12. 
47 Fox Broadcasting Co., 2015 WL 1137593 at *10. 
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Copyright Office has denied Aereo’s bid to fall within the definition of 
cable company such that it could avail itself of the statutory compulsory 
license,48 the FCC is asking the industry whether it should revise its 
definitions to include Internet-based services in the definition of MVPD.49 
While a change like this could mean that some Internet companies could 
face cable-like regulation on content delivery, it still may have no impact on 
the copyright side of the line—the companies still may not qualify for the 
compulsory license per the Copyright Office’s views. Congress may need to 
step in. 
 
Delivering Music by Internet Radio 
 
There is a significant copyright issue bubbling up on the radio side, as well. 
For decades, the music industry has operated on the understanding that 
pre-1972 sound recordings, which are not eligible for federal copyright 
protection (and are therefore still governed by state law), also did not hold a 
protectable right of public performance under applicable state law. Thus, 
playing those recordings on the radio, for example, did not require the 
payment of a royalty for performance of the sound recording.  
 
That belief has been turned on its head by several decisions against Sirius 
XM Radio Inc., and more recently Pandora Media Inc. First, a federal judge 
in Los Angeles ruled in September 2014 that there is a right of public 
performance in pre-1972 sound recordings under California statutory and 
common law.50 A month later, a California Superior Court judge reached 
the same conclusion in a case filed against Sirius by Capitol Records and the 
three major record companies: Sony Music Entertainment, Universal Music 
Group, and Warner Music Group.51 Sirius has filed a petition for review of 
this ruling with the California Supreme Court.52 Finally, in November 2014, 

                                                 
48 Letter from US Copyright Office to Matthew Calabro (July 16, 2014), available at 
http://www.nab.org/documents/newsRoom/pdfs/071614_Aereo_Copyright_Office_letter.pdf. 
49 FCC Notice of Proposed Rulemaking: Promoting Innovation and Competition in the 
Provision of Multichannel Video Programming Distribution Services, 80 Fed. Reg. 2078 
(proposed Dec. 19, 2014) (to be codified at 47 C.F.R. pt. 76).  
50 Flo & Eddie Inc. v. Sirius XM Radio Inc., 112 U.S.P.Q.2d 1307, 2014 WL 4725382 
(C.D. Cal. 2014).  
51 Capitol Records v. Sirius XM Radio, No. BC520981 (L.A. Super. Ct. Oct. 14, 2014).  
52 Sirius XM Radio Inc. v. S.C. (Capitol Records), No. S224881 (Cal., March 6, 2015); 
see also Sirius XM Radio Inc. v. S.C.L.A., No. B260717 (Cal. Ct. App. 2d App. Dist, Feb. 
23, 2015). 
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a federal court in New York found a right of public performance in pre-
1972 sound recordings under the common law of New York.53 That case 
has been certified to the Second Circuit, which, on April 15, 2015, agreed to 
hear the case.54 A similar case involving Pandora has also just been appealed 
to the Ninth Circuit.55 
 
This is an important issue for artists of pre-1972 sound recordings, for 
those holding the rights to such sound recordings, and for the radio 
industry. This is particularly true for satellite radio, since those companies 
operate in every state, where disparate laws may end up governing whether 
they owe royalties on these sound recordings. It looks as though the Second 
or Ninth Circuit will be the first federal appellate court to consider this 
issue, although given that this is a matter of state law, it is possible that 
either court could certify the question to the state court. It seems this may 
be added to the list of areas of law that need to be sorted out by Congress. 
 
Oracle v. Google: The Dispute over Android  
 
The third area to watch is perhaps the least developed of the three because, 
unlike the other two areas mentioned earlier in this chapter, we do not yet 
know whether the Supreme Court will be weighing in. Nevertheless, it is an 
issue worth noting. 
 
The facts are as follows: In 2010, Oracle sued Google in the Northern 
District of California, alleging that Google’s Android mobile phone 
operating system infringed Oracle’s copyright in thirty-seven packages of 
computer source code written in the Java programming language. (Oracle 
also alleged patent infringement, but those claims are no longer at issue.)  
 
At trial on copyright, the parties agreed that certain questions would go to 
the jury, such as infringement and fair use, but that the district court would 
decide the issue of copyrightability. On May 7, 2012, the jury returned a 

                                                 
53 Flo & Eddie Inc. v. Sirius XM Radio Inc., 113 U.S.P.Q.2d 1285, 2014 WL 6670201 
(S.D. N.Y. 2014).  
54 Sirius XM Radio Inc. v. Flo & Eddie Inc., 2015 WL 3478159 (2d Cir. Apr. 15, 2015). 
55 Flo & Eddie Inc. v. Pandora Media Inc., No. 14 Civ. 7648 (C.D. Cal. Feb. 24, 2015) 
(appealing decision denying motion to strike under California’s Anti-SLAPP statute in 
which Pandora argued that any existing common law right in a sound recording divests 
upon its publication).  
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verdict finding that Google had infringed Oracle’s copyright in the thirty-
seven packages of code. It hung on fair use. The court, however, concluded 
that the code packages were not copyrightable, citing a number of grounds, 
including merger (finding “there is only one way to write” the code), that 
“names and short phrases cannot be copyrighted,” and that the packages’ 
structure and organization is actually just “a command structure, a system, 
or method of operation” that is not entitled to copyright protection.56 
 
Oracle appealed to the Federal Circuit. Given the proceedings in the lower 
court, the issue of copying was already resolved as far as the Federal Circuit 
was concerned. It began its analysis with the observation that it was 
undisputed that Google “copied 7,000 lines of declaring code and generally 
replicated the overall structure sequence, and organization of Oracle’s 37 
Java API packages.”57 
 
Turning to the district court’s finding on copyrightability, the court rejected 
Google’s arguments with respect to merger, short phrases, and scènes à faire 
(elements dictated by external factors, such as a computer’s mechanical 
specifications) and rejected the functional argument. While recognizing that 
the application of copyright law in the computer software context “is often 
a difficult task,” the court found it “undisputed that the declaring code and 
the structure and organization of the Java API packages are original,” that 
testimony at trial revealed that “designing the Java API packages was a 
creative process and that the Sun/Oracle developers had a vast range of 
options for the structure and organization,” and that “Section 102(b) does 
not bar the packages from copyright protection just because they also 
perform functions.”58 The court concluded that the “declaring code and the 
structure, sequence and organization of the API packages are entitled to 
copyright protection.”59 
 
On fair use, Oracle argued that the Federal Circuit should rule as a matter 
of law that Google’s use of Oracle’s code was not fair. Ticking through the 
four fair use factors, Oracle argued that Google’s use was purely 
commercial and not transformative (because the code is used in exactly the 
                                                 
56 Oracle America Inc. v. Google Inc., 750 F.3d 1339, 1352 (Fed. Cir. 2014). 
57 Oracle America Inc., 750 F.3d 1339 at 1353. 
58 Oracle America Inc., 750 F.3d 1339 at 1356, 1368. 
59 Oracle America Inc., 750 F.3d 1339 at 1348. 
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same way as it is used in Java for exactly the same purpose), that the work is 
indeed creative (as found by the Federal Circuit), that Google copied the 
most important part of the code (the part that matters to programmers), 
and, finally, that Google’s infringing use materially impaired the actual and 
potential markets for Oracle’s original and derivative works.  
 
Google, on the other hand, took the position that the fair use issue needed 
to be retried and argued that a reasonable juror “could find that: (1) 
Google’s use was transformative; (2) the Java API packages are entitled to 
only weak protection; (3) Google’s use was necessary to work within a 
language that had become an industry standard; and (4) the market impact 
was not substantial.”60 Considering these arguments, on the first factor, the 
Federal Circuit noted that “although it is undisputed that Google’s use of 
the API packages is commercial,” and although “Google overstates what 
activities can be deemed transformative under a correct application of the 
law,” the court could not say there were no issues of fact. Similarly, it found 
that more analysis was needed on the packages and what was and was not 
an essential element of a Java-based language program for factors two and 
three. On the fourth factor, the court similarly concluded that there were 
material facts in dispute on the harm to Oracle’s potential markets. The 
Federal Circuit concluded that the record was not sufficiently developed to 
allow it to determine the issue on appeal, so it remanded the fair use 
question for a new trial.61 
 
Google sought certiorari in the US Supreme Court on October 8, 2014. On 
January 12, 2015, the Court issued an order seeking the views of the 
Solicitor General of the United States on the matter. On May 26, 2015, the 
solicitor general recommended that certiorari be denied. The Court’s decision 
on whether to grant certiorari was expected by the end of June.  
 
Regardless of whether certiorari is granted or denied, this case is one to 
watch, given the important issues at stake. If review is granted, issues of the 
copyrightability of computer code will be front and center, and if certiorari is 
denied, the matter will proceed to trial and bring to the forefront important 
questions of fair use in the computer-programming field (an issue that has 
caused much consternation and discussion in the world of computer 

                                                 
60 Oracle America Inc., 750 F.3d 1339 at 1377. 
61 See Oracle America Inc., 750 F.3d 1339 at 1348, 1354, 1376 to 1377.  
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programming). Given the vast reach of Android, there is no question that 
the stakes are quite high. 
 
Developments in Trademark Law 
 
It has been nearly ten years since the Supreme Court weighed in on the 
substantive law of trademark; yet there have been two notable decisions this 
term. Interestingly, the outcomes of those cases have not been entirely 
consistent with the way practitioners have been approaching the practice of 
trademark law for years, and their implications may be far-reaching.  
 
Most notable is the Court’s decision in B&B Hardware Inc. v. Hargis Industries 
Inc.62 That case involved the question of whether a decision made by the 
Trademark Trial and Appeal Board (TTAB) with respect to registerability of 
trademarks, and particularly the TTAB’s decisions on likelihood of 
confusion, should preclude a later finding by a federal court on the same 
issue. The case reached the Supreme Court after an eighteen-year battle 
between B&B and Hargis over their respective marks. The condensed 
version of the convoluted history for purposes of the Supreme Court’s 
decision is as follows: B&B registered the trademark SEALTIGHT for 
metal fasteners, bolts, and screws for use in the aerospace industry. Several 
years later, Hargis filed an application to register SEALTITE for use in 
connection with metal screws for use in the construction industry. B&B 
opposed the registration, and the TTAB sided with B&B, finding that the 
marks were confusingly similar. Then, in an infringement suit pending in 
district court, B&B argued that Hargis was precluded from contesting 
likelihood of confusion because the TTAB had already resolved that issue.  
 
The district court and then the Eighth Circuit held that the TTAB’s 
decision on likelihood of confusion should not be given preclusive 
effect, or even given any deference. The district court found for Hargis 
on the basis of lack of likely confusion, and the Eighth Circuit affirmed. 
The finding of no preclusion was consistent with the prevailing majority 
view: in most jurisdictions, trademark practitioners expected a second 
chance at the district court level—the rule was that TTAB findings were 
not binding or preclusive on likelihood of confusion. 
                                                 
62 B & B Hardware Inc. v. Hargis Industries, 135 S.Ct. 1293 (2015). 
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The Supreme Court reversed. In a 7-2 decision, it held that the TTAB’s 
decision on likelihood of confusion may preclude a later finding by a federal 
court on the same issue “so long as the other ordinary elements of issue 
preclusion are met.” Contrary to B&B’s position, the Court concluded that 
the standards used by the TTAB and district courts are “not fundamentally 
different.” However, the Court did account for one of the main arguments 
that had been made against preclusion. That argument noted that the task 
of the TTAB differs from that of the district court. The TTAB is charged 
with determining whether one mark “so resembles” another as to cause 
confusion. That inquiry has historically involved a side-by-side comparison 
of the marks starkly alone, not in context of their use. The district court, on 
the other hand, must decide whether the defendant’s “use of the mark in 
commerce” is “likely to cause confusion.” The Court allowed for this 
difference, noting that issue preclusion was not likely to apply in cases 
where the mark owner is using the mark in “ways that are materially unlike 
the usages in its application” or “if the TTAB does not consider the 
marketplace usage of the parties’ marks.” 
 
This presents interesting questions about what effect this might have on 
TTAB proceedings and litigants’ approaches to questions of trademark 
infringement. It seems risky at this point not to treat a TTAB proceeding as 
a full-blown likelihood of confusion proceeding—which will require 
submitting all evidence of use, advertising, and channels of trade—
significantly increasing cost and time. At that point, many of the benefits of 
proceeding in the TTAB are significantly reduced (not the least of which is 
the inability at this point to get a redo at the district level, which had been 
the practice in the past). As a result, we may see more and more litigants 
head straight for federal court so that they can get a full hearing on 
likelihood of confusion in the first instance.  
 
Another question raised by this is whether the filing of an opposition 
proceeding in the TTAB can serve as a basis for seeking declaratory relief in 
federal court. The law right now says no, but perhaps that will change now 
that preclusion is in play. Finally, we will need to wait and see what this 
means for other decisions that the TTAB makes, such as priority, 
descriptiveness, and dilution. Will they also be given preclusive effect? 
These issues all require careful consideration when discussing trademark 
strategy going forward. It is quite possible that some changes to that 
strategy are in order. 
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The other trademark case to hit the Supreme Court’s docket this Term was 
Hana Financial Inc. v. Hana Bank.63 This case brought to the forefront an 
issue of trademark law that has not been considered in ninety years, but 
again was a subject that had split the circuit courts. The issue involved the 
doctrine of trademark “tacking.” Tacking is the ability to “tack” a later 
version of a mark onto the priority date of the original version of the mark. 
Generally, it is intended to allow marks to evolve over time to account for 
modernization or slight changes in appearance. As long as they do not 
change significantly, the trademark protection should date back to the first 
use of the original mark. The question at issue before the Court was 
whether the issue of tacking was a legal question for the court or a factual 
question for the jury. The Court affirmed the Ninth Circuit’s sending of the 
issue to the jury, concluding that the determination “falls comfortably 
within the ken of a jury,” given that the relevant inquiry is whether “an 
ordinary person” would find the two marks to be equivalent.  
 
Although seemingly resolving a split in the circuit courts, this decision, 
unlike B&B, seems unlikely to have much practical effect, since the Court 
made clear that the issue can still be decided by the court when warranted:  
 

If the facts warrant it, a judge may decide a tacking 
question on a motion for summary judgment or for 
judgment as a matter of law … We hold only that, when a 
jury trial has been requested and when the facts do not 
warrant entry of summary judgment or judgment as a 
matter of law, the question whether tacking is warranted 
must be decided by a jury.64  

 
Strategies for Managing Copyright and Trademark Litigation in This 
Ever-Evolving Setting 
 
The question presented is, “How do you manage these types of cases?” 
With the law constantly in flux (particularly with respect to copyright) as 
courts struggle to apply it to new and innovative technologies (technologies 
that sometimes have been designed with the law in mind), cases can quickly 
become quite complex and multi-faceted. While it is impossible to predict 
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where technology and the issues to be litigated might go, parties should do 
three fundamental things as they gear up for litigation in these areas: 
 
First, as noted, particularly on the copyright side, the law is often unsettled. 
Sometimes there is a split in the circuits on the issue at hand. Sometimes 
there is very little law addressing the issue. Sometimes the same issue is 
already being litigated in multiple courts (sometimes where you are involved 
and sometimes not). Often, there are plausible arguments for different 
interpretations or applications of the law (but usually one better view). 
Because of this, it is extremely important in any copyright case to analyze 
the law thoroughly and develop your legal theory and strategy and all its 
intricate ramifications of that strategy as soon as possible. Do so with the 
duration of the case in mind, including a likely appellate strategy.  
 
It is easy to lose a copyright case early in the case, sometimes without even 
realizing that you are doing it. Cases seem particularly susceptible to this 
problem when copyright claims are being litigated with other claims, such 
as patent, trademark, and trade secret, where different legal standards apply. 
If you are drafting a complaint, make sure that you think all the way 
through your legal theory; there may be pitfalls along the way that you can 
protect against in the beginning. If you are answering the complaint, you 
need to know what defenses are available and which ones you should and 
should not rely on, depending on the affirmative arguments you might wish 
to make (there will likely be conflicts among your various positions). Those 
defenses may not be obvious; new technologies demand new thinking on 
the copyright side.  
  
Your early and thorough case strategy can also guide you through discovery. 
Again, this can be very important. I have seen parties fail to produce 
documents that they themselves need because they have not considered all 
the legal angles. I have seen parties take positions on discovery that harm 
their legal positions down the road because they have not fully considered 
the arguments. Every court appearance should be guided by the hard work 
you have done up front; I have seen parties at initial conferences and early 
in the case take positions on the record that do not work for them at the 
end of the day or that conflict with other parts of the same case. This 
winnowing of your legal plan will also help you focus your efforts in 
discovery and streamline what you need and do not need and what 
arguments to make. 
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This work requires the thinking of someone who knows the law, a 
copyright or trademark specialist. In my experience, litigants who thought 
they could “figure it out” on their own without consulting a copyright or 
trademark expert were the ones who found themselves in the most trouble. 
 
Second, once you have mastered the intricacies of the law and all possible 
contingencies, it is important to employ your whole team and take a multi-
pronged approach. 
  
The client: You should definitely start here. The client knows its business; it 
knows its competitor; it knows the market. Do not forget to engage these 
important resources and all levels of the company as appropriate.  
 
The industry: Given the importance and reach of many of these issues, 
companies and organizations both within and outside the industry directly 
implicated may (and likely do) have strong views on the matter. This can be 
difficult to manage, and it is important to be on top of where the various 
players stand on your issue. Enlist those in your favor. Amici filings can be 
pivotal. Of course, the courts sometimes ignore them, but they can be 
extraordinarily powerful, as they were in Kirtsaeng and Aereo. Be sure to 
marshal this resource. Amici can be enlisted to address issues in depth that 
simply do not fit in your own briefing. And they can be instrumental in 
assisting the court with understanding the bigger ramifications of the issue 
before it.  
 
Experts: While I am sure this is obvious, you need experts in these cases. 
It is, however, important to engage them early. You can test theories 
with them and help refine strategy as part of your early strategy 
assessment. While every case is different, copyright and trademark cases 
often benefit from early engagement of jury consultants, economists, 
damage experts, survey experts, and industry-specific experts. Again, 
providing these experts with the information they need on copyright and 
trademark law and strategy early in the case can keep everything on track 
and avoid later pitfalls. 
 
The media: Many of these issues are interesting and directly implicate the 
public and how they will buy, sell, and engage with content and other 
goods. As a result, these types of cases typically garner quite a bit of media 
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attention. It is important that you work early in the case to develop a media 
plan with your client. Media can be used effectively to paint the picture of 
the case the way you would like it painted. 
 
Congress: Admittedly, this is not likely a lucrative source of help, but in the 
case of copyright, many of these issues simply are not addressed in the 
current version of the copyright code. While getting Congress to do 
anything on these issues seems a long shot, it is worth keeping attuned to 
opportunities to lobby for changes to the law that make sense in the new 
technology era. 
 
Finally, do not be afraid to think outside the box. Try something new. 
Sometimes simple, creative solutions can help you truncate a case and 
minimize expense and exposure. Sometimes those ideas are unusual or 
uncomfortable. Vet them with your team and your client. They just might 
work. For example, in a case where there is minimal damage exposure, 
consider stipulating to liability. This is not something you would normally 
want to do as a defendant, but in just such a case, the defendant did so 
stipulate and walked away with only a $1 damages award against it, avoiding 
all the time and expense of discovery on the merits. Bottom line, it is worth 
considering options that may be outside the traditional tool chest to achieve 
outstanding results in these evolving areas of the law. 
 
Conclusion 
 
Given the importance of copyrights and trademarks to today’s companies, 
there is little doubt that copyright and trademark cases will continue to 
present important and difficult issues in the future, likely continuing the 
race to the steps of the US Supreme Court. Technological development 
continues at an unprecedented pace, and it is clear that courts will continue 
to struggle, particularly on the copyright side, to meet the letter of the law 
and address the needs of copyright owners, while simultaneously allowing 
technology to advance in ways desired by consumers.  
 
It remains to be seen whether a digital secondary marketplace can exist 
post-ReDigi, in what ways we will watch television and listen to the radio 
post-Aereo, how the courts will resolve the fate of the copyrightability of 
computer source code, and how parties will litigate trademark cases post-
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B&B Hardware. Although the issues of the day will most certainly evolve, 
along with technology, there are ways to manage these complex cases in this 
ever-changing setting with hard thinking and advanced planning. 
 
Key Takeaways 

 
 Given that the law is often unsettled when applied to the newest 

technology, it is extremely important to develop your legal theory 
and strategy, addressing all the intricate and possible ramifications 
of that strategy as the case progresses, as soon as possible. 

 Use that early analysis to guide all your litigation steps: from 
initially answering or moving against the complaint, to discovery 
strategy, to expert engagement, to court appearances, to dispositive 
motions and trial. 

 Beware of pitfalls due to conflicting strategies in cases where more 
than one intellectual property claim is asserted; claims for trade 
secret misappropriation and patent, copyright, and trademark 
infringement are not always entirely aligned. 

 Build and employ a team to help drive the case. Include the client, 
industry, experts, and the media. And get them on board early. 

 Use the assistance of amici whenever feasible. 
 Take a chance. Options that are outside the traditional tool chest 

may be effective and should be considered, even if not the norm, 
as they can help achieve outstanding results in these evolving areas 
of the law.  
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