
 

 

 

 

Portfolio Media. Inc. | 111 West 19th Street, 5th Floor | New York, NY 10011 | www.law360.com 
Phone: +1 646 783 7100 | Fax: +1 646 783 7161 | customerservice@law360.com  

 

Warnings Against Global Patent Licensing Remedies 

By Koren Wong-Ervin                                                                                                                                                       
December 11, 2017, 8:50 PM EST 

On Dec. 5, 2017, the Organization for Economic Cooperation and Development's 
Competition Committee held a roundtable on extraterritorial remedies, including 
on global portfolio-wide remedies in antitrust patent licensing cases. While the 
roundtable was a closed-door off-the-record event, the country submissions and 
speaker presentations are publicly available on the OECD’s website. 
 
Judge Douglas Ginsburg of the U.S. Court of Appeals for the District of Columbia 
Circuit criticized the Korea Fair Trade Commission’s (KFTC’s) 2016 decision 
against Qualcomm Inc., stating in his public presentation that the “decision to 
impose a global licensing remedy, even to patents not registered in Korea or 
enforceable there, ignores comity” and “[i]n effect, sets a precedent that the most 
restrictive regime should apply globally.” He further warned that “weak comity principles risk a ‘race to 
the bottom.’” 
 
In a prior article on the topic, Judge Ginsburg explained that global remedies “can have significantly 
negative effects upon competition and welfare if a single agency prohibits globally conduct recognized in 
other jurisdictions as generally procompetitive.” He went on to state that “it is difficult to imagine when 
a global remedy would be necessary to resolve any harm to consumers in the jurisdiction imposing it,” 
and that “[a] global remedy seems necessary only if the aim is to protect domestic manufacturers that 
export, which is not the goal of U.S. antitrust law nor even consistent with the mainstream approach to 
competition policy, which is focused upon harm to the competitive process and to consumers, as 
opposed to protection of domestic firms against foreign rivals.” 
 
The U.S. government submission states that “the Agencies generally rely on a domestic-only licensing 
remedy because the license can be tailored to permit use of the intellectual property only in the 
domestic markets affected by the conduct. However, in rare cases, when a broader license may be 
necessary to provide effective relief, the Antitrust Agencies seek a remedy that is no broader than 
necessary.” The U.S. government went on to explain its approach to international comity, which is set 
forth in its 2017 International Guidelines: “even where there is no direct conflict, ‘the Agencies will 
assess the articulated interests and policies of a foreign sovereign beyond whether there is a conflict 
with foreign law.’” 
 
Acting chairman of the Federal Trade Commission, Maureen Ohlhausen, recently gave a speech in which 
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she explained the limitations of the approach taken in the commission’s 2013 negotiated consent 
against Motorola Mobility/Google. Specifically, she rejected contentions that the consent that Google 
not seek injunctions against a willing licensee for standard-essential patents that it had committed to 
license on fair, reasonable and nondiscriminatory terms had “far-reaching extraterritorial effect.” 
Rather, she explained, “a close reading” of the consent “shows that, in fact, it carefully circumscribes the 
order’s geographic scope. This is because the consent covers only arrangements with willing licensees 
who are subject to the jurisdiction of U.S. District Courts. Through this limitation, the consent cabins its 
application only to the aspects of the global conduct needed to effectively redress harm or threatened 
harm to U.S. commerce and consumers.” She also expressed “concerns about competition agencies 
imposing broad extraterritorial remedies that go beyond addressing consumer harm in their 
jurisdiction.” 
 
The European Union's submission states that “[t]he Commission’s approach is well illustrated by the 
2014 Motorola and Samsung decisions, concerning standard-essential patents (‘SEPs’, which are patents 
that cover technology which is essential to use in order to comply with a technical standard). In both 
cases, the Commission specifically limited its remedies to conduct occurring in the [European Economic 
Area] EEA, and only on SEPs granted in the EEA.” The EU went on to explain that, “[i]n both scenarios, 
the guiding principle for the Commission is that the geographic scope of the remedies should reflect the 
scope of application of the EU competition rules, be the conduct occurring, implemented within, or 
producing effects in the EU/EEA.” 
 
Orrick Herrington & Sutcliffe LLP partner Jay Jurata emphasized in his presentation the territorial nature 
of patents, criticizing the KFTC’s global licensing remedies in its (separate) Microsoft/Nokia and 
Qualcomm investigations. In particular, he noted the risk that such global remedies, including on foreign 
patents and conduct, weaken the global patent system, increase intellectual property transaction costs, 
and encourage trade wars to protect national champions. 
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