
The advent of social media changed the 
world as we knew it. The number of social 
media sites and engaged users continues to 
grow exponentially. Hundreds of social me-
dia sites now exist that cover a wide variety of 
uses, from general social media (Facebook), 
to microblogs (Twitter), to photo or video 
sharing (Pinterest, Instagram, YouTube), to 
special interest (TripAdvisor, LinkedIn) and 
social news sites (Reddit). And, according to 
the Pew Research Center’s Internet Project, 
approximately 74 percent of adult Internet 
users use social media sites. Facebook alone 
has over 1 billion registered users.

For businesses, social media seemingly 
provides virtually unfettered resources to 
promote a company’s brand and its products 
or services. Social media gives businesses an 
inexpensive means to reach a global audi-
ence, on a frequent and immediate basis. 
Unlimited opportunity exists for a company 
to use social media to its advantage. How-
ever, use of social media is not without risk. 
While social media provides great potential 
to reach mass numbers of consumers, it also 
provides countless opportunities for trade-
mark infringement or misuse.

Further complicating the matter, trade-
mark law still is playing catch-up to the 
ever-changing social media landscape. 
Most often, traditional trademark law and 
provisions of the Lanham Act are applied 
to social media trademark issues, despite 
the disconnect between those principles 
and the problems that arise on social media. 
For example, satisfying the Lanham Act’s 
“commercial use” requirement in order to 
succeed on a trademark infringement claim 
may prove especially challenging, depend-
ing on the nature of the social media use.

That said, courts do seem willing to push 
the bounds of existing law when the con-
duct complained of is particularly egre-

gious. Because engaging in social media 
without misusing the trademarks of others 
or facing a public relations mess is a difficult 
task, this article will provide practical guid-
ance on how to protect your company when 
affirmatively using social media.

Assessing the Value
As an initial matter, first decide if social 

media is right for your business. Before 
jumping into the fray, consider whether 
social media is relevant to the goods or 
services your company provides. Is your 
company consumer-driven? Who is your 
target audience? Are they young or old? 
For example, if your company operates 
in a business-to-business environment, 
engaging in social media may be more 
trouble than it’s worth since it requires a 

significant amount of time and is fraught 
with the potential for missteps.

Creating a Policy
Next, if you do decide to engage—or are 

already engaging—in social media it is criti-
cal to create a clear and direct internal policy 
governing social media practices. It should 
be written in a simple manner, avoiding le-
galese. When dealing with a global brand, 
consider in advance whether one policy 
written by your legal team in the United 
States will work for, and make sense to, in-
ternational employees.

Your policy should address some or all of 
the following:

1. Who: Identify the employees who are 
authorized to speak on behalf of the com-
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pany. Also address personal social media 
uses by your employees that make men-
tion of the company or your brand via 
their personal social media accounts. Re-
member that potential risk to your trade-
mark rights must be balanced against your 
employees’ personal freedom and right to 
speak freely. However, some parameters 
are appropriate, and penalties for violating 
the policy, running from mild discipline to 
termination, should be made known. Con-
sider assigning a particular employee or 
employees who solely are responsible for 
developing and posting content, so that 
postings are made in a controlled and co-
ordinated manner. In addition, add a pro-
vision to contracts with third-party service 
providers or vendors that prohibit mention 
of your marks or brand—unless approved 
by the person responsible for social media 
within your company.

2. What: Identify the particular 
trademark(s) and brand(s) that make the 
most sense for your company to promote 
through social media. The policy should 
include guidelines regarding the types of 
use that are acceptable. For example, so-
cial media content referencing a mark or 
brand may be geared toward purposes of 
promoting brand awareness and audience 
reach, information sharing, building brand 
loyalty programs, fostering direct com-
munications with customers and potential 
customers, or conducting market research. 
Certain uses, such as market research, may 
involve thornier issues than others. Be ex-
plicit about company information that can 
or cannot be shared. Keep in mind that 
most employees will interpret “confiden-
tial” differently. Consequently, specifically 
identify the company trade secrets or oth-
er confidential company information that 
must remain private.

3. When: Social media is most effective 
when used frequently and regularly. Al-
lowing your posts to lapse can both cause 
consumers to lose interest and make your 
brand look outdated. In order to keep con-
tent fresh and timely, consider creating a 
schedule for your company’s social media 
communications. For example, how of-
ten will your company post? What sort of 

events or milestones will warrant a post? 
Assigning the responsibility for posting 
content to an employee or social media 
team will also help ensure your social me-
dia communications stay relevant.

4. Where and Why: Determine which so-
cial media sites are most likely to reach your 
customer base. Given the vast number of 
social media sites that exist, consider creat-
ing company social media pages on only a 
few in order to make the task of managing 
your social media presence less unwieldy. 
Ask yourself why your company is partici-
pating in social media. If a particular site 
will not help further those objectives or al-
low you to access your key audience, don’t 
spend effort actively engaging. Not only 
will that save your company time, it also 
will avoid facing potential public backlash 
from an errant post, which can spread like 
wildfire on the Internet.

Regardless of your level of participation, 
it is wise to register your trademarks and 
brand name both as domain names and 
usernames on the primary social media 
sites, since doing so will help prevent in-
fringing uses by third parties.

5. How: Make sure a procedure is in place 
to resolve issues concerning acceptable 
uses of your marks or brand, in addition 
to those of third parties, before proposed 
content is posted. When referencing an-
other organization, avoid any likelihood of 
confusion between your business and the 
owner of the third-party trademark. Most 
important, your content must not appear 
to create an affiliation or sponsorship be-
tween your respective organizations.

For example, let’s say your company de-
cides to promote a sale or sweepstakes 
centered on the Super Bowl®. Because 
the Super Bowl trademark is owned by 
the National Football League, your social 
media advertising program must be care-
ful not to leave users with the impression 
that the NFL has sponsored or endorsed 
your actions or company. Therefore, your 
policy should outline a protocol to fol-
low to resolve questions like these in 
advance, as well as a procedure to follow 
when a potentially infringing use of a 

third-party mark is discovered.

Lastly, consider any relevant Federal Trade 
Commission (FTC) guidelines relating to 
online advertising, or any applicable U.S. 
Securities and Exchange Commission regu-
lations to your business or industry. Paying 
bloggers without identifying on your social 
media site the fact that payments are made 
is strictly enforced by the FTC.

Once a written plan is in place, follow up 
with an in-person meeting with employees 
to explain the new policies and procedures. 
Adding a stated policy to your company’s 
internal website, along with “frequently 
asked questions,” not only educates your 
employees but also helps show your com-
pany’s efforts to self-police, if and when 
third parties challenge statements made 
on your social media pages.

Avoiding the Ugly
While the active use of social media poses 

clear risks to companies, it is possible to navi-
gate the tricky terrain by implementing writ-
ten policies and giving thoughtful attention 
to content. Most important, considering the 
global reach of social media, company coun-
sel or outside counsel should be consulted 
when a campaign is in the initial stages of de-
velopment—and certainly prior to going live. 
Look to counsel to draft your company’s so-
cial media policy and advise your social me-
dia team on permissible, affirmative uses of 
your company’s as well as third-party trade-
marks and brands to help ensure that your 
company avoids some obvious mistakes. 
Social media, when used properly, can be 
enormously helpful in promoting your com-
pany and its products and services. The key is 
avoiding the ugly.
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