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Proving Harm In Trademark Cases Post-Herb Reed 

Law360, New York (April 16, 2014, 12:57 PM ET) -- Reversing years of precedent, last December, the 
Ninth Circuit held in Herb Reed that plaintiffs seeking a preliminary injunction in a trademark 
infringement case must proffer evidence to establish irreparable harm, and thus no longer enjoy the 
long-standing presumption of irreparable harm that previously existed in the Ninth Circuit. 
 
The court decided to implement this change in preliminary injunction analysis in light of two U.S. 
Supreme Court cases — eBay Inc. v. MercExchange LLC[1] and Winter v. Natural Res. Def. Council Inc.[2] 
In eBay, the Supreme Court held that plaintiffs must establish irreparable harm when seeking a 
permanent injunction in the patent context. In Winter, the Supreme Court reversed a preliminary 
injunction because it was based on the possibility of irreparable harm, a standard found to be too 
lenient. 
 
The Winter court instead held that when seeking a preliminary injunction a plaintiff must demonstrate 
that irreparable harm is not only possible but likely in the absence of an injunction. The Ninth Circuit 
viewed these two Supreme Court cases as signaling a shift away from the presumption of irreparable 
harm, and so applied the eBay principle — that a plaintiff must establish irreparable harm — to 
preliminary injunctions in trademark infringement cases. 
 
While few cases have cited Herb Reed for this proposition, courts in the Ninth Circuit are looking for 
factual evidence that future harm is likely.[3] Indeed, this trend away from the presumption in the Ninth 
Circuit began even before Herb Reed put the final nail in the proverbial coffin.[4] 
 
But what does the abolition of this presumption mean for parties seeking a preliminary injunction in the 
trademark context? What kind of evidence is sufficient to show a likelihood of irreparable harm? Harm 
in the trademark context is notoriously hard to prove due to its abstract nature, such as harm to 
reputation and goodwill. While the abstract, hard to quantify nature of trademark harm helps plaintiffs 
show that money damages are insufficient, it may make pointing to specific evidence of the likelihood of 
irreparable harm more difficult. The Herb Reed court gave little guidance as to the nature and quantity 
of evidence sufficient to show irreparable harm, tentatively stating only that “evidence of loss of control 
over business reputation and damage to goodwill could constitute irreparable harm.”[5] 
 
The only other guidance from the Herb Reed court is that evidence of past confusion alone is not 
sufficient to show irreparable harm. The court found that the strongest piece of evidence to support an 
inference of irreparable harm was an email showing an instance of actual confusion. However, the court 
found that “[t]his evidence ... simply underscores customer confusion, not irreparable harm.”[6] Thus, 
pointing to past confusion is not evidence that future irreparable harm is likely to occur. Parties seeking 
an injunction must therefore focus on the future and continuing harm, and not instances of past 
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confusion. 
 
A recent case from the Northern District of California suggests one form of evidence that may be 
sufficient to show irreparable harm to reputation. In Purdum v. Wolfe,[7] the parties formed a business 
to make and sell high-end men’s shorts under the name “Olivers Apparel.” After the success of a 
Kickstarter fundraising campaign, the founders came to an irreconcilable conflict over the ownership 
structure of the company. The defendant eventually cut ties with the plaintiffs, claiming full ownership 
of Olivers, including its intellectual property. Plaintiffs sued seeking an order preliminarily enjoining the 
use of the Olivers trademark, among other orders, until ownership of the company and mark could be 
established. 
 
Plaintiffs, allegedly, were well-regarded clothing manufacturers and claimed their reputation was a large 
part of the success of the Kickstarter campaign and Olivers. With regard to the ‘likelihood of irreparable 
injury’ prong of the analysis, they claimed their reputations were being harmed by the continued sales 
of “shoddily manufactured” shorts because consumers associated the shorts with plaintiffs and were 
unaware of their removal from Olivers. However, they had not produced any evidence of “shoddy 
manufacturing” by the defendant, and thus their theory of reputational harm was speculative. The court 
held that while this kind of reputational harm could constitute irreparable harm, there was no evidence 
that this harm would occur absent an injunction. 
 
This case points to one type of evidence that has the potential to satisfy Herb Reed, i.e., continued sales 
of an inferior product. Presumably, if a plaintiff could proffer evidence that the product allegedly 
harming their reputation is in fact an inferior product, that would be sufficient to show likelihood of 
irreparable harm. It seems merely pointing to use of a mark with a product likely to cause confusion 
would not be enough to satisfy Herb Reed; rather, a plaintiff would have to present evidence of the 
inferiority of the product to show the confusion was likely to harm their reputation. 
 
Along the same lines, a plaintiff may also be able to satisfy Herb Reed by presenting evidence that the 
defendant engages in unsavory practices, thereby rendering confusion harmful to the plaintiff’s 
reputation. For example, in Titaness Light Shop v. Sunlight Supply Inc.[8] a defendant (the party seeking 
an injunction in this case) had expended considerable resources to maintain a reputation as a 
manufacturer whose specialty indoor gardening supplies (think hydroponics) were not used in 
connection with growing illegal plants. 
 
The defendant produced letters it required distributors of its products to sign stating they would not sell 
to anyone growing an illegal plant, like marijuana, and would not market their products in any manner 
that would associate their products with marijuana. Conversely, the plaintiff sold its indoor gardening 
supplies through distributors that advertised to marijuana users and sold marijuana paraphernalia. Thus, 
the court found that if the plaintiff was allowed to continue using a confusingly similar mark on its 
products, it would irreparably harm the defendant’s reputation by causing consumers to associate 
defendant’s product with the production of illegal substances. Evidence of this kind of harm to 
reputation would likely satisfy the Herb Reed evidentiary standard for irreparable harm. 
 
Commentators have also suggested that threat to the goodwill of a famous brand, or consumer 
confusion at a crucial early stage in a company’s growth, could be used to establish irreparable harm, 
but these commentators have not elucidated on the actual evidence a plaintiff could put forth to show 
that this harm is likely. 
 
At least one court since Herb Reed has bucked the trend and found a likelihood of irreparable harm 



 

 

merely from a showing that the defendant continued to use the mark on confusingly similar goods.[9] 
This court focused on whether the harm had ceased or was continuing, and found that since plaintiff 
was able to proffer evidence that the allegedly infringing use was continuing, it had met its burden of 
showing a likelihood of irreparable harm.[10] Even though this court held that the plaintiff bore the 
burden of showing likelihood of irreparable harm, it found the burden met by evidence merely showing 
continued use of the mark by the defendant. 
 
What practical lessons can be learned from the sparse, ambiguous and inconsistent rulings regarding 
irreparable harm in recent trademark infringement cases? While the type of evidence sufficient to show 
irreparable harm is unclear, one thing for certain is that the party seeking an injunction must proffer 
some evidence of irreparable harm, and can no longer rely on the presumption. 
 
This evidence must be forward-looking and show continuing harm, not discrete instances of past 
confusion. While at least one post-Herb Reed court has found the burden met with evidence of 
continued use, going forward courts are likely to rely more heavily on Herb Reed and require more 
evidence than mere continued use. Evidence showing reputational harm beyond mere confusion, such 
as confusion with an inferior product or confusion with an illicit or unsavory business or product, is more 
likely to pass muster. 
 
Parties seeking to prevent a preliminary injunction should now point out evidentiary deficiencies in the 
plaintiff’s attempt to show irreparable harm. These parties should attempt to disqualify evidence of past 
confusion as irrelevant and minimize any evidence showing harm beyond mere confusion. Herb Reed is 
beneficial to parties defending against a preliminary injunction, and so these parties should make sure 
to cite to Herb Reed as the controlling precedent in the Ninth Circuit. 
 
They should scrutinize conclusory claims made by the opposing party and point out that platitudes 
regarding irreparable harm caused by infringement are no longer sufficient. They should argue that 
evidence proffered by the opposing party to show irreparable harm may only speak to likelihood of 
success on the merits — not a sufficient showing. Depending on the opposing party’s arguments, they 
may also want to proffer evidence they produce high quality products or have a good reputation, so that 
any alleged confusion would not cause irreparable harm to the opposing party’s reputation. 
 
In short, Herb Reed has shifted the balance against plaintiffs seeking a preliminary injunction in the 
trademark context to be in line with the trend in patent cases. While the actual evidence necessary to 
demonstrate irreparable harm in the trademark context is still uncertain, we can be sure the showing 
will be more burdensome and will result in the grant of fewer preliminary injunctions than in the past. 
 
—By Beth Goldman and Daniel Justice, Orrick Herrington & Sutcliffe LLP 
 
Beth Goldman is an intellectual property partner in Orrick’s San Francisco office. Daniel Justice is an 
associate in the firm's IP group. 
 
The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its 
clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is for general 
information purposes and is not intended to be and should not be taken as legal advice. 
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[3] However, while there must be some evidence presented, the nature of the evidence is still unclear. 
 
[4] See, e.g., Aurora World, Inc. v. Ty Inc., 719 F. Supp. 2d 1115, 1168-69 (C.D. Cal. 2009) (holding eBay 
applies in trademark cases, and there was no showing of likelihood of irreparable injury partly because 
foreign plaintiff failed to proffer evidence that it had a reputation in the U.S. to be harmed); Maxim 
Integrated Products, Inc. v. Quintana, 654 F. Supp. 2d 1024, 1030 (N.D. Cal. 2009) (“Thus, a plaintiff is no 
longer entitled to a presumption of irreparable harm on the ground that it has shown a likelihood of 
success on the merits.”) (citing another source); Groupion, LLC v. Groupon, Inc., 826 F. Supp. 2d 1156, 
1167 (N.D. Cal. 2011) (Citing to Winter and eBay, “[t]he presumption of irreparable harm is no longer 
applicable.”). 
 
[5] Herb Reed at 1250. 
 
[6] Id. 
 
[7] No. C-13-04816 DMR (N.D. Cal. Jan 15, 2014) 
 
[8] No. 3:12-CV-0620-LRH-VPC (D. Nev. Jan. 31, 2014) 
 
[9] Kalologie Franchising LLC v. Kalologie Skincare Med. Grp. of Cal., No. CV 14-00016 DDP (VBKx), (C.D. 
Cal. Mar. 11, 2014) (finding that a print-out showing four instances of continued use of a mark on a 
website was sufficient to show likelihood of irreparable harm). 
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