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Absent intervening law from Congress, the Federal Circuit or the U.S. Supreme Court, motions to 
transfer venue pursuant to 28 U.S.C. §1404 will continue to be an integral feature of patent litigation 
practice. This article is the second in a series that builds on our how-to publication of a year ago, "How 
to Get Out Of Dodge: Winning Patent Venue Transfer Strategies," and examines recent Section 1404 
trends in various regional circuits, with particular attention to prominent patent litigation venues. 
 
The Third Circuit 
 
At a Glance 
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The Third Circuit is home to Delaware, Pennsylvania and New Jersey. The District of Delaware is a well-
established patent venue; the PWC Report ranks it as the second most favorable judicial district in the 
country for patent holders. With a median time to trial of two years, a median damages award of over 
$16 million, and a 43 percent overall success rate for patentees, Delaware’s appeal as a patent venue is 
obvious. Delaware ranks fifth in volume of nonpracticing entity litigation, while the Eastern District of 
Pennsylvania ranks ninth. 
 
The Third Circuit assesses venue transfer under what has become known as the Jurmara test, which 
requires that the balance of public and private interests weigh “strongly” in favor of transfer.[1] 
 
In Jumara, the Third Circuit set out six private interest factors: (1) the plaintiff’s forum preference as 
manifested in the original choice; (2) the defendant’s forum preference; (3) whether the claim arose 
elsewhere; (4) the convenience of the parties as indicated by their relative physical and financial 
conditions; (5) the convenience of the witnesses — but only to the extent that the witnesses may 
actually be unavailable for trial in one of the fora; and (6) the location of books and records (limited to 
the extent that the files could not be produced in the alternative forum). 
 
The public interest factors are: (7) the enforceability of the judgment; (8) practical consideration that 
could make the trial easy, expeditious, or inexpensive; (9) the relative administrative difficulty in the two 
fora resulting from court congestion; (10) the local interest in deciding controversies at home; (11) the 
public policies of the fora; and (12) the familiarity of the trial judge with the applicable state law in 
diversity cases. Id., at 79-80. And, as with all venue transfer motions under Section 1404, the 
consideration is on an “individualized, case by case consideration of convenience and fairness.”[2] 
 
Regarding the first factor, as in the First and Second Circuits, the plaintiff’s choice of forum is “entitled to 
considerable — even paramount — deference.”[3] However, the deference is reduced when the chosen 
venue is not the plaintiff’s home forum.[4] In practice, demonstrating the flexibility of the analysis, some 
judges in Delaware sometimes conflate the first two factors (the parties’ respective forum preferences) 
into one. 
 
Regarding the fourth factor, courts often examine party convenience through the lens of “(1) the 
parties’ physical location; (2) the associated logistical and operational costs to the parties’ employees in 
traveling to Delaware (as opposed to the proposed transferee district) for litigation purposes; and (3) 
the relative ability of each party to bear these costs in light of its size and financial wherewithal.”[5] One 
important tip for litigating venue motions in the Third Circuit: Do plenty of case research. Transfer case 
law in the Third Circuit is well developed, and there is a wealth of precedent creating exceptions to 
general rules that are applied with more rigidity in other circuits. For example, the general rule that the 
location of witnesses in a proposed transferee forum favors transferred is often tempered by factors 
such as the parties’ respective financial conditions, the actual availability of identified witness, and even 
how unlikely the case is to proceed to trial.[6] Similarly, although the Federal Circuit has indicated that 
presuit venue-bolstering activities such as creating a local entity on the eve of filing a lawsuit should be 
disregarded, several Third Circuit courts apply a plaintiff-friendly gloss on this rule because of Delaware’s 
unique status as a common location for corporate formation.[7] 
 
A Closer Look 
 
We located 29 decisions on venue motions in patent cases in the Third Circuit in our examination 
window, most in Delaware. Of the motions filed in Delaware, 14 motions were granted and nine 



 

 

motions were denied — a stunning batting average of .608. Adding in the motions decided in New 
Jersey and Pennsylvania, the success rate climbs to .655 
 
Delaware is unique among all judicial districts because so many companies are incorporated there, 
which under the current law provides an automatic hook for jurisdiction and venue in many cases. 
Perhaps because many companies are incorporated in Delaware yet have no offices or presence there, 
the evidence supporting the factor by factor venue analysis tends to be more lopsided than in other 
jurisdictions were venue is commonly litigated, such as in judicial districts in the Fifth Circuit. 
 
Our review indicates that while incorporation in Delaware generally results in a finding that plaintiffs 
choice of forum is afforded deference, NPEs who incorporate shortly before suit are not likely to reap 
the benefits of this general rule. We reviewed 12 cases where the plaintiff was a Delaware corporation 
or limited liability company, and plaintiff’s choice received full deference in eleven of the cases. In the 
12th case, the plaintiff was found to be a nonpracticing entity that had been formed a few weeks before 
suit was filed, and the court declined to give that NPE plaintiff’s forum choice full deference. 
 
What frequently appears to drive the results in Delaware is the balance between the location of 
witnesses and evidence in the proposed transferee venue and judicial economy arising from parallel 
actions in Delaware and other venues involving the same or related patents, technology and products. 
The first-to-file rule was a dispositive factor in several of the Third Circuit cases we reviewed. As they say 
in Delaware, “it's good being first.” 
 
As noted above, our review indicates that courts in Delaware granted transfer more often than not. In 
the cases we reviewed where courts denied transfer, judicial economy appeared to play a significant 
factor: Ffour cases were related to each other and had other co-pending litigation involving the same 
patents and other patents in the same patent families and involved a common technology, and one case 
involved a pharmaceutical patent with which the presiding court already had prior experience (but 
perhaps more importantly, the movant failed to identify specific witnesses or documents in the 
transferee forum who could not be available in Delaware). 
 
Although Delaware courts appear to be sensitive to achieving judicial economy, it should be noted that 
they most often find statistics related to court congestion to be ambiguous or conflicting. Unless either 
the transferee or transferor court is unambiguously faster, it is probably not worth devoting much time 
or effort to arguing the court congestion factor. Of course, such arguments should be raised for 
preservation purposes where available. 
 
The Fourth Circuit 

 



 

 

 
At a Glance 
 
Maryland, North Carolina, South Carolina, West Virginia and Virginia make up the geographic territory of 
the Fourth Circuit. The Eastern District of Virginia sits atop the PWC report’s list of most patent-friendly 
jurisdictions thanks to a one-year median time-to-trial, 30 percent patentee success rate, and the 
second highest median damages award of any federal court ($32,619,063). Interestingly, despite being 
the No. 1 ranked destination for patentees, the Eastern District of Virginia does not have a particularly 
high volume of NPE decisions; it ranks 13th on the list of jurisdictions with the most NPE decisions since 
1995, while the District of Maryland ranks 20th. 
 
Fourth Circuit law provides that the transfer analysis includes: “(1) the plaintiff’s choice of forum; (2) the 
convenience of the parties; (3) access to evidence; (4) the convenience of the witnesses; and (5) the 
interest of justice.”[8] 
 
Considering the convenience of the parties and witnesses requires an assessment of the availability of 
sources of proof and the cost of obtaining the attendance of witnesses, as well as the availability of 
compulsory process, and the interest of justice factor focuses on systemic integrity and fairness, docket 
congestions, interest in having local controversies decided at home, knowledge of applicable law, 
unfairness in burdening forum citizens with jury duty, and interest in avoiding unnecessary conflicts of 
law.[9] 
 
Regarding the weight given to plaintiff’s choice of forum, it is noted that “while the plaintiff’s choice of 
forum is generally entitled to substantial weight, the actual weight given to a plaintiff’s choice varies 
considerably ‘in proportion to the connection between the forum and the cause of action.”[10] 
 
A Closer Look 
 
We located 19 decisions on venue motions in patent cases in the Fourth Circuit. Courts granted transfer 
in 10 of these cases, and denied transfer in eight. Two of these decisions are interesting because they 
provide guidance on issues related to venue for foreign corporations. Corning Optical Communs. 
Wireless Ltd. v. Solid Inc., 2014 U.S. Dist. LEXIS 114876, *9 (E.D. Va. Aug. 18, 2014) discusses a foreign 
subsidiary’s attempt to use its parent corporation’s location to establish a home forum. And Global 
Touch Solutions LLC v. Toshiba Corp., 2015 U.S. Dist. LEXIS 77227, *28 (E.D. Va. June 15, 2015) is a good 
read on nuanced considerations implicated by venue motions involving a mix of domestic and foreign 
corporations seeking transfer to a state with multiple judicial districts. 
 
It is also worth noting that one of the Fourth Circuit opinions surveyed was an order granting a party’s 
appeal of a magistrate judge’s transfer decision. As discussed elsewhere in this serial on patent venue 
decisions, there are conflicting views in some judicial districts as to whether a transfer motion may be 
decided by a magistrate judge. 
 
Thirteen of the Fourth Circuit transfer decisions we found were in the Eastern District of Virginia. Seven 
motions were granted, two were denied, and the other decisions resulted in no decision on the transfer 
issue. Regarding the “denied” motions, in one case the motion was denied because one claim involved 
two co-defendants, where one defendant’s claim could not be transferred to the transferee forum, 
notwithstanding that the remaining claims against the other defendant could be severed and 
transferred and that other defendant had carried its burden as to those claims. In the other case, the 
motion was denied because the factors were deemed in equipoise with movant failing to carry its 



 

 

burden of proof. 
 
Our survey found three other decisions, one Maryland court denying transfer, and two Western District 
of North Carolina courts granting motions. Of interest, in Celgard LLC v. LG Chem America Inc. et al., 
WDNC Civil Action No. 3:14-cv-043-MOC-DCK, Order Feb. 18, 2015, the court found that the plaintiff’s 
choice of forum was overcome because, despite plaintiff being a resident of the district, and 
infringement occurring throughout the United States, conduct giving rise to the complaint occurred in 
Korea or the transferee venue, which made the choice of forum factor neutral. In contrast, the Maryland 
court found that the deference given to plaintiff’s choice of forum should rarely be disturbed and found 
that factor weighed against transfer where the plaintiff was a Maryland resident. 
 
Next up, the Sixth, Seventh, Eighth, Tenth and Eleventh Circuits. 
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