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ITC’s Amended Section 337 Rules Streamline Investigations 

By Jordan Coyle and Diana Szego Fassbender (May 18, 2018, 2:00 PM EDT) 

On April 26, 2018, the U.S. International Trade Commission issued long-awaited 
final amendments to its Rules of Practice and Procedure pertaining to 
investigations under Section 337 of the Tariff Act.[1] The amended rules are 
designed to reduce the costs and burdens associated with Section 337 
investigations for parties, third parties and the commission. 
 
The commission’s notice indicates that it carefully considered the public 
comments,[2] even determining not to institute several proposed rule changes in 
light of comments identifying potentially negative consequences. The amended 
rules will be effective 30 days after publication of the rules in the Federal Register 
and will apply to investigations instituted after the effective date. 
 
The amended rules should significantly affect how parties and their counsel 
strategize about and litigate Section 337 investigations. Below, we describe the 
most significant amendments to the rules, comment on the circumstances 
surrounding some of the amendments and offer practice tips. 
 
A Single Complaint May Result in Multiple Investigations 
 
The most significant rule changes permit either the commission or an 
administrative law judge to divide a single complaint into multiple investigations to 
“allow efficient adjudication.” The commission would accomplish this at 
institution,[3] while an ALJ could sever a single instituted investigation into two or 
more investigations up to 30 days after institution.[4] 
 
Notably, the ALJ’s decision, which may be made sua sponte or upon motion, will be in the form of an 
order (as opposed to an initial determination), which means that it is not immediately subject to review 
by the commission, and the severed investigations will remain with the same ALJ.[5] 
 
The commission addressed several issues raised by the commenters. The commission declined to specify 
the criteria by which it would institute multiple investigations or by which the ALJ would divide an 
investigation, despite a “nearly unanimous” call for such criteria, because doing so would be “unduly 
restrictive.” The commission noted, however, that dividing a complaint or investigation may be 
appropriate when a “complaint alleges a significant number of unrelated technologies, diverse products, 

 

Jordan Coyle 

 

Diana Szego 
Fassbender 

mailto:customerservice@law360.com


 

 

unrelated patents and/or unfair methods of competition or unfair acts such that the resulting 
investigation, if it proceeds as a single case, would be unduly unwieldy or lengthy.” 
 
The commission also rejected the suggestions that it provide complainant(s) with notice when it intends 
to institute multiple investigations, but noted that it “expects” that the Office of Unfair Import 
Investigations, or OUII, will raise this possibility, when appropriate, during the pre-institution draft 
complaint review process. 
 
Complainants are well-advised to seek the advice and perspective of OUII during the pre-institution 
draft complaint review process. This unique process allows OUII an opportunity to indicate potential 
problems with the complaint before it is filed. That opportunity is even more valuable in light of these 
amendments, particularly for complainants concerned about the incremental costs of multiple 
simultaneous investigations. 
 
Rule 210.14 explicitly states that severed investigations will remain with the same ALJ (except at the 
discretion of the chief ALJ); but Rule 210.10 makes no such statement with respect to complaints that 
institute as multiple investigations. In deciding whether to assign divided investigations to one or more 
ALJs, the chief ALJ will have to balance factors several commenters raised, including efficiency, 
consistency and ALJ shopping. 
 
Complainants asserting disparate patents, accusing disparate technologies or asserting disparate legal 
claims (e.g., patent infringement and anticompetitive conduct claims) should consider whether to divide 
those patents, accused products or claims into multiple complaints, as the complainant did in 
Investigation Nos. 337-TA-944 and -945. This would enable the complainant to retain additional control 
over whether it has to litigate one or more investigations and may increase the likelihood that its 
investigations will be assigned to two different ALJs.  
 
Respondents facing complaints that assert disparate patents or legal claims, or that accuse disparate 
products, should quickly consider and consult counsel about the advantages and disadvantages of 
moving to sever the complaint into multiple investigations. 
 
The ITC Codified the 100-Day Proceeding for Early Adjudication of Dispositive Issues 
 
The ITC adopted a 100-day early disposition proceeding in 2013 as a pilot program to provide a means to 
direct an ALJ to resolve a case-dispositive issue within the first 100 days after institution. The amended 
rules codify the commission’s authority to initiate a 100-day proceeding,[6] but the commission declined 
to endow the ALJ with the authority to initiate 100-day proceedings.[7] 
 
Amended rule 210.10 authorizes the ALJ to hold an expedited hearing on any dispositive issue and to 
stay other issues in the investigation. The ALJ’s initial determination on the issue shall become the final 
determination of the commission within 30 days after service, absent review.[8] 
 
The 100-day program remains uncommon, but can pose a significant obstacle to a complainant seeking 
efficient resolution of its claims. Thus, potential complainants should carefully analyze issues the 
commission has found amenable to the 100-day program and shore up their claims and evidence as 
much as possible before filing the complaint. 
 
The commission notes that the 100-day proceeding is intended to adjudicate only issues that would 
entirely dispose of an investigation, and as such, the type of issues appropriate for determination under 



 

 

a 100-day proceeding are limited. For example, the ITC has ordered 100-day proceedings to resolve 
questions regarding domestic industry, standing and patent eligibility.[9] 
 
Conversely, the commission has declined to order a 100-day proceeding where the proceeding would 
not resolve the investigation as to all respondents, or where an issue, while potentially dispositive, was 
too complex or better suited for an early summary determination motion.[10] In this regard, the 
commission notes that the 100-day proceeding is not intended to affect summary determination 
proceedings under Section 210.18. 
 
Even if a matter is not designated for the 100-day program, respondents can still seek early summary 
determination on issues that may significantly narrow or potentially resolve the investigation. 
Respondents should use this strategy providently, however, focusing on issues where there are no 
disputed issues of material fact. 
 
The Amended Rules Align Certain Discovery Procedures With the Federal Rules of Civil Procedure 
 
The ITC amended Rule 210.32 to make the third party subpoena process more closely mirror Federal 
Rule of Civil Procedure 45. Under the amended rules, the responding party may serve subpoena 
objections or file a motion to quash within the later of 10 days after receipt of the subpoena or within 
such time as the ALJ may allow. 
 
Further, if the responding party serves objections, the requesting party may move for judicial 
enforcement upon reasonable notice to the parties, or as the ALJ may allow. The commission intended 
to capture the burden shifting of Rule 45, requiring the requesting party to prove that the information it 
seeks from the subpoenaed party is relevant and not burdensome. This amendment is welcome news to 
third parties, who previously faced an uncertain choice between filing a costly motion to quash or 
objections that an ALJ may find inadequate to preserve the third party’s rights under the rules. 
 
In addition, Rule 210.27 now provides that privilege applies to expert communications and draft reports 
in accordance with Federal Rule of Civil Procedure 26.[11] 
 
Further, the commission amended Rule 210.28 to allow the use of agreed-upon deposition testimony in 
lieu of live witness testimony, within the discretion of the ALJ, even when that testimony did not 
otherwise meet the admissibility requirements of the rule. This is an example of the ALJs’ ground rules 
leading a change in the commission rules, as ALJs have permitted this for some time. 
 
The Notice of Investigation Must Specify in Plain Language the Scope of Accused Products 
 
The commission amended Section 210.10(b)(1) to require the notice of investigation to define in plain 
language the accused products or category of accused products that are within the scope of the 
investigation. A previous amendment required the complainant to describe the accused products in 
plain language in the complaint.[12] 
 
The commission declined the suggestion of commenters to require the notice to identify accused 
products by model name or number, noting that the commission’s remedies apply broadly to any 
infringing product, not simply the products specifically adjudicated. Further, identifying the accused 
products with such particularity could have unduly restricted the scope of the investigation and 
potential remedy. 
 



 

 

Again, complainants should seek the input of OUII regarding their compliance with amended Rule 
210.10(b)(1). While some product delineation may be obvious (e.g., refrigerators versus smartphones), 
other delineation may be more challenging (e.g., smartphones with a particular chip or that operate a 
particular software version). 
 
Complaints Must Include the Expiration Date of Each Asserted Patent 
 
The commission amended Rule 210.12(a)(9) to require complaints to identify the expiration dates of the 
asserted patents. This amendment reflects the fact that ITC remedies are prospective, barring future 
importation of or other future conduct relating to infringing products. This amendment is particularly 
timely in light of an ALJ’s recent termination of an investigation because there was insufficient time to 
resolve the investigation before the expiration of the asserted patent.[13] 
 
Complainants should thoughtfully examine patent expiration dates, which may influence the timeline 
for filing a complaint, the proposed schedule of the investigation and settlement negotiations. Likewise, 
respondents should consider patent expiration when negotiating a schedule or settlement, and when 
considering collateral proceedings, such as IPRs. 
 
Conclusion 
 
While this article covered the most significant rule changes, the commission adopted many other 
amendments designed to increase the efficiency of Section 337 investigations, respond to concerns 
raised by stakeholders or bring the rules into compliance with governing precedent. These amendments 
demonstrate the commission’s commitment to continually improve Section 337 proceedings. 
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LLP. 
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[7] See Proposed Rules 210.14(i), 210.22. 
 
[8] See 19 C.F.R. § 210.42(a)(3), (h)(7). 
 
[9] Certain Products Having Laminated Packaging, Laminated Packaging and Components Thereof, Inv. 
No. 337-TA-874, Order No. 15, Initial Determination on the Economic Prong of the Domestic Industry 
Requirement (July 5, 2013) (complainant failed to satisfy economic prong of the domestic industry 
requirement); Certain Portable Electronic Devices and Components Thereof, Inv. No. 337-TA-994, Final 
Initial Determination (Aug. 19, 2016) (finding that asserted claims did not recite patent eligible subject 
matter under Section 101). 
 
[10] See Certain Microfluidic Systems And Components Thereof And Products Containing Same, Inv. No. 
337-TA-1100, Order Denying Request For Entry Into Early Disposition Pilot Program (Feb. 14, 2018) 
(finding that ownership, inventorship and standing “may be too complex to be decided within 100 days 
of institution”); Certain Insulated Beverage Containers, Components, Labels and Packing Materials 
Thereof, Inv. No. 337-TA-1084, Order Denying Request for Entry Into Early Disposition Pilot Program 
(Nov. 17, 2017) (denying request where issues raised related to jurisdictional questions as to less than all 
respondents); Certain Shaving Cartridges, Components Thereof and Products Containing Same, Inv. No. 
337-TA-1079, Order Denying Request for Entry Into Early Disposition Pilot Program (Oct. 25, 2017) 
(declining use of program on question of importation, noting that the issue may be suitable for early 
determination as it may not require the ALJ to hold a hearing or resolve disputed issues of fact). 
 
[11] See 19 C.F.R. § 210.27. 
 
[12] See 19 C.F.R. § 210.12(a)(12). 
 
[13] See Certain IOT Devices and Components Thereof, Inv. 337-TA-1094, Order No. 10 (Feb. 27, 2018). 
On March 23, 2018, the commission affirmed the termination based on actual expiration of the asserted 
patent. 

 


