
 

 

 

 

Portfolio Media. Inc. | 860 Broadway, 6th Floor | New York, NY 10003 | www.law360.com 
Phone: +1 646 783 7100 | Fax: +1 646 783 7161 | customerservice@law360.com 

   

IP Group Of The Year: Orrick 

By Bill Donahue 

Law360, New York (January 10, 2014, 2:58 PM ET) -- Intellectual property attorneys at Orrick Herrington 
& Sutcliffe LLP secured a slew of high stakes copyright and patent wins last year, including a 
groundbreaking victory at the U.S. Supreme Court on the first-sale doctrine, earning the firm a spot on 
Law360’s IP Practice Groups of the Year. 
 
That high court win in Kirtsaeng v. John Wiley & Sons Inc. alone was a big factor in the firm making it 
onto Law360's list, but Orrick's 120 intellectual property attorneys also successfully blocked preliminary 
injunctions against Dish Network's ad-skipping DVR services, defended DowAgroScience from Bayer 
CropScience's infringement claims, and secured numerous other wins for big-name clients. 
 
For global IP group co-chair, though, the group's success this past year shouldn't solely be measured in 
Fortune 500 names and huge dollar figures. 
 
“One of the things that I think makes us stand out is that we really do think we're fighting causes as well 
as important commercial cases,” Chatterjee told Law360 in a phone interview. “We focus on trying to 
figure out ways to change the world one lawsuit at a time, and it's a privilege to be able to push the 
envelope in areas that we really believe in.” 
 
For an example, look no further than Kirtsaeng v. Wiley. 
 
Textbook publisher John Wiley & Sons had accused Supap Kirtsaeng — a student who moved from 
Thailand to the U.S. to study math — of violating its copyrights by reselling foreign editions of its books. 
Normally, the Copyright Act's first-sale doctrine would allow this, but the Second Circuit had sided with 
the publisher and ruled that the doctrine only applied to U.S.-produced works. 
 
When the ruling came down in the Second Circuit, the appellate folks at Orrick came to IP partner 
Annette Hurst, asking which side they should pitch Orrick's Supreme Court services. After some 
deliberation, she said they should go for Kirtsaeng — a pro bono gig. 
 
“While it's going to be harder to win, we think it's the right answer,” Hurst said, referring to first-sale 
protection for overseas sales like Kirtsaeng's. “We decided to pick it based on what we thought was the 
right interpretation of the law, even thought we knew it was going to be an uphill battle.” 
 
And an uphill battle it was. The justices had split on the issue in the last major case to consider it, so 
Hurst decided to throw out the case law entirely and start from scratch with a fresh textual 
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interpretation of the Copyright Act — a deliberate strategy that she believed could patch together a 
bizarre grouping of ideologically opposed justices. 
 
"The goal was to take a textual interpretation strategy that could appeal to conservatives, but with a 
'quote-unquote' liberal outcome that's protective of the American consuming public that could appeal 
to the liberals,” Hurst wrote. 
 
The move worked, and the groupings of justices were as strange as expected: left-leaning Justices 
Stephen Breyer, Sonia Sotomayor and Elena Kagan teamed up with right-leaning Justices Clarence 
Thomas, Samuel Alito and John Roberts to overturn the Second Circuit ruling. 
 
Hurst and Orrick also took the lead in defending Dish Network against coast-to-coast copyright litigation 
from the major broadcasters over the the Hopper, a DVR service that lets viewers record entire prime-
time blocks on all four networks and then automatically remove ads before watching. 
 
In both the Ninth Circuit and a New York federal district court, Dish won rulings that the service's 
functions likely don't infringe the networks' copyrights, meaning the broadcasters weren't entitled to a 
preliminary injunction that would have banned Hopper during the cases. 
 
The case obviously wasn't pro bono like Kirtsaeng, but Hurst still saw Orrick on the right side of a cause 
in the Dish cases — in this case consumer control of television programming. 
 
“I feel lucky to be on the side of the advancing innovative technology that promotes consumer and 
social welfare,” Hurst said. This is really a backdoor and fundamental attack of consumer control of 
content in the home.” 
 
On the patent front, Orrick attorneys secured a strongly favorable settlement for Brocade 
Communications Systems Inc. in its long-running infringement case against A10 Networks Inc.; defeated 
infringement claims filed against DowAgroScience by Bayer CropScience over herbicide-tolerant 
products; and beat back numerous lawsuits filed by so-called patent trolls like Acacia Research and BIAX 
Corp. 
 
Like the work for Kirtsaeng and for Dish, group co-chair Chatterjee sees the defense of companies 
against patent lawsuits from nonpracticing entities as something more than just an everyday case. 
 
“Obviously, our clients pay us for this work, but we really do still believe in that idyllic law school 
thought that you've become a lawyer to change the world a bit,” Chatterjee said. “And that's something 
we, as a practice, really try to do with our cases.” 
 
--Editing by John Quinn. 
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