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IP Case Law Update Supreme Court Decisions

Thryv, Inc. v. Click-To-Call Technologies, LP
▪ Decided: April 20, 2020
– 7:2 Opinion (Justices Sotomayor and Gorsuch dissenting)
▪ At issue is whether an IPR can be instituted if a patent infringement complaint was
filed more than one year prior to the petition, but was dismissed without prejudice,
and whether the decision to institute after determining the time bar doesn’t apply is
appealable.
– 35 U.S.C. § 315(b): An inter partes review may not be instituted if the petition
requesting the proceeding is filed more than 1 year after the date on which the
petitioner, real party in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent…
– 35 U. S. C. § 314(d): The determination by the Director whether to institute an
inter partes review under this section shall be final and nonappealable.

Thryv, Inc. v. Click-To-Call Technologies, LP
PTAB (IPR2013-00312):
▪ Instituted review of Click-to-Call’s patent 5,818,836 despite Click-to-Call’s argument that
the 2013 Petition was untimely under § 315(b) because one of the petitioners was involved
in an infringement lawsuit filed in 2001 and dismissed without prejudice in 2003
– PTAB determined that because the lawsuit was dismissed without prejudice, under
Federal Circuit precedent, the complaint should be treated as if it had never been
served
▪ The PTAB issued a final written decision invalidating 13 of the patent claims under §§ 102
and 103
Federal Circuit (Case No. 15-1242):
▪ En banc opinion vacated the FWD and remanded with instructions to dismiss

– A decision to institute an IPR after finding the § 315(b) time bar did not apply is
appealable, despite § 315(d)’s provision that institution decisions are final and
nonappealable (previously determined in Wi-Fi One, LLC v. Broadcom Corp., 878
F.3d 1364 (Fed. Cir. 2018) (en banc))
– § 315(b)’s time bar to filing an IPR applies when the patent infringement
lawsuit was voluntarily dismissed without prejudice. Because the IPR was timebarred, the Board lacked jurisdiction to institute the IPR

Thryv, Inc. v. Click-To-Call Technologies, LP
▪ Supreme Court Question: Does 35 U.S.C. § 314(d) permit an appeal of the PTAB’s
decision to institute an inter partes review upon finding that 35 U.S.C. § 315(b)’s time bar
did not apply?
– Denied certiorari on Click-to-Call’s question related to whether the time bar should
have applied
▪ Supreme Court Opinion (18-916):

– Reversed the Federal Circuit’s decision and remanded with instructions to dismiss the
appeal for lack of appellate jurisdiction
– § 314(d) precludes judicial review of an institution decision after finding
that § 315(b)’s time bar does not apply because the PTAB’s application of §
315(b)’s time bar is closely related to whether to institute the IPR

• In Cuozzo, the Supreme Court held that § 314(d) precludes appeals “where the
grounds for attacking the decision to institute inter partes review consist of
questions that are closely tied to the application and interpretation of statutes
related to the Patent Office’s decision to initiate inter partes review.”
• Here they find the application of § 315(b)’s time bar is one of the matters “closely
tied to the application and interpretation of statutes related to” the institution
decision

Thryv, Inc. v. Click-To-Call Technologies, LP
– Noted that their decision preserved Congress’s intent in the AIA:
• Congress intended for IPRs to be a way to weed out bad patent claims efficiently
and allowing § 315(b) appeals would go against this. A patentee would only
appeal on these grounds if they did not prevail on patentability, so “§ 315(b)
appeals would operate to save bad patent claims.”
• Congress prioritized patentability over § 315(b)’s timeliness requirement because
the Board could conduct an IPR on the same claims by another Petitioner, or the
time-barred Petitioner could join a different IPR
▪ Dissent:
– “[T]he only thing §314(d) insulates from judicial review is “[t]he
determination” made “by the Director” “under this section”—that is, a
determination discussed within §314. Nothing in the statute insulates agency
interpretations of other provisions outside §314, including those involving §315(b).”
– There is a “well-settled presumption favoring interpretations of statutes
that allow judicial review of administrative action” and “we will . . . find an
intent to preclude such review only if presented with clear and convincing evidence”

Thryv, Inc. v. Click-To-Call Technologies, LP
Summary
▪ Does 35 U.S.C. § 314(d) permit an appeal of the PTAB’s decision to
institute an inter partes review upon finding that 35 U.S.C. § 315(b)’s time
bar did not apply?
– Denied certiorari on whether the time bar should have applied
– 35 U.S.C. § 315(b): An inter partes review may not be instituted if the petition
requesting the proceeding is filed more than 1 year after the date on which the
petitioner, real party in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent…

– 35 U. S. C. § 314(d): The determination by the Director whether to institute an
inter partes review under this section shall be final and nonappealable.
– 315(b) is “closely related” to whether to institute an IPR, thus 314(d)
precludes judicial review of that decision.

Minerva Surgical, Inc. v. Hologic, Inc.
▪ Decided: June 29, 2021
– 5:4 Opinion (Justices Alito, Barrett, Thomas, and Gorsuch dissenting)
▪ At issue is whether assignor estoppel applied to bar an assignor of a patent application from
attacking the validity of later issued patents in a subsequent patent infringement case

– Assignor Estoppel: Equitable doctrine that prevents the assignor (or parties in
privity with the assignor) of a patent or patent application from later challenging the
validity of the patent
• There is an “implicit representation by the assignor that the patent rights that he
is assigning (presumably for value) are not worthless . . . . To allow the assignor to
make that representation at the time of the assignment (to his advantage) and
later to repudiate it (again to his advantage) could work an injustice against the
assignee… [A]n assignor should not be permitted to sell something and later
assert that what was sold is worthless, all to the detriment of the assignee.”
Diamond Sci. Co. v. Ambico, Inc., 848 F.2d 1220, 1224 (Fed. Cir. 1988)

Minerva Surgical, Inc. v. Hologic, Inc.
▪ Facts:
– Patents relate to procedures and devices for endometrial ablation, which treats
the lining of the uterus for abnormally heavy menstrual bleeding
– Patents-at-issue listed Csaba Truckai as an inventor. Truckai assigned his
interests in the applications that the patents-at-issue claim priority to in 1998 and
2001, to a company that was sold in 2004 for $325 million ($8 million to
Truckai), and eventually acquired by Hologic
– Truckai founded Minerva, the accused infringer, in 2008 and developed and
brought to market the accused infringing device
– The patents-at-issue were issued from continuation applications filed in 2004 and
2013
• In 2013, Hologic, aware of Truckai’s activities at Minerva, filed a continuation
application with a claim drafted to cover the accused device
– Hologic sued Minerva for patent infringement, and Minerva argued the patents
were invalid for lack of written description and enablement. Hologic moved for
summary judgment based on assignor estoppel

Minerva Surgical, Inc. v. Hologic, Inc.
▪ District Court (1:15-cv-01031 (D. Del.):
– Hologic essentially argued that “more than 19 years after Mr. Truckai executed his
initial patent assignment—Minerva and Truckai attempt to destroy the value of what
Truckai sold to Hologic so that Minerva can directly compete with Hologic using the
patented technology he already sold to Hologic.”
– Minerva’s argument that Hologic attempted to assert overly broad claims to keep
Minerva’s competing product out of the market was foreclosed by the court’s adoption
of Hologic’s claim construction
– Court found privity between Truckai and Minerva because Truckai is Minerva’s
founder and thus assignor estoppel applied

▪ Federal Circuit (19-2054, 19-2081): Affirmed that assignor estoppel applied
– Declined Minerva’s invitation to abandon the doctrine of assignor estoppel entirely as
being inconsistent with the Supreme Court’s Lear opinion abolishing the doctrine of
licensee estoppel
– Found Minerva’s argument that Hologic prosecuted the claim-at-issue after
Truckai’s assignment and founding of Minerva and broadened the claims during
prosecution unpersuasive

Minerva Surgical, Inc. v. Hologic, Inc.
▪ Supreme Court Question: May a defendant in a patent infringement action who assigned the patent, or is
in privity with an assignor of the patent, have a defense of invalidity heard on the merits?
▪ Supreme Court Opinion (20-440):
– Declined to discard assignor estoppel, first approved in the 1924 Westinghouse decision, but clarified
when it applies: “The equitable basis of assignor estoppel defines its scope: The doctrine applies only
when an inventor says one thing (explicitly or implicitly) in assigning a patent and the
opposite in litigating against the patent’s owner.”
• The doctrine seeks to prevent an inventor from assigning a patent for value and then later arguing
that the patent was never valid (and therefore worthless)
• The Federal Circuit failed to recognize the doctrine’s proper limits. It should only apply when its
underlying principle of fair dealing comes into play, like when there is a contradiction by the
assignor
• “A change in patent claims can remove the rational for applying assignor estoppel”
– Arises most often when an inventor assigns a patent application, not an issued patent, as was
the case here, because the new claims “may go beyond what the assignor intended to claim as
patentable” and the assignor did not warrant the validity of the materially broader claims
– Vacated and remanded to address whether Hologic’s new patent claim is materially broader than the
ones Truckai assigned

Minerva Surgical, Inc. v. Hologic, Inc.
▪ Dissent (Barrett, Thomas, Gorsuch):
– Assignor estoppel should not apply because the Patent Act of 1952 does not incorporate
the doctrine. The Patent Act of 1952 “states that invalidity ‘shall’ be a defense ‘in any
action involving the validity or infringement of a patent.’ 35 U. S. C. §282(b). The text
includes no exception for actions in which the inventor is the defendant.”

• Congress did not ratify the 1924 Westinghouse decision when reenacting the
assignment provision in 1952
• Assignor estoppel was not part of the well-settled common law backdrop against
which Congress legislated in 1952

▪ Dissent (Alito):
– Majority needed to decide whether to overrule the Westinghouse decision
– The patent statutes do not support assignor estoppel and the majority reads words into
the statutes that aren’t there

Minerva Surgical, Inc. v. Hologic, Inc.
Summary
▪ May a defendant in a patent infringement action who assigned the patent, or is
in privity with an assignor of the patent, have a defense of invalidity heard on
the merits?
– Maintained assignor estoppel but clarified when it applies: “The equitable basis of
assignor estoppel defines its scope: The doctrine applies only when an inventor
says one thing (explicitly or implicitly) in assigning a patent and the
opposite in litigating against the patent’s owner.”
• Seeks to prevent an inventor from assigning a patent for value and then later
arguing that the patent was never valid
• Should only apply when its underlying principle of fair dealing comes into play,
like when there is a contradiction by the assignor
• “A change in patent claims can remove the rational for applying assignor
estoppel”
– New claims “may go beyond what the assignor intended to claim as
patentable” and the assignor did not warrant the validity of the “materially
broader” claims

United States v. Arthrex, Inc.
▪ Decided: June 21, 2021
– 5:4 Plurality Opinion (Justices Thomas, Breyer, Sotomayor, and Kagan
dissenting)
▪ At issue is whether Administrative Patent Judges (APJs) are principal or inferior
officers. If they are principal officers, under the Appointments Clause of the
Constitution, they need to be appointed by the President with the advice and consent
of the Senate, which they currently are not. If they are found to be principal officers,
is there a way to remedy the situation, such as making them inferior officers that do
not need to be appointed by the President and Senate?
– Appointments Clause (Art. II, § 2, cl. 2): “[The President] shall nominate,
and by and with the Advice and Consent of the Senate, shall appoint
Ambassadors, other public Ministers and Consuls, Judges of the supreme Court,
and all other Officers of the United States, whose Appointments are not herein
otherwise provided for, and which shall be established by Law: but the Congress
may by Law vest the Appointment of such inferior Officers, as they think proper,
in the President alone, in the Courts of Law, or in the Heads of Departments.”

United States v. Arthrex, Inc.
▪ More than 200 APJs issue decisions on behalf of the Executive Branch in PTAB
proceedings such as IPRs as part of a 3-judge panel
▪ The Secretary of Commerce appoints all the APJs, except the Director of the USPTO
who is nominated by the President and confirmed by the Senate
▪ APJs can only be removed “for such cause as will promote the efficiency of the service”
▪ PTAB (IPR2017-00275):
– Patent on a surgical device for reattaching soft tissue to bone without tying a knot
– FWD finding the challenged claims unpatentable as anticipated
– Arthrex appealed to the Federal Circuit arguing the three APJs that decided the
case were unconstitutionally appointed

United States v. Arthrex, Inc.
▪ Federal Circuit (18-1831, 18-2140):
– Arthrex argued that APJs are principal officers who must be appointed by the
President with the advice and consent of the Senate. The fact they are appointed
by the Secretary of Commerce violates the Appointments Clause of the
Constitution (Art. II § 2, cl. 2.)

– Federal Circuit found that APJs are principal officers who were unconstitutionally
appointed because neither the Secretary nor the Director can review their
decisions or remove them at will
– To remedy the constitutional violation, the APJs’ tenure protections were
invalidated, making them removable at will by the Secretary and rendering them
inferior officers
– Remanded for a new hearing before a new panel of APJs

United States v. Arthrex, Inc.
▪ Supreme Court Questions:
– Are administrative patent judges principal officers who must be appointed by the President
with the advice and consent of the Senate, or inferior officers who may be appointed by a
department head?
– If they are principal officers, can they be rendered inferior officers by severing the portion of
the Patent Act restricting their removal?
▪ Supreme Court Opinion (19-1434, 19-1452, 19-1458):
– Under Edmond, an inferior officer must be “directed and supervised at some level by others
who were appointed by Presidential nomination with the advice and consent of the Senate.”
• No principal officer at any level within the Executive branch directs and supervises the
work of APJs. APJs have the “power to render a final decision on behalf of the United
States” without any review by a principal officer
• The ways the Director could intervene to influence the outcome of the IPR leave the
parties “with neither an impartial decision by a panel of experts nor a transparent
decision for which a politically accountable officer must take responsibility”

• Review by the Federal Circuit does not provide the necessary supervision

United States v. Arthrex, Inc.
– The “the unreviewable authority wielded by APJs during inter partes review is
incompatible with their appointment by the Secretary to an inferior office”
• “Congress has assigned APJs ‘significant authority’ in adjudicating the public rights of
private parties, while also insulating their decisions from review and their offices from
removal.”
– Rejected Arthrex’s request to hold the entire regime of inter partes review unconstitutional
– Rejected the Federal Circuit’s remedy of making the APJs removable at will
– Remedy: Allow the Director to review the APJs’ decisions
• “35 U. S. C. §6(c) is unenforceable as applied to the Director insofar as it prevents the
Director from reviewing the decisions of the PTAB on his own. The Director may
engage in such review and reach his own decision.”
• “The Director need not review every decision of the PTAB. What matters is that the
Director have the discretion to review decisions rendered by APJs.”
– FWD vacated and IPR remanded to the Director to decide whether to rehear Smith &
Nephew’s petition

United States v. Arthrex, Inc.
▪ Dissent (Thomas; Breyer, Sotomayor, Kagan in part):
– APJs have always been inferior officers, so there is no need to change the patent
scheme created by Congress
• APJs are inferior to 2 officers below the President (Secretary of Commerce and
PTO Director) who supervise and direct their work

• The Director’s “broad oversight ensures that administrative patent judges ‘have
no power to render a final decision on behalf of the United States unless
permitted to do so by other Executive officers.’”
– The Director has administrative oversight over the Board, sets the pay of the
APJs, sets procedural rules, regulations and policies, has the power to take
final action to cancel or confirm patent claims, can choose which APJs hear
each case and can remove them from a case without cause, can fire APJs for
consistently failing to follow instructions, may influence individual
proceedings, and can rehear cases
– The remedy for finding the APJs were not inferior officers should have been to vacate
the decision by the APJs

United States v. Arthrex, Inc.
▪ Concurrence / Dissent (Breyer, Sotomayor, Kagan):
– Agreed with Justice Thomas’ discussion on the merits
• Also believes Congress has considerable freedom to determine the nature of an
inferior officer’s job and the courts should respect that judgment, and that the
Court, when deciding cases such as these, should conduct a functional examination
of the offices and duties in question rather than a formalist, judicial-rules-based
approach
– Approved of the majority’s remedy
▪ Concurrence / Dissent (Gorsuch):

– Agreed the APJs were unconstitutionally appointed
– Remedy should be to invalidate the entire IPR scheme and send it back to Congress to fix
it in a way that complies with the Constitution, not sever the constitutional violation the
way the majority does
• There are a variety of possible remedies, and Congress should choose the
appropriate one, not the judiciary

United States v. Arthrex, Inc.
Summary
▪ Background
▪ Are administrative patent judges principal officers who must be appointed by
the President with the advice and consent of the Senate, or inferior officers
who may be appointed by a department head?

▪ If they are principal officers, can they be rendered inferior officers by severing
the portion of the Patent Act restricting their removal?
– PTAB APJs cannot be principal officers as they are not appointed by the President with
consent of the Senate
• Allowing removal at will does not render them proper inferior officers
– Since APJs have the “power to render a final decision on behalf of the United States”,
they must be “directed and supervised at some level by others who were appointed by
Presidential nomination with the advice and consent of the Senate.”
• Review by the Federal Circuit does not provide the necessary supervision

– Director must have discretion to review decisions rendered by APJs

Vilox Technologies, LLC v. Unified Patents, LLC
▪ Fed. Cir. 19-2057, Pending
▪ Vilox argued that while it would like its case remanded for rehearing by a
constitutionally appointed Director after the Arthrex decision, it would also like the
Federal Circuit to retain its jurisdiction because it may challenge the authority of
PTAB Acting Commissioner for Patents Hirshfeld as having no authority to
rehear decisions because he is only the acting director and was not
nominated by the President and confirmed by the Senate
▪ USPTO argued that challenges to the procedures at the PTO are premature as the
case has not yet been remanded to the PTAB and it has not made any decisions on
rehearing

IP Law & Policy Issues

Baywatch Nights

IP Law / Policy – Restoring the America Invents Act
▪ Leahy Bill re: Fintiv “Restoring the America Invents Act”
– Abolishes PTAB’s power to deny petitions for reasons other than the
merits of the case (Fintiv factors)
– Lets government agencies and state universities file challenges at the PTAB
– Encourages stays in district court cases to let the PTAB decide validity issues

– Confirms that voluntarily dismissal of an infringement action would not
preclude a PTAB challenge
– Confirms that a party that has not been accused of infringing a patent can appeal a
PTAB loss
– Codifies Director review of PTAB decisions and requires any decision by
the Director to be issued as a separate written opinion
– Sets deadlines for rehearing decisions
– Requires Patent Owners to prove amended claims are fully examined and shown to be
patentable before allowing an amendment

IP Law / Policy – FDA Letter to Commissioner Hirshfeld
▪ FDA Letter to Commissioner Hirshfeld discussed ways the FDA and PTO could work
together to lower drug prices
– FDA has concerns over continuation applications creating patent thickets,
evergreening, product-hopping
– Proposed more engagement between FDA and PTO - Offering training on FDA
databases that may help in patent examinations, joint training on FDA and PTO’s roles
in determining eligibility for patent term extensions
– Possible misuse of the Patent System - FDA interested in learning the PTO’s
perspective on issues such as patent thickets, evergreening, and product-hopping and
whether it is considering means of limiting such practices

– Adequate Time and Resources for PTO Examiners - FDA is interested in PTO’s
view on whether additional resources or time is necessary for examiners when
evaluating complex subject matter such as pharmaceutical patents
– PTAB - FDA interested in receiving data and analysis from the PTO on IPRs and
PGRs, particularly on Orange Book-listed and biologic patents, and open to discussion
of how the PTAB framework could be optimized to support the timely availability of
generic drugs

IP Law / Policy – AI Inventorship

IP Law / Policy – AI Inventorship
▪ Can an AI be an inventor on a patent?
– US and UK courts have ruled that an AI can NOT be an inventor
• AI not a “person”
• AI does not “conceive” of an invention
– Australia and South Africa have ruled that an AI CAN be an inventor
• “Inventor” not defined in Australia’s Patent Act
• Does not explicitly require a “person”, thus can be “an artificial intelligence
system or device”.
▪ Consequences of AI inventorship?
▪ Benefits of AI inventorship?

IP Case Law Update Cases Pending Supreme Court Cert

Apple Inc. v. Optis Cellular Technology, LLC
▪ 21-118 (appealing IPR2020-00465, -00466, -00642), Awaiting decision on writ of certiorari
▪ The PTAB has been using the NHK-Fintiv Rule, that requires the PTAB to deny
institution of an IPR when it determines the IPR would be inefficient in light of
pending infringement litigation involving the same patent, to deny IPR petitions. Apple
asserts that Congress did not give the PTO authority to decline to institute IPRs for this reason.
▪ The Federal Circuit has dismissed appeals for lack of jurisdiction based on 35 U.S.C. §
314(d) that says the Director’s determination on whether to institute an IPR is final and
nonappealable, and has held that mandamus relief is unavailable.
▪ Apple argues that § 314(d) does not bar the Federal Circuit from hearing these challenges because
they are based on a rule that exceeds the PTO’s statutory authority, is arbitrary and capricious, or
was adopted without legally required procedures.
▪ Supreme Court Question: May the U.S. Court of Appeals for the Federal Circuit review, by
appeal or mandamus, a decision of the U.S. Patent & Trademark Office denying a petition for inter
partes review of a patent, where review is sought on the grounds that the denial rested on an
agency rule that exceeds the PTO’s authority under the Leahy-Smith America Invents Act, is
arbitrary or capricious, or was adopted without required notice-and-comment rulemaking.
▪ Apple is also challenging this rule in a pending district court litigation, Apple v. Hirshfeld, 5:20-cv06128 (N.D. Cal.)

American Axle & Manufacturing Inc. v. Neapco
Holdings LLC
▪ 20-891, Awaiting decision on writ of certiorari
▪ Invention of a quieter automobile driveshaft was found ineligible for patenting under § 101 as being
directed to a natural law by the Federal Circuit. There was a 6-6 split on whether to rehear the case
en banc
– American Axle argues that its patent claims to a multi-step industrial process (providing a
hollow driveshaft, “tuning” “liners” (low cost, hollow tubes made of fibrous material such as
cardboard), and inserting and positioning the liners into the hollow driveshaft to attenuate two
types of driveshaft vibration) are patent eligible, but the Federal Circuit found the steps invoked
the equation F = kx (Hooke’s law) “and nothing more” making them patent ineligible
▪ Alleges that the Federal Circuit has expanded the reach of the three patent ineligible concepts (laws
of nature, natural phenomena, and abstract ideas) and confused § 101 with § 112’s enablement
requirement

▪ Supreme Court Questions:
– What is the appropriate standard for determining whether a patent claim is “directed to” a
patent-ineligible concept under step 1 of the Supreme Court’s two-step framework for
determining whether an invention is eligible for patenting under 35 U.S.C. § 101?
– Is patent eligibility (at each step of the Supreme Court’s two-step framework) a question of law
for the court based on the scope of the claims or a question of fact for the jury based on the state
of art at the time of the patent?

Infinity Computer Products v. Oki Data Americas Inc.
▪ 21-413, Awaiting decision on writ of certiorari
▪ Infinity argues that the Federal Circuit disregarded the Supreme Court’s Nautilus v. Bosig ruling
that patent claims, viewed in light of the specification and prosecution history, must inform skilled
artisans about the scope of the invention with reasonable certainty to be definite when it found two
of Infinity’s clam terms (“passive link” and “computer”) in its fax machine patent to be indefinite
– The Federal Circuit found the claims indefinite because it was not possible to determine their
exact bounds (where the fax machine ended and the computer began) because Infinity took
conflicting positions during patent prosecution and ex parte reexam
▪ Argued the Federal Circuit’s determination is inconsistent with the Nautilus holding that the
indefiniteness inquiry should focus on the skilled artisan’s understanding when the patent
application was filed because a POSA readily understood the patent claims and they received a
consistent construction through years of prosecution
▪ Supreme Court Question:
– Is a patent claim indefinite under § 112, ¶ 2, if conflicting positions about a claim term arise
during the patent prosecution process, even if uncontradicted expert testimony established that
the term has a reasonably certain meaning to those skilled in the art?

Questions?
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