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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

MYMAIL, LTD., § 
 § 
 Plaintiff, § 
 § 
v. § No. 2:16-CV-01000-JRG-RSP 
 § 
YAHOO!, INC., § 
 § 
 Defendant. § 

REPORT AND RECOMMENDATION 

The Court now considers Defendant’s Motion to Transfer or Dismiss [Dkt. # 78], in 

which Yahoo Holdings, Inc.1 urges the Court to either dismiss the case for improper venue 

or transfer the case to the Northern District of California. For the following reasons, Ya-

hoo’s motion should be DENIED. 

I. BACKGROUND 

MyMail instituted this patent-infringement action in September 2016. Compl. [Dkt. 

# 1]. In its Complaint, MyMail asserted 

[v]enue is proper in this District under 28 U.S.C. §§ 1391(c) and 1400(b). 
Upon information and belief, Yahoo has engaged in acts of infringement in 
the State of Texas described herein sufficient to subject it to personal juris-
diction in this District if the District were a separate State. 

                                                 
1 While Yahoo!, Inc. filed the present motion, Yahoo Holdings, Inc. recently substituted 
into Yahoo!, Inc.’s position as the defendant in this proceeding. See Order [Dkt. # 101]. 
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Compl. [Dkt. # 1] at 3 (¶ 6); see also Am. Compl. [Dkt. # 16] at 3 (¶ 6). 

Yahoo answered and, contemporaneously with its answer, moved to transfer venue 

under 28 U.S.C. § 1404(a). Answer [Dkt. # 19]; Yahoo’s Motion to Change Venue [Dkt. # 18]. 

Yahoo’s Answer and later Amended Answer include this language about venue: 

Yahoo denies venue is proper in this Court under 28 U.S.C. §§ 1391(c) 
and 1400(b) for the reasons set forth in the Complaint, and for the reasons 
set forth in Defendant’s Motion to Transfer, Dkt. No. 18, namely the forum 
selection clauses contained in the Yahoo Toolbar Software License and the 
Yahoo Terms of Service. Yahoo denies that it has committed any alleged acts 
of patent infringement. 

Answer & Countercls. [Dkt. # 19] at 2 (¶ 6); Am. Answer & Countercls. [Dkt. # 66] at 2 

(¶ 6). The Court has already addressed Yahoo’s Motion to Transfer [Dkt. # 18], see Order 

[Dkt. # 59], which is not pertinent to resolution of the present motion. 

Yahoo’s motion comes on the heels of, and is based entirely on, TC Heartland LLC 

v. Kraft Foods Group Brands LLC, 137 S. Ct. 1514 (2017). MyMail’s response, however, 

is devoid of argument as to the propriety of venue in this District and instead argues that 

Yahoo has waived its right to challenge venue by (1) failing to present the challenge in its 

answer or in a timely Rule 12(b)(3) motion, and (2) asserting counterclaims and seeking 

other affirmative relief from the Court. MyMail’s Resp. [Dkt. # 83] at 2–5. Yahoo replies 

that Paragraph 6 of its Answer and Amended Answer preserved its right to file a later Rule 

12 motion. Def.’s Reply [Dkt. # 86] at 2–3. 

II. APPLICABLE LAW 

A defendant may waive the defense of improper venue under three circumstances. 
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First, a defendant may waive the defense by failing to move under Rule 12. Fed. R. Civ. P. 

12(h)(1)(B)(i). Second, the defendant may waive the defense by failing to object “in a re-

sponsive pleading or in an amendment allowed by Rule 15(a)(1) as a matter of course.” 

Fed. R. Civ. P. 12(h)(1)(B)(ii). Finally, the defendant may waive the defense by moving 

under Rule 12 for reasons other than venue without also objecting to venue. Fed. R. Civ. 

P. 12(h)(1)(A); Fed. R. Civ. P. 12(g)(2). To summarize the waiver rule stemming from 

these circumstances, a party must raise an adequate venue defense during its first defensive 

move. Golden v. Cox Furniture Mfg. Co., 683 F. 2d 115, 118 (5th Cir. 1982). 

III. DISCUSSION 

In response to MyMail’s waiver argument, Yahoo first argues its explicit denial that 

venue is proper is more than sufficient to avoid waiver. Yahoo’s Reply [Dkt. # 86] at 2–3. 

Yahoo contends—at least in the context of challenges to personal jurisdiction—courts rou-

tinely hold a general denial sufficiently preserves the defense for a subsequent Rule 12 

motion. Id. at 3 (citing district court cases outside the Fifth Circuit).  

But even if the Court accepts that legal proposition, MyMail did not generally deny 

that venue is proper. Instead, Yahoo specifically denied venue is proper “for the reasons set 

forth in the Complaint”—namely, that Yahoo’s acts of infringement subject it to personal 

jurisdiction in this District. In other words, Yahoo’s objection was based solely on the ar-

gument this District does not have personal jurisdiction over Yahoo because it does not 

infringe, and Yahoo admits as much. See Def.’s Reply [Dkt. # 86] at 2 (“The only ‘reasons 

set forth’ in MyMail’s complaint and amended complaint for the propriety of venue are the 
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allegations that . . . venue is proper anywhere that a patent defendant is subject to a court’s 

personal jurisdiction.”). 

This Court has already concluded a defendant’s acknowledgement of the applica-

bility of § 1391(c), without more, results in waiver. See generally Elbit Sys. Land & C4I 

Ltd. v. Hughes Network Sys., LLC, No. 2:15-CV-00037-RWS-RSP, 2017 WL 2651618, at 

*19–21 (E.D. Tex. June 20, 2017). As did the defendant in Elbit, Yahoo conceded the ap-

plicability of § 1391(c) while omitting from its Answer an objection to venue because it 

had no “regular and established place of business” in this District. That waives any such 

objection. See Albany Ins. Co. v. Almacenadora Somex, S.A., 5 F.3d 907, 909–10 (5th Cir. 

1993) (applying waiver to an available venue objection omitted from a prior motion to 

dismiss for improper venue). 

Finally, Yahoo contends waiver is impossible here because TC Heartland effected a 

major change in law, but the Court rejected that argument in Elbit. The Supreme Court 

decided Fourco sixty years ago. Fourco Glass Co. v. Transmirra Prod. Corp., 353 U.S. 

222 (1957). While VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. 

Cir. 1990), was inconsistent with Fourco, the Federal Circuit cannot overturn Supreme 

Court precedent. Thus, “TC Heartland does not qualify for the intervening law exception 

to waiver because it merely affirms the viability of Fourco.” Cobalt Boats, LLC v. Sea Ray 

Boats, Inc., No. 2:15-CV-21, 2017 WL 2556679, at *3 (E.D. Va. June 7, 2017). 
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IV. RECOMMENDATION 

Because Yahoo has waived its right to challenge whether venue is proper, Defend-

ant’s Motion to Transfer or Dismiss [Dkt. # 78] should be DENIED. 

A party’s failure to file written objections to the findings, conclusions, and recom-

mendations contained in this report within 14 days after being served with a copy bars that 

party from de novo review by the district judge of those findings, conclusions, and recom-

mendations and, except on grounds of plain error, from appellate review of unobjected-to 

factual findings and legal conclusions accepted and adopted by the district court. Fed. R. 

Civ. P. 72(b)(2); see Douglass v. United Servs. Auto. Ass’n, 79 F.3d 1415, 1430 (5th Cir. 

1996) (en banc). 

payner
Judge Roy S. Payne


