
UNITED STATES DISTRICT COURT 
MIDDLE DISTRICT OF FLORIDA 

ORLANDO DIVISION 
 
 
MD SECURITY SOLUTIONS LLC,  
 
 Plaintiff, 
 
v. Case No:  6:15-cv-1968-Orl-40GJK 
 
PROTECTION 1, INC., 
 
 Defendant. 
 / 

ORDER 

This cause is before the Court on its Order to Show Cause why the stay of this 

lawsuit should not be lifted and the case dismissed as moot. (Doc. 46). Defendant 

Protection 1, Inc. filed their response to the Court’s Order on September 6, 2017. (Doc. 

47). Plaintiff MD Security Solutions, Inc. replied to the Court’s Order on September 19, 

2017. (Doc. 48). Upon due consideration of the pleadings, the Court finds that the 

resolution of the inter partes review of the patent-in-suit in which the United States Patent 

and Trademark Office (USPTO or PTO) found U.S. Patent No. 7,864,983 (the “’983” 

patent) unpatentable, coupled with the expiration of the time for taking an appeal, renders 

the controversy before the Court moot.  

I. BACKGROUND 

On November 18, 2015, Plaintiff sued Defendant and alleged that Protection 1 had 

infringed the ‘983 patent. (Doc. 1). Defendant Protection 1 answered the complaint and 

asserted counterclaims in which they sought Declaratory Judgment that it does not 

infringe the ‘983 patent (Count I), and Declaratory Judgment that the claims of the ‘983 

patent are invalid (Count II). (Doc. 22).  
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On June 20, 2016, the parties filed a joint motion for stay of the proceedings 

pending the outcome of inter partes review (the “IPR”) by the Patent Trial and Appeal 

Board of the USPTO.1 (Doc. 37). The Court stayed the litigation pending the outcome of 

the IPR and directed the parties to file a joint status report on September 22, 2016. (Doc. 

38). In accordance with that order, the parties reported that on July 5, 2017, Protection 1 

filed a separate petition for IPR of all claims of the ‘983 patent on the same ground 

described in the pending IPR. (Doc. 39). Thereafter, on August 4, 2017, Plaintiff MD 

Security Solutions reported that it has not appealed the Patent Trial and Appeal Board’s 

final written decision declaring the ‘983 patent to be unpatentable. (Doc. 45). Accordingly, 

MD Security Solutions urged the Court to lift the stay and dismiss the case as moot. (Id.). 

II. STANDARD 

“Inter partes reexamination allows a person who is not the owner of a patent to 

petition the PTO to cancel or amend one or more claims of a patent . . . . Essentially, 

‘reexamination allows the PTO to reconsider the validity of an existing patent.” Evolve 

Composites, Inc. v. Diversitech Corp., No. 1:12–cv–02028–JEC, 2013 WL 958828, at *1 

(N.D. Ga. Mar. 12, 2013) (citation omitted). “If the PTO grants review and finds the patent 

invalid, the patent is cancelled, and any infringement litigation becomes moot.” Interface, 

Inc. v. Tandus Flooring, Inc., No. 4:13–cv–46–WSD, 2013 WL 5945177 (N.D. Ga. Nov. 

5, 2013).  

“A case is moot when events subsequent to the commencement of a lawsuit create 

a situation in which the court can no longer give the [party] meaningful relief.” National 

                                            
1 The IPR was initiated by RPX Corporation; however, Protection 1 agreed to be bound 
by the outcome of the review. 
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Ass’n of Boards of Pharmacy v. Board of Regents of the Univ. Sys. of Ga., 633 F.3d 1297, 

1308 (11th Cir. 2011) (citing Jews for Jesus, Inc. V. Hillsborough Cnty. Aviation Authority., 

162 F.3d 627, 629 (11th Cir. 1998). As the Court in Nat. Ass’n of Bds of Pharmacy 

observed: 

Article III of the Constitution limits the jurisdiction of the federal 
courts to the consideration of “Cases” and “Controversies.”… 
[A] case is moot when it no longer presents a live controversy 
with respect to which the court can give meaningful relief. If 
events that occur subsequent to the filing of a lawsuit … that 
deprive the court of the ability to give the plaintiff … 
meaningful relief, then the case is moot and must be 
dismissed.  

Id. at 1309 (citations omitted). 

The “’party asserting mootness’ bears the ‘heavy burden of persuading the court 

that the challenged conduct cannot reasonably be expected to start up again.” Id. at 1310 

(citing Friends of the Earth, Inc. v. Laidlaw Envtl. Servs. (TOC), Inc., 528 U.S. 167, 189 

(2000).  

III. DISCUSSION 

Defendant Protection 1 requests 90 days with which to conduct discovery prior to 

the entry of a final judgment in an attempt to establish that the Plaintiff, and its principal 

officers, acted in such a manner as to warrant a finding that this case is exceptional under 

35 U.S.C. § 285. (Doc. 47). In short, Defendant argues the Plaintiff and both of its 

principals are patent trolls. The balance of Protection 1’s response is dedicated to 

establishing why they believe MD Security Solutions, along with their two principals, 

deserve to be deterred and how they intend to uncover the facts required to support such 

deterrence through discovery. (Doc. 47—generally).  
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MD Security Solutions argues the counterclaims for declaratory judgement should 

be dismissed as moot. (Doc. 48, p. 1). Plaintiff reminds the Court that “a case is moot 

when the issues presented are no longer live or the parties lack a legally cognizable 

interest in the outcome.” (Id. at p. 2) (citing City of Eri v. Pap’s A.M., 529 U.S. 277, 287 

(2000) (internal quotations omitted). In the instant case, the Patent Trial and Appeal Board 

issued their final written decision declaring the ‘983 patent to be unpatentable, and MD 

Security Solutions did not appeal that decision causing it to be final. Plaintiff correctly 

notes that the cancellation of a claim, as occurred in the instant case, causes the patentee 

to lose any cause of action based on that claim, which results in the declaratory judgment 

actions becoming moot. (Id.) (citing Target Training Int’l, Ltd. v. Extended Disc N. Am., 

645 F. App’x 1018, 1022 (Fed. Cir. 2016). 

Once the ‘983 patent was determined to be unpatentable, the need for a 

declaratory judgement of invalidity and non-infringement became a moot issue. The 

parties do not disagree that a device cannot infringe a patent deemed to be unpatentable. 

Similarly, there is no need for a judicial determination that the ‘983 patent is invalid, since 

that very issue has been conclusively resolved in favor of the Defendant. Once the case 

is moot, the Court lacks the ability to permit discovery and the case must be dismissed. 

If the Defendant had desired to conduct discovery to prove the egregious conduct alleged 

in their response to the Order to Show Cause, they should not have joined in the IPR, nor 

should they have filed a separate petition for IPR of all claims of the ‘983 patent on the 

same grounds described in the then-pending IPR. Having chosen to invalidate the ‘983 

patent before the USPTO, they cannot now complain that they are denied the ability to 

avail themselves of this federal forum. 
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IV. CONCLUSION 

The finding by the Patent Trial and Appeal Board that the ‘983 patent is 

unpatentable, which is now final, renders the Plaintiff’s complaint and Defendant’s 

counter-claim moot. There is no live controversy before this Court; hence, there is no 

case or controversy for the Court to resolve. Accordingly, the case, including the 

Defendant’s counter-claims must be dismissed as moot. 

For the foregoing reasons it is ORDERED AND ADJUDGED that the case, 

including the Defendant’s counter-claim, is DISMISSED. To the extent the Defendant 

desires to submit briefing on the issue of entitlement to fees and/or costs, they may file 

an appropriate pleading. 

DONE AND ORDERED in Orlando, Florida, on September 26, 2017. 

  
Copies furnished to: 
 
Counsel of Record 
Unrepresented Parties 
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