
 

 

 

 

Portfolio Media. Inc. | 860 Broadway, 6th Floor | New York, NY 10003 | www.law360.com 
Phone: +1 646 783 7100 | Fax: +1 646 783 7161 | customerservice@law360.com  

 

Offensive But Not Unregistrable: Fed. Circ. Alters TM Law 
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In a surprising departure from decades-long precedent, the en banc U.S. Court of Appeals for the 
Federal Circuit struck the ban on disparaging trademarks from Section 2(a) of the Lanham Act on First 
Amendment grounds. The Federal Circuit’s Dec. 22, 2015, decision, In re Tam, Case No. 2014–1203, 
leaves the validity of the disparaging marks prohibition in flux. The U.S. Supreme Court is likely to review 
the decision because it strikes down a long-standing federal statute. Also, the Fourth Circuit is set to 
consider a contrary district court decision upholding the recent ban on the "Redskins" mark on 
disparagement grounds, raising the possibility of conflicting appellate decisions on the same issue.[1] In 
the meantime, the U.S. Patent and Trademark Office must follow the Federal Circuit’s decision, opening 
the door to many disparaging and patently offensive marks that were refused registration under Section 
2(a). 
 
Tam considered the trademark application for a band named “The Slants” made up of Asian-American 
band members. The band specifically selected its name because of its use as a slur against people of 
Asian descent, as the Federal Circuit noted, to “weigh in on cultural and political discussions about race 
and society that are within the heartland of speech protected by the First Amendment.” But despite the 
band’s stated positive purpose for adopting the mark, the Trademark Trial and Appeal Board followed 
existing precedent and affirmed the examiner’s decision to refuse registration because the record 
showed “a substantial composite of persons of Asian descent would find the term offensive.” 
 
The Federal Circuit disagreed, questioning the constitutionality of Section 2(a). Beyond eligibility 
requirements that prevent confusing and deceptive marks (attributes not protected by the First 
Amendment), Section 2(a) of the Lanham Act is, as the Tam opinion notes, a “hodgepodge of 
restrictions” including prohibitions on marks that are “immoral, deceptive, or scandalous,” or “may 
disparage or falsely suggest a connection with persons, living or dead.” The Tam opinion analyzes only 
the disparagement prohibition in 2(a), but challenges to the prohibition on “immoral ... or scandalous” 
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marks should be expected. The court, sitting en banc, expressly cleared the path for any three-judge 
panel of the Federal Circuit to consider the constitutionality of the scandalous and immoral prohibitions 
in future cases. 
 
The Federal Circuit relied on Supreme Court precedent applicable to commercial speech on two levels of 
review — the strict scrutiny standard applied to restrictions on purely expressive speech and the 
intermediate scrutiny standard applied to restrictions on commercial speech. The Federal Circuit held 
that the disparagement clause failed to pass muster under either level of scrutiny. 
 
Tam held that disparaging marks, by their very nature, fall under the category of expressive speech 
which invokes strict scrutiny of any government regulation. Relying on the example of marks containing 
the same or similar words — e.g., "Think Islam" (approved for registration) and "Stop the Islamisation of 
America" (refused) or "Dykes on Bikes" (approved) and "2 Dyke Minimum" (refused) — the Federal 
Circuit reasoned that application of the disparagement clause goes beyond a mere ban on certain 
offensive words and instead requires the government to examine the message of the markholder and 
make judgments as to the mark’s expressive content. As shown in the cited examples, registrations were 
approved where the government determined the mark conveyed a “positive” message, even if it 
contained words that might be considered a slur in other contexts. 
 
It is the expressive message of the markholder, according to the Federal Circuit, that takes a disparaging 
mark outside the category of purely commercial speech — in order to be disparaging, the mark must by 
definition express some message beyond a purely commercial offer of goods or services. As the court 
explained, “every time the PTO refuses to register a mark under Section 2(a), it does so because it 
believes the mark conveys an expressive message — a message that is disparaging to certain groups.” 
Thus, as a disparaging mark is inherently expressive, any government regulation that bans or burdens its 
use violates the First Amendment under strict scrutiny. 
 
Tam went on to find that Section 2(a)’s disparagement clause does not survive even the intermediate 
level of scrutiny applicable to commercial speech (as opposed to purely expressive speech), outlined by 
the Supreme Court in Central Hudson.[2] The Central Hudson test has three parts. First, the court asks if 
the regulated speech is protected by the First Amendment in the first place, i.e., is it unlawful or 
misleading such that it is unprotected? If the First Amendment applies, the government must show a 
substantial interest in regulating the speech, and make sure that the regulation is in proportion to the 
identified interest. Tam holds that the government failed to identify a substantial interest at all — 
rejecting the government’s claimed interests in disassociating itself from offensive speech, avoiding use 
of government resources to support offensive speech, and leaving the question of whether a mark 
ought to be enforceable to the states. 
 
Critical to the Federal Circuit’s holding is that registering trademarks itself does not constitute 
government speech any more than registering copyrights does — if it did, the government would have a 
right to exercise editorial control, as the Supreme Court held Texas could when deciding what to put on 
state license plates.[3] The government argued that the benefits of trademark registration including 
publication of the mark in the Principal Register, use of the ® symbol, and receipt of the certificate of 
registration that issues for each mark make each registration amount to government speech. 
Analogizing to similar benefits available for registered copyrights, the Federal Circuit reasoned that no 
one would reasonably conflate trademark registration with government endorsement of the mark’s 
expressive content, and rejected each of the government’s arguments. 
 
Tam is significant in its departure from the reasoning in In re McGinley, published by the Federal 



 

 

Circuit’s predecessor court in 1981.[4] There, the applicant sought to register a logo either showing or 
strongly suggesting male genitalia for a newsletter discussing sexually explicit topics. The mark was 
refused as, among other things, scandalous. In affirming the TTAB’s ruling, McGinley dismissed any First 
Amendment issue in two sentences, holding that trademark registration had no impact on the 
applicant’s ability to use the mark in commerce — rejection merely withholds some benefits — and was 
thus not a prohibition of or ban on speech. 
 
Similarly, Tam directly conflicts with the U.S. District Court for the District of Virginia’s decision on the 
"Redskins" mark currently on appeal before the Fourth Circuit. There, the district court judge relied on 
(the then-valid) McGinley and the subsequent three decades of Federal Circuit precedent to hold that 
federal trademark registration has no impact on First Amendment rights because “no conduct is 
proscribed and no tangible form of expression is suppressed.” Tam rejected McGinley’s reasoning, 
finding that trademark registration confers significant benefits, the denial of which constitutes a burden 
on protected speech in violation of the First Amendment. 
 
The next word in the Section 2(a) debate is likely to come from the Fourth Circuit when it reviews the 
USPTO’s cancelation of football’s "Redskins" mark. Tam effectively overruled the precedent relied on by 
the district court, giving the Fourth Circuit a clear path to agree with the Federal Circuit and reinstate 
the presently canceled mark and, in turn, open the door to registration of many previously refused 
marks. Alternatively, the Fourth Circuit could go its own way, adopting reasoning similar to McGinley’s, 
to affirm the constitutionality of Section 2(a), further setting the stage for a likely Supreme Court battle. 
 
In the meantime, bound by the Federal Circuit’s decision, the TTAB will likely accept registration of 
trademarks that would previously have been denied under Section 2(a). A search for the “f-word” on the 
USPTO’s database, for instance, showed over a dozen live applications for marks containing or alluding 
to the word. All those that had been examined were refused as “scandalous” under Section 2(a), a 
category of questionable validity post-Tam. Additionally, although The Slants chose their mark to convey 
a positive political message, Tam opens the door for registration of marks (words and images amounting 
to slurs) that many will find patently offensive, significantly altering existing trademark practice. 
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