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T he explosion of social media in recent 
years has dramatically impacted the 
manner in which individuals and busi-

nesses interact with one another. Social 
media gives businesses endless opportunity 
to increase brand awareness and expand 
audience reach. However, social media also 
presents a myriad of legal issues, particu-
larly with respect to brand management.

Given the number of social media sites 
and drastic numbers of social media users 
(Twitter reports 284 million monthly active 

users and 500 million Tweets sent per day 
by its users), it is inevitable that a com-
pany’s trademark or brand will be men-
tioned on social media by an unrelated 
third party. This article sets out the spe-
cific steps and analysis trademark own-
ers can undertake when confronted with 
potential trademark infringement or mis-
use on social media and provides practical 
guidance to protect your brand and mark 
in the vast world of social media. 

Step 1: Secure Evidence of the Third-
Party Trademark Use. What should your 
company do when it discovers the poten-
tially infringing use of its mark or brand on a 
social media site? Always capture evidence 
(e.g., screenshots and print copies; down-
load and save any videos) of the incident 
and preserve it for possible legal action. 
Once evidence of the wrongdoing is pre-
served, begin working to gather as much 

information as you can about the circum-
stances surrounding the misuse in order 
to evaluate and identify a course of action 
for responding.

Step 2: Evaluate the Third-Party Trade-
mark Use. Before swiftly reacting—or 
overreacting—when your company dis-
covers that a social media user has seem-
ingly misused a company trademark or 
been improperly critical of a company 
brand, it is important to examine the act 
from a thorough perspective. Consider 
the following factors.

1. How was the use discovered? If you are 
learning about the incident through other 
social media or news sites, you may have a 
more serious problem on your hands than 
if one of your employees stumbles upon 
a misuse or errant comment. Either way, 
have a protocol in place ahead of time for 
policing third-party use of your mark, and 
for employees to easily report any potential 
misuse to the appropriate employee(s) in 
your company, since time is of the essence 
when dealing in social media.

2. What is the nature of the use? Action is 
more likely to be necessary when dealing 
with an infringing use or an impersonation 
given that those types of misuse are likely 
to lead to consumer confusion. Similarly, 
user name squatting (i.e., when a social 
media user registers your company’s name 
or mark as its user name) and trademark 
counterfeiting present clear instances with 
the potential to cause harm to your brand, 
thus warranting a more aggressive response. 
On the other hand, if a use is easily identifi-
able as a parody or is clearly an attempt 
at humor, defensive action likely is not 
warranted. Similarly, if the use amounts to 
information sharing or consists of truthful 
statements for comparison purposes among 
social media users (e.g., “my child enjoys 
Brand X food more than Brand Y”), then 
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the use is more likely to be considered fair, 
regardless of your views of the opinion.

3. What is the intent of the user? Keep in 
mind that the majority of interaction on 
social media is well-intended, even if mis-
guided at times. Most often users are looking 
to connect with one another. Consequently, 
while your company may not be thrilled with 
statements on social media that are critical 
of your brand or products, not all unsolicited 
use is infringing or actionable. Legitimate 
fair use—even if seemingly harsh—is at the 
very heart and purpose of social media and 
must be allowed to continue.

4. When was the use posted? Look at the 
length of time the potential misuse has 
existed on the Internet. If the misuse has 
been around for a long time but you are only 
now becoming aware of it, then it may not 
be worth the time or expense to address the 
misuse. If legal action were once warranted, 
the delay in reacting may also present a 
laches problem. Conversely, if the potential 
misuse is new, consider the realistic lifes-
pan and degree of harm to your company 
brand. For example, if the incident has the 
potential to go viral, then it is best to take 
quick action before the misuse of your mark 
expands exponentially.

5. Where was the potential misuse found? 
Widespread misuse or infringement calls 
for a different response than an inappro-
priate but relatively innocuous comment. 
Also, what is the degree of importance of 
the site where the misuse or infringement 
is occurring? If it is one that reaches your 
company’s key customers or a site that is 
seen as authoritative, than you may want 
to take quick but thoughtful action.

6. Who is the potential infringer? If the 
user has a strong and active social media 
presence, then it may be worth treading 
particularly lightly in order to avoid pro-
liferation of the incident via multiple sites. 
Importantly, evaluate whether the potential 
infringer is a friend to your company, or 
a foe such as a competitor, imposter, or 
the like. Once this critical determination 
is made, tailor your response accordingly 
so as not to face a public relations night-
mare. Customers who enjoy your products 
and/or services are often enthusiastic 
users of social media. That enthusiasm can 

particularly create issues when custom-
ers confiscate your brand with his or her 
political or religious views that you may not 
share. Instead of potentially offending your 
customer base, look for opportunities to 
embrace a fan site to the company’s benefit 
and turn the fan into an even bigger brand 
promoter. Several years ago now, a famous 
delivery services company issued a cease 
and desist letter to a fan whose blog fea-
tured furniture that he had built out of the 
company’s shipping packages that showed 
its well-known mark. Instead of alienating 
the fan, a better response may have been 
to showcase the fan’s loyalty and love of 
the brand through advertising or on the 
company’s own website.

7. What is the significance or importance of 
the infringed trademark? If the wrongdoing 
involves a famous mark or mainstay brand 
of your company, then it more likely war-
rants action. On the other hand, if it involves 
a lesser known brand or a trademark that 
is merely descriptive, then the potential 
negative consequences of action may well 
outweigh any potential benefit.

8. What are the risks of taking or not tak-
ing legal action? If you were to bring suit for 
the alleged misuse, are there significant hur-
dles you would have to overcome to prove 
infringement? If there is a credible fair use 
or free speech defense, the cost of litigation 
may exceed any favorable outcome espe-
cially since most parody, criticism, or other 
expression cannot be stopped. In addition 
to showing likelihood of confusion, will you 
be able to show damages? If not, consider 
whether there is an easier, less costly way 
to stop the wrongdoing. Equally important, 
will your company face significant negative 
public relations by filing suit? If so, look for 
alternatives to litigation. Carefully weigh the 
infringement against the expense, time, and 
burden of a lawsuit.

Step 3: Assess Options for Responding 
to the Third-Party Trademark Use. Once 
the relevant facts are gathered, decide how 
to address the misuse in a way that fits the 
surrounding circumstances. In some cases, 
your company’s best option may very well 
be to let the matter go. While it is necessary 
to police your trademarks, uncovering and 
successfully countenancing every possible 
misuse on social media is a more than full 
time and expansive commitment; instead, 
only reasonable efforts must be undertaken. 
In addition, since most social media use falls 
into the category of protected free speech, 
if the use does not infringe and does not 
cause a true threat to your brand, then you 
should consider whether it is worth taking 
action particularly in light of any potential 
backlash associated with challenging the 
unauthorized use. Instead, you may be 
better served by developing a thick skin 
to criticism, cultivating a sense of humor, 
and looking for opportunities to use the 
situation to your advantage.

When you do need to respond to poten-
tial infringement or other misuse, consider 
the following options, each of which may 
be appropriate for some circumstances but 
not others.

1. Take to social media and respond in kind. 
If a negative comment is made about your 
brand on a social media forum, respond to 
the user’s comment by addressing whatever 
complaint or criticism is lodged. Apologize 
for a bad experience with your company’s 
establishment or product, and consider 
whether it is possible to make it up to the 
user, such as by offering a free replacement 
or a gift certificate.

Your response also should be tailored 
to the seriousness of the incident and the 
amount of publicity or attention you want 
it to garner. For example, when the Twitter 
account of a fast food company was hacked 
last year and its logo and profile changed to 
that of a competitor, the fast food company 
indirectly addressed the incident through 
short and simple tweet. The company had 
acted quickly to have its Twitter account 
suspended while it regained control of its 
profile and authentic postings. The com-
pany’s response was particularly appropri-
ate given the nature of the incident and the 
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short lifespan of the incident, which took 
place over the course of a few hours at most. 
Moreover, the company may have gained as 
many as 5,000 new followers as a result of 
the event. Similarly, after a prank video was 
released on YouTube by two errant Domino’s 
Pizza employees showing unhygienic han-
dling of food at a North Carolina location, 
Domino’s Pizza posted on YouTube a video 
message from its president with a serious 
message making clear the company under-
stood the gravity of the issue and reassur-
ing customers that food safety and hiring 
practices are an utmost concern. Domino’s 
also created a Twitter account to address 
customer inquiries.

2. Contact the alleged infringer directly. 
Assuming you are able to identify the 
individual behind a post, consider simply 
making a telephone call or other direct 
communication to the social media user. 
This method may be an especially sensible 
approach when dealing with an innocent 
infringer or relatively isolated use. Moving 
on from there, a cease and desist letter may 
be warranted; however, it is clear that the 
traditional cease and desist letter, particu-
larly one that is heavy on legalese, is no 
longer the best approach in the social media 
world. Instead, write every letter with the 
assumption that the letter itself will end up 
on the Internet and a letter that is too heavy-
handed can have the detrimental result of 
portraying your company as a bully.

In contrast, a simple—even nice—letter 
may be far more effective, both in terms of 
reaching a good result for your brand as well 
as expense. For example, when the owner 
of the Jack Daniel’s trademarks learned of a 
book cover that resembled the style of the 
Jack Daniel’s logo and label, the brand sent 
a friendly letter to the book author explain-
ing the situation and simply requesting that 
the author change the cover design when 
the book was re-printed and offering to con-
tribute toward the cost of doing so if the 
author agreed to change the cover sooner. 
The author did in fact agree to using a dif-
ferent cover at its publisher’s own expense. 
The non-aggressive and even-tempered 
approach of the Jack Daniel’s brand owner 
most certainly contributed to that success-
ful outcome and had the added benefit of 

garnering the company and its lawyer media 
praise for its approach.

3. Follow the social media site’s takedown 
procedures. Every social media website 
should have a takedown procedure listed 
somewhere in order to be in compliance 
with the requirements of the Digital Millen-
nium Copyright Act. Although the precise 
procedures will vary depending on each par-
ticular site, working with the site operators 
may be your best, or in some cases only, 
option. Before providing formal notice to 
a site, investigate whether the site has pre-
notice requirements such as requiring the 
trademark owner to first attempt direct con-
tact with the user in the hopes of reaching 
a cost-effective and fast resolution. Prepare 
yourself too for the fact that once notice is 
given, the social media site may not address 
the situation as quickly as you would hope.

4. Commence litigation. As discussed, 
legal action is best saved for widespread or 
serious and clear infringement, such as that 
involving a strong mark, exact or near-exact 
use, confusingly similar, or competitive com-
mercial misuse or other bad actor. Prioritize 
your litigation efforts on these more damag-
ing infringing acts and attempt to address 
lesser infractions through one or more of the 
softer approaches referenced above instead.

Step 4: Take Action in Attempt to Pre-
vent Misuse. Besides simply waiting for an 
incident to occur, there are some actions 
your company can also take to proactively 
attempt to prevent infringement and to 
mitigate damage before subsequent mis-
use happens.

1. Be sure to register your marks and 
brands as user names on key social media 
sites, regardless of whether your company 
intends to engage on the site itself. Doing 
so will ensure that your marks or brands 
are not wrongfully used by someone else.

2. Prioritize your enforcement efforts by 
monitoring and focusing on sites that are 
most relevant to your business and custom-
ers. Recognize that it is not possible to moni-
tor each and every social media platform.

3. Consider assigning specific employee(s) 
to monitor third-party use, or engage a moni-
toring service company.

4. Create a written policy in advance that 
outlines reporting procedures and how the 

company will handle responding to various 
types of misuse or infringement.

5. Consider creating your own pages on 
social media sites. Maintaining your own 
company pages will give your company an 
opportunity to better control what is being 
communicated about it and keep on top 
of what others are saying or doing when it 
comes to your brand. Social media pages that 
you maintain also create a more controlled 
environment for your fans to express their 
loyalty, lessening the need for potentially 
problematic fan pages.

Social media can be a powerful tool for 
companies and indeed even third-party 
statements regarding your company’s 
name or brand can be to your advantage. 
However, it is imperative to harness the 
potential for trademark infringement or 
misuse by others, and to respond appropri-
ately when such wrongful acts occur. When 
issues do arise, experienced trademark 
counsel can help you arrive at the best 
means for dealing with a given incident 
in a way that hopefully achieves a favor-
able outcome while minimizing negative 
impact, both to your company’s mark and 
brand, as well as its public image.
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