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IP MVP: Orrick Herrington's Annette Hurst 

By Abigail Rubenstein 

Law360, New York (November 14, 2013, 6:57 PM ET) -- Orrick Herrington & Sutcliffe LLP partner Annette 
L. Hurst recently added to her already impressive string of victories in major copyright matters by 
crafting the strategy that convinced the U.S. Supreme Court to find that first-sale doctrine extends to 
products made outside the U.S., earning her a spot on Law360's list of IP MVPs. 
 
An intellectual property litigator whose caseload has run the gamut from patent to copyright to trade 
secret to trademark and even related business tort claims, Hurst has carved out a particular niche for 
herself in high-stakes copyright battles. 
 
"Copyright cases are so much fun and so intellectually challenging," Hurst told Law360. "The rules of 
decision in copyright cases allow for so many good lawyering opportunities. Copyright cases, in my 
opinion more than any other, can be won or lost by the legal skill of the advocate because many of them 
are very closely contested." 
 
And one such closely contested case was Kirtsaeng v. John Wiley & Sons Inc., in which Hurst dreamed up 
the strategy that persuaded the high court to conclude in March that once a physical copy of a 
copyrighted work is made and sold outside the U.S. with the copyright owner's permission, the copy 
may be resold in the U.S. without infringing the owner's copyright. In reaching its decision, the court the 
rebuffed arguments of manufacturers, content providers and the federal government  that copyright 
holders should have more comprehensive control. 
 
The justices had split 4-4 on the issue of so-called gray-market goods just two terms before in a case 
known as Costco Wholesale Corp. v. Omega SA, so Hurst, working alongside fellow Orrick IP attorney 
Lisa Simpson and appellate partner Joshua Rosenkranz decided to ignore the existing playbook on the 
issue and to argue for a completely new interpretation of the Copyright Act. 
 
"We threw out entirely what they had done before in Costco and started over with a new position," 
Hurst said. "Our strategy was to offer a textual interpretation that would appeal to the conservatives 
because it was literalist and to liberals because the outcome was consumer welfare oriented." 
 
And the gambit paid off. The team won the case on behalf of Supap Kirtsaeng, a student who moved 
from Thailand to the U.S. to study math, who was accused of copyright infringement by textbook 
publisher John Wiley & Sons Inc. because he had friends and family purchase textbooks in Thai 
bookshops and then resold them in the U.S. at a profit. 
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Not only did the Supreme Court overturn a Second Circuit ruling in favor of the publisher, it did so with 
an unusual 6-3 alignment that saw Chief Justice John G. Roberts Jr. and Justices Stephen G. Breyer, 
Clarence Thomas, Samuel A. Alito Jr., Sonia M. Sotomayor and Elena Kagan join together to form the 
majority. 
 
"There has been no other alignment of that 6-3 group. I checked," Hurst told Law360. "It was a strategy 
that was deliberate, and it worked." 
 
And the Supreme Court win wasn't the only high profile victory Hurst had over the past year. 
 
In May, Hurst scored a favorable settlement for Brocade Communications Systems Inc. in a long-running 
patent, copyright and trade secret dispute with A10 Networks Inc. only an hour before a jury was set to 
hear opening statements in a patent damages retrial. 
 
In the original jury trial in the case, Hurst helped Brocade show that A10 had infringed three of its 
patents, misappropriated its trade secrets, infringed its copyright, and intentionally interfered with 
Brocade's contracts. The jury's verdict included a $60 million award on the copyright infringement claim, 
and the district court entered permanent injunctions prohibiting any further infringement of Brocade's 
patents or trade secrets but granted a new trial regarding the amount of patent damages. 
 
The trial included moments during cross-examination that Hurst considers career highlights, including 
the moment when one executive admitted that he had concealed the fact that he had destroyed a 
thumb drive full of emails. 
 
"What a dramatic moment that was," Hurst said. "It was like a Perry Mason moment. Actual perjury was 
admitted under cross-examination." 
 
Under the settlement reached just as the retrial on patent damages was poised to start, A10 agreed to 
pay Brocade $75 million and granted Brocade a license to all of A10's patents and any patents it may 
receive in the next 12 years. 
 
But Hurst had made a name for herself as a copyright guru long before these victories. 
 
In 2011, she helped MGA Entertainment Inc. to a stunning reversal in its epic fight with Mattel Inc. over 
the origins of MGA's popular Bratz line of dolls that resulted in a judgment of $309 million against 
Mattel. 
 
And as far back as 2001, Hurst gained notoriety by representing the creators of the file-sharing 
computer program Napster and helping them win the dismissal of copyright claims.    
 
Looking forward, Hurst shows no signs of slowing down. 
 
She is currently representing Dish Network LLC in its ongoing litigation in both New York and California 
with all of the major broadcast networks over its Hopper's PrimeTime Anytime and AutoHop features 
and the features' newer versions. So far, Hurst has managed to fend off all efforts to secure preliminary 
injunctions against Dish. 
 
And she is on the team representing Oracle America Inc. on appeal in its high-stakes copyright 
battle with Google over the development of the Android mobile operating system. 



 

 

 
--Editing by Katherine Rautenberg. 
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