IN THE UNITED STATES DISTRICT COURT
FOR THE MIDDLE DISTRICT OF NORTH CAROLINA
BLUE RHINO GLOBAL SOURCING, INC.
Plaintiff,
v.
BEST CHOICE PRODUCTS a/k/a
SKY BILLIARDS, INC.,
Defendant.

)
)
)
)
)
)
)
)
)
)

1:17CV69

ORDER
Plaintiff, Blue Rhino Global Sourcing, Inc., initiated this action against Defendant, Best
Choice Products a/k/a Sky Billiards, Inc. (“Defendant” or “Sky Billiards”), alleging two claims
of patent infringement under 35 U.S.C. § 271 related to the manufacture, use, sale, and/or
importing of outdoor heating devices. (See ECF No. 1 ¶¶ 28–39.) Before the Court are two
motions: (1) Plaintiff’s Motion to Dismiss Counterclaim and Strike Affirmative Defenses
(“Motion to Dismiss”), (ECF No. 8); and (2) Defendant’s Motion to Transfer for Improper
Venue or, Alternatively, to Dismiss (“Motion to Transfer”), (ECF No. 14). For the reasons
set forth below, Defendant’s Motion to Transfer will be granted.
In support of its motion, Defendant argues that “[v]enue in this case is improper
because: (1) Sky Billiards does not ‘reside’ in North Carolina, and (2) Sky Billiards does not
have a ‘regular and established place of business’ in North Carolina.” (ECF No. 15 at 3–4.)
Defendant, therefore, “moves to transfer venue in this action to the Central District of
California, or, in the alternative, to dismiss this action pursuant to [Rule] 12(b)(3) and 28 U.S.C.
§ 1406(a).” (ECF No. 14 at 1.)

When a defendant objects to venue under Rule 12(b)(3) of the Federal Rules of Civil
Procedure, the plaintiff bears the burden of establishing that venue is proper. See Colonna’s
Shipyard, Inc. v. City of Key West, 735 F. Supp. 2d 414, 416 (E.D. Va. 2010) (citing Bartholomew v.
Va. Chiropractors Ass’n, 612 F.2d 812, 816 (4th Cir. 1979), overruled on other grounds by Union Labor
Life Ins. Co. v. Pireno, 458 U.S. 119 (1982)). In the absence of an evidentiary hearing, to survive
a Rule 12(b)(3) challenge, “the plaintiff need only make a prima facie showing of venue.”
Mitrano v. Hawes, 377 F.3d 402, 405 (4th Cir. 2004). In determining whether such a showing
has been made, the Court must “view the facts in the light most favorable to the plaintiff.”
Aggarao v. MOL Ship Mgmt. Co., 675 F.3d 355, 366 (4th Cir. 2012).
In patent infringement actions, venue “is governed exclusively by 28 U.S.C. § 1400(b).”
Precision Fabrics Grp., Inc. v. Tietex Int’l, Ltd., Nos. 1:13-cv-645, 1:14-cv-650, 2017 WL 5176355,
at *4 (M.D.N.C. Nov. 7, 2017) (citing TC Heartland LLC v. Kraft Foods Grp. Brands LLC, 137
S. Ct. 1514, 1519 (2017)). Section 1400(b) provides that “[a]ny civil action for patent
infringement may be brought in the judicial district where the defendant resides, or where the
defendant has committed acts of infringement and has a regular and established place of
business.” 28 U.S.C. § 1400(b) (emphasis added). Since 1990, under the precedent set by the
Federal Circuit 1 in VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990),
in patent cases, a defendant corporation was deemed to reside in any district where it was
subject to personal jurisdiction. See id. at 1584. However, on May 22, 2017, the Supreme
Court decided TC Heartland which clarified that “a domestic corporation ‘resides’ only in its
State of incorporation for purposes of the patent venue statute.” TC Heartland, 137 S. Ct. at
The Federal Circuit exercises exclusive appellate jurisdiction over patent cases.
§ 1295(a)(1).
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1517. “In so doing, the Court abrogated the Federal Circuit’s nearly 30-year precedent that
applied a personal jurisdiction standard to venue decisions in patent cases.” Precision Fabrics
Grp., 2017 WL 5176355, at *5.
As applied to the instant action, the requirements of the patent venue statute have not
been satisfied. First, as Plaintiff alleges, and Defendant admits, “Defendant is a corporation
formed under the laws of the State of California.” (ECF No. 1 ¶ 2; see ECF No. 5 ¶ 2.)
Defendant, therefore, does not reside in North Carolina.

Second, although Plaintiff’s

Complaint alleges that Defendant conducts some business in the state and district, 2 (ECF No.
1 ¶¶ 6–8), it does not allege that Defendant maintains a “regular and established place of
business,” 28 U.S.C. § 1400(b), in North Carolina. The Federal Circuit has set forth the
following three requirements relevant to the “regular and established place of business” clause
within the patent venue statute: “(1) there must be a physical place in the district; (2) it must
be a regular and established place of business; and (3) it must be the place of the defendant.”
In re Cray Inc., 871 F.3d 1355, 1360 (Fed. Cir. 2017); see Symbology Innovations, LLC v. Lego Sys.,
Inc., 282 F. Supp. 3d 916, 930 (E.D. Va. 2017). “If any statutory requirement is not satisfied,
venue is improper under § 1400(b).” In re Cray Inc., 871 F.3d at 1360. Here, there are no
allegations or evidence that Defendant owns a physical location in North Carolina that is a
regular and established place of business. (See generally ECF No. 1; see also ECF No. 15-1 ¶¶ 3–
7.) Accordingly, the Court concludes that venue is improper in the Middle District of North
Carolina. See Simpson Performance Prods., Inc. v. NecksGen, Inc., No. 5:16-CV-00153-RLV-DCK,
2017 WL 3616764, at *3 (W.D.N.C. Aug. 23, 2017) (finding improper venue in the Western
The Complaint alleges that Defendant sells products, provides an interactive website, and directly
and/or indirectly services the product(s) at issue in North Carolina. (ECF No. 1 ¶¶ 6–8.)
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District of North Carolina where the corporate defendant was not incorporated in the state
and where the plaintiff’s allegations “[fell] far short of permitting the inference that [the]
[d]efendant maintain[ed] a permanent and continuous presence in North Carolina” (internal
quotation marks omitted)).
In response to Defendant’s motion, Plaintiff does not appear to challenge the
contention that venue in this Court is improper. Rather, Plaintiff argues that “Defendant
brings its Motion months too late,” and, thus, has waived its right to object to venue. (ECF
No. 18 at 2, 6–8.) Venue is considered a “personal privilege[ ] of the defendant, rather than
[an] absolute stricture[ ] on the court.” Leroy v. Great W. United Corp., 443 U.S. 173, 180 (1979).
A defendant, therefore, may waive its privilege to demand a proper venue if it does not make
a “timely and sufficient objection.” See 28 U.S.C. § 1406(b). Under Rule 12(b) of the Federal
Rules of Civil Procedure, “[e]very defense to a claim for relief . . . must be asserted in the
responsive pleading if one is required,” but certain defenses, including the defense of improper
venue, may be asserted by motion. Fed. R. Civ. P. 12(b). As a general rule, a defendant waives
its right to challenge venue if it fails to do so either in a responsive pleading or in the first Rule
12 motion filed before a responsive pleading. See id.; Fed. R. Civ. P. 12(h)(1). However, an
exception to the general rule of waiver exists “when there has been an intervening change in
the law recognizing an issue that was not previously available.” Holland v. Big River Minerals
Corp., 181 F.3d 597, 605–06 (4th Cir. 1999). Accordingly, a defendant does not waive a defense
if such defense was unavailable at the time the defendant filed its answer or pre-answer motion.
See Simpson Performance Prods., 2017 WL 3616764, at *3–*4.
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Here, Plaintiff is correct in its assertion that Defendant did not object to venue either
before, or as part of, its Answer filed February 21, 2017. To the contrary, in its Answer,
Defendant admitted that venue was proper, and asserted certain affirmative defenses and a
counterclaim against Plaintiff. (ECF No. 5 ¶¶ 9, 42–57.) However, the Court finds that such
a failure to object to venue at that time was not unreasonable given that “until the day the
Supreme Court issued its decision in TC Heartland, this Court would have been required to
apply [the precedent set by the Federal Circuit in] VE Holding to any venue challenge raised
by Defendant and conclude that venue was proper in any district where Defendant was subject
to personal jurisdiction.” Simpson Performance Prods., 2017 WL 3616764, at *6. Therefore,
because the Supreme Court’s TC Heartland decision “effected a fundamental, intervening
change in patent law,” Precision Fabrics Grp., 2017 WL 5176355, at *7, as a practical matter, the
legal basis for Defendant’s instant motion was effectively unavailable prior to the TC Heartland
decision. Accordingly, the Court concludes that Defendant did not waive its right to object
to venue by failing to raise it in its responsive pleading.
Plaintiff further argues that Defendant forfeited its privilege to challenge venue by
waiting nearly seven months after the TC Heartland decision to file its motion. (See ECF No.
18 at 6–8.) TC Heartland was decided on May 22, 2017, and Defendant’s Motion to Transfer
was filed on December 7, 2017. According to Plaintiff, the Court should deny Defendant’s
motion due to its “inexplicable delay of seven months (28 weeks).” (Id. at 8.) Indeed, “[e]ven
if a venue challenge is properly preserved, a defendant may still waive that challenge by actively
participating in the case or by waiting a significant period of time to seek relief.” Eyetalk365,
LLC v. Skybell Techs., Inc., No. 3:16-cv-00702-FDW-DCK, 2017 WL 3669548, at *1 (W.D.N.C.
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Aug. 24, 2017) (citing cases). In this case, despite Defendant’s delay in filing the instant
motion, Plaintiff cites no undue prejudice caused by the delay; nor can the Court discern any
such prejudice to Plaintiff. As argued by Defendant, “there has been no litigation activity in
this case between the time TC Heartland was decided and [Defendant’s] Motion was filed.”
(ECF No. 19 at 1.) Specifically, there has been no additional motion practice, an initial pretrial conference has not yet been scheduled, discovery has not yet commenced, and no trial
date has yet been set. The Court, therefore, concludes that, under these circumstances, neither
Defendant’s failure to object to venue in its responsive pleading, nor the timing of its filing of
the instant motion, constitutes waiver of its right to challenge venue.
Having determined that venue in this Court is improper and, further, that Defendant
has not waived its challenge to venue, the Court must now consider whether dismissal or
transfer is appropriate. Under 28 U.S.C. § 1406(a), when an action is brought in an improper
venue, the district court retains the discretion to “dismiss, or if it be in the interest of justice,
transfer such case to any district or division in which it could have been brought.’” 28 U.S.C.
§ 1406(a). “[T]ransfer is generally considered to be more in the interest of justice than
dismissal and, therefore, doubts should be resolved in favor of preserving the action,
particularly where it appears that venue may be properly laid in the proposed transferee
district.” Simpson Performance Prods., 2017 WL 3616764, at *8 (internal quotation marks
omitted). Here, the parties do not contest that venue is proper in the Central District of
California. Plaintiff argues, however, that dismissal of this case will be unfairly prejudicial.
(ECF No. 18 at 8–9.) Defendant contends that, as an alternative to dismissal, “the Court
should transfer this case to the Central District of California under 28 U.S.C. § 1406(a) because
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venue is proper in that district, where Sky Billiards is headquartered, and because the majority
of its relevant documents, witnesses, and other sources of proof are located in California.”
(ECF No. 15 at 5.) Having carefully considered the parties’ arguments 3 as well as the fact that,
as previously stated, this action is in its early stages, the Court finds that, rather than dismissal,
the interest of justice will be served by transferring this case to a district in which it could have
been brought initially. The Court will, therefore, exercise its discretion to transfer this action,
including Plaintiff’s pending Motion to Dismiss, to the Central District of California.
For the reasons outlined herein, the Court enters the following:
ORDER
IT IS THEREFORE ORDERED that Defendant’s Motion to Transfer for Improper
Venue or, Alternatively, to Dismiss, (ECF No. 14), is GRANTED, and the Clerk of Court
shall transfer this action to the United States District Court for the Central District of
California. The Court declines to resolve Plaintiff’s Motion to Dismiss Counterclaim and
Strike Affirmative Defenses, (ECF No. 8), which shall be transferred, as part of this action, to
the Central District of California.
This, the 20th day of June, 2018.

/s/ Loretta C. Biggs
United States District Judge
In its opposition, Plaintiff also references a prior action between the parties—Ferrellgas, L.P. & Blue
Rhino Global Sourcing, Inc. v. Best Choice Prods., No. 1:16-cv-259—which was adjudicated by this Court.
(ECF No. 18 at 2 & n.1.) Plaintiff argues that “th[e] Court has already invested substantial time and
resources in deciding disputes between Plaintiff and Defendant, which will be all for naught if this
case is transferred to California.” (Id. at 9.) The Court is unpersuaded by this argument given that the
prior action (which involved different claims of trademark infringement related to a different product)
is wholly unrelated to the instant action.
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