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This practice note discusses how to draft the argument 

section of an appellant’s brief in an appeal to the Court 

of Appeals of the Federal Circuit in a patent case. For a 

complete discussion of appeal briefs to the Federal Circuit 

in patent cases, see 1-7 Patent Appeals: Effective Federal 

Circuit Advocacy CHAPTER 7.syn (2018). For a discussion 

of appellate strategy for patent owners see Federal Circuit 

Appeals: Pre-Appeal Considerations (Patent Owner). When 

writing your brief, also be aware that the Federal Circuit has 

modified the Federal Rules of Appellate Procedure in some 

respects. See here.

Summary of the Argument
Fed. R. App. P. 28 (a)(8) requires a summary of the argument, 

which must contain a succinct, clear, and accurate statement 

of the arguments made in the body of the brief, and which 

must not just repeat the argument headings. Keep the 

following in mind:

•	 The focal point for judges. The summary of the argument 

is exceptionally important. Although an appellate court 

will read the full argument section of a brief, there is no 

question that the summary is the focal point for many 

appellate judges.

•	 Track the structure of the full argument. Your summary 

should exactly track the structure of the full argument. 

Thus, it is usually best to write the summary of argument 

after the argument section is complete. At that point, all 

that you need to do is to condense the argument into a few 

paragraphs. One method is to copy the entire argument 

into the summary of the argument section, and then use 

the topic sentences of each paragraph as a starting point 

for the summary. The trick is to make the summary flow 

well.

•	 Never circulate a draft brief without a summary of 

the argument. In the rush of practice, many times a 

draft appellate brief is circulated without a summary of 

the argument. That is a mistake. The summary is a very 

useful check on the organization of a brief. If a summary 

is well organized, then the brief is close to complete. If the 

summary is not, there is much work to be done. A draft 

without a summary of argument defeats the purpose of 

circulating a draft by omitting the key window into a brief.

Example of Summary of the 
Argument
The following example illustrates how an effective summary 

of the argument should read:

SUMMARY OF ARGUMENT

I. The district court correctly concluded that this case 

is exceptional because of the unreasonable manner in 

which Bayer litigated the case. See Octane Fitness, 134 

S. Ct. at 1756. After living with the case for years, both 

Judge Bumb and Magistrate Judge Schneider found 

Bayer’s conduct “troubling,” and its arguments “frivolous.” 

A29-31, 18,319-332. Rightly so: Bayer utterly failed 

to do “any due diligence” before filing suit. A27. Had 

Bayer done so, “it would have learned that no witness 

https://advance.lexis.com/open/document/lpadocument/?pdmfid=1000522%20&pddocfullpath=%2Fshared%2Fdocument%2Fanalytical-materials%2Furn%3AcontentItem%3A5V2N-5NY1-JSXV-G4H1-00000-00&pddocid=urn%3AcontentItem%3A5V2N-5NY1-JSXV-G4H1-00000-00&pdcontentcomponentid=126220&pdteaserkey=sr0&pditab=allpods&ecomp=dtrg&earg=sr0
https://advance.lexis.com/open/document/lpadocument/?pdmfid=1000522%20&pddocfullpath=%2Fshared%2Fdocument%2Fanalytical-materials%2Furn%3AcontentItem%3A5V2N-5NY1-JSXV-G4H1-00000-00&pddocid=urn%3AcontentItem%3A5V2N-5NY1-JSXV-G4H1-00000-00&pdcontentcomponentid=126220&pdteaserkey=sr0&pditab=allpods&ecomp=dtrg&earg=sr0
https://www.cafc.uscourts.gov/sites/default/files/rules-of-practice/MASTERFederalCircuitRulesOfPractice-01.03.17.pdf


supported Bayer’s construction of the Agreement and 

this case . . . should never have been filed.” Id. Bayer also 

filed a “frivolous” motion for a preliminary injunction in 

the midst of discovery, arguing that no further discovery 

was needed “at the very same time” that the “deposition 

testimony of Bayer’s own witnesses debunked Bayer’s 

claims.” A29-30. And Bayer took positions in this case 

that it knew were contradicted by the undisputed 

evidence, as highlighted by its submissions in another 

case, wasting the district court’s, this Court’s, and DAS’s 

time and resources. A23-25. Indeed, Bayer cited the 

exact same evidence at virtually the same time to argue 

one thing in this Court and the opposite in the other 

case.

Bayer’s complaints about the lower courts’ findings are 

meritless. Bayer incorrectly suggests that the district 

court’s due diligence findings were wholly dependent 

on its view of the merits. Not so. Regardless whether 

Bayer had evidence to support its interpretation of 

the agreements (it did not), filing a multimillion-dollar 

lawsuit alleging infringement of seven patents based on 

“two brief telephone calls, no written analysis, and no 

involvement of outside counsel,” A18,329 n.5, falls far 

below the standard of care to which litigants are held. 

So, too, it was manifestly unreasonable for Bayer to 

file a motion to enjoin activity that, even under Bayer’s 

incorrect interpretation, was allowed under the license. 

And Bayer misconstrues the district court’s finding 

with respect to the inconsistent positions Bayer took 

in this and another case. Estoppel is beside the point. 

The district court was “disturb[ed]” by Bayer’s conduct 

in making arguments it knew to be contradicted by the 

undisputed evidence in this case. A23-24.

The district court’s finding that Bayer litigated this case 

in a manner that justifies the entry of a fee award against 

it was correct and warranted in every way; it certainly 

was not based upon an erroneous interpretation 

of the law or a clearly erroneous assessment of the 

facts. Accordingly, the award of fees to DAS should be 

affirmed.

II. The district court’s decision should be affirmed for 

a second, independent reason. After combing through 

the “facts of the case” and listening to the testimony of 

experts on the “governing law,” an experienced district 

court judge, independently reached the same conclusion 

as an experienced magistrate judge that Bayer’s case 

“st[ood] out from others with respect to the substantive 

strength of” Bayer’s litigating positions. Octane Fitness, 

134 S. Ct. at 1756; see A29-31, 18,323-26. The district 

court found that “Bayer’s case . . . became more anemic 

upon review of each piece of evidence” and that its 

litigating positions “made no commercial sense” and was 

“contradicted” by Bayer’s “own witnesses as well as key 

documents.” A14, 26.

Bayer tries to argue that this case was merely a 

reasonable dispute over ambiguous contract language 

and that the district court has penalized it for losing that 

dispute. OB 38. But as the district court put it, this case 

did not concern a “colorable dispute [about] contract 

language[.]” A29. “Far from it.” Id.

Bayer’s primary argument now is that because it 

retained its patents, it also retained commercialization 

rights. Despite having presided over this case on the 

merits of DAS’s license defense, this argument was 

brand new to the district court. And the district court 

rejected it as both immaterial and contrary to all of the 

record evidence. A14-15. For example, although Bayer’s 

arguments for why its position is reasonable depends 

on the notion that it retained commercialization rights, 

it cannot point to a single piece of evidence in support. 

Margaret Keating, Bayer’s in-house counsel who 

negotiated the deals, had no “specific memory” of anyone 

“saying or suggesting that Bayer was going to keep” 

commercial rights, A4844-45 (97:25-98:10). Moreover, 

it made no commercial sense that in a deal to divest the 

dmmg technology, “Bayer retained valuable commercial 

rights to soybeans at the insistence of the beneficiaries 

of the divestment.” A18,325.

And while Bayer leans heavily on the different prices 

paid by MS Tech and Stine Seed, the record evidence 

shows that the differential price reflected the fact that 

MS Tech was taking on expensive development and 

regulatory obligations and would need to pay “[t]ens 

of millions of dollars” more to develop a commercial 

product that both parties could sell. A9765 (19:6-

25). Ultimately, Bayer’s arguments regarding the plain 

language of the agreements and their commercial 

purpose depend entirely upon its lawyers’ conjecture, 

and ignore the actual record evidence on these points.

The district court correctly rejected Bayer’s arguments 

as “contrived lawyer argument” that “did not trump the 

reality of the clear understanding between the parties.” 

A22-23. Its finding was correct, was certainly not based 

on an erroneous interpretation of the law or a clearly 

erroneous assessment of the facts, and should be 

affirmed.

Argument
An appeal brief must include an argument section. Fed. R. 

App. P. 28 (9) requires the argument to contain the following:



•	 The appellant’s contentions and the reasons for them, 

with citations to the authorities and parts of the record on 

which the appellant relies 

•	 A concise statement of the applicable standard of review 

for each issue (which may appear in the discussion of 

the issue or under a separate heading placed before the 

discussion of the issues) 

The Supreme Court’s reversals of the Federal Circuit teach 

the following three lessons that are relevant to every Federal 

Circuit brief:

•	 Question and avoid the use of jargon or tests 

•	 Do not argue for an expansion of the subject matter of 

patents 

•	 Harmonize patent law with other areas of law 

These three lessons are discussed below.

Question and Avoid the Use of Jargon or Tests
The Supreme Court has generally disapproved of the Federal 

Circuit’s tendency to rely on jargon and tests. Thus, you 

should always examine whether the district court relied on 

jargon or tests to reach its decision and if so, you should 

emphasize relevant Supreme Court case law to question 

the district court’s reliance on jargon or tests. Of course, 

you should also avoid introducing jargon or tests into your 

argument.

The first sign of the Supreme Court’s unease with the Federal 

Circuit’s tendency to adopt its own tests came in eBay Inc. v. 

MercExchange, L.L.C., 547 U.S. 388 (2006). Justice Thomas, 

writing for a unanimous Court, held that the traditional four-

factor test for injunctive relief applies to disputes arising 

under the Patent Act. The Court reversed the Federal 

Circuit’s general rule that courts will issue permanent 

injunctions once patent infringement is found. Chief Justice 

Roberts, with Justice Scalia and Justice Ginsburg, wrote 

a concurrence to express disdain for rigid Federal Circuit 

invented rules, quoting Justice Holmes that “in this area as 

others, ‘a page of history is worth a volume of logic.’” eBay 

Inc., 547 U.S. at 395.

This trend reached its apex in KSR Int’l Co. v. Teleflex Inc., 

550 U.S. 398 (2007). In KSR, the question was whether the 

Federal Circuit’s “teaching, suggestion, motivation test” to 

examine whether an invention was obvious (and thus not 

properly patented) was well-founded. Defending the rule, 

counsel suggested that the Federal Circuit’s test added an 

analytical framework. Chief Justice Roberts and Justice Scalia 

disagreed:

Justice Roberts: “It adds a layer of Federal Circuit jargon 

that lawyers can then bandy back and forth . . . it’s worse 

than meaningless because it complicates the inquiry 

rather than focusing on the statute.”

Justice Scalia: “I agree with the Chief Justice. It is 

misleading to say that the whole world is embraced with 

these three nouns, teaching, suggestion, or motivation, 

and then you define teaching, suggestion, or motivation 

to mean anything that renders it nonobvious. This is 

gobbledygook. It really is, it’s irrational.”

The KSR decision reflects these (in my view legitimate) 

concerns, repeatedly criticizing the Federal Circuit’s 

“rigid” and “formalistic” test for obviousness. Be aware 

that countless Federal Circuit doctrines are encapsulated 

in neat three-part tests. At a minimum, when briefing an 

issue involving a Federal Circuit test make sure to examine 

whether the test as applied furthers the policies that gave 

rise to the test in the first instance. As the KSR Court 

emphasized, “[a]pplication of the [obviousness] bar must not 

be confined within a test or formulation too constrained to 

serve its purpose.”

Do Not Argue for an Expansion of the Subject 
Matter of Patents
In the eBay case, Justice Kennedy, with Justices Stevens, 

Souter, and Breyer, expressed concern about patent overuse, 

noting that rapid technological and legal developments in 

the patent system have led to undue use of patents solely 

to exact licensing fees. The patent overuse camp further 

articulated its concerns in Lab. Corp. of Am. Holdings v. 

Metabolite Labs., Inc., 548 U.S. 124 (2006) (dismissing 

certiorari as improvidently granted).

The Lab. Corp. case involved a dispute as to whether a 

process patent was invalid because it merely described a 

natural process. Justice Breyer, writing for Justices Stevens 

and Souter, dissented from the dismissal of the case as 

improvidently granted. Breyer wrote that “sometimes too 

much patent protection can impede rather than promote 

the ‘Progress of Science and useful Arts,’ the constitutional 

objective of patent and copyright protection.” Lab. Corp., 

548 U.S.at 127. He closed his dissent by stating that “this 

generalist Court could contribute to the important ongoing 

debate, among both specialists and generalists, as to whether 

the patent system, as currently administered and enforced, 

adequately reflects the ‘careful balance’ that the ‘federal 

patent laws embody.’” Lab. Corp., 548 U.S. at 138.



The KSR case ratified this concern. The Court cautioned 

as follows: “Granting patent protection to advances that 

would occur in the ordinary course without real innovation 

retards progress . . . ” 550 U.S. at 405. But here is the most 

rhetorical section of KSR: “We build and create by bringing to 

the tangible and palpable reality around us new works based 

on instinct, simple logic, ordinary inferences, extraordinary 

ideas, and sometimes even genius. These advances, once part 

of our shared knowledge, define a new threshold from which 

innovation starts once more. And as progress beginning 

from higher levels of achievement is expected in the normal 

course, the results of ordinary innovation are not the subject 

of exclusive rights under the patent laws. Were it otherwise 

patents might stifle, rather than promote, the progress of 

useful arts.” 550 U.S. at 427.

The substantive lesson for the brief writer is to make sure 

that the position that you advance does not unnecessarily 

expand the scope of patent protection. The Supreme Court, 

of course, realizes that patents have value. But to the extent 

that your argument is pushing in favor of more expansive 

patent protection, you must explain why this particular 

expansion will promote rather than hinder progress and why 

the invention properly qualifies as patentable subject matter 

under current Supreme Court case law.

Harmonize Patent Law with Other Areas of Law
As eBay yet again illustrates, the justices are in complete 

agreement that patent law should be harmonized as much as 

possible with other disciplines. For example, in MedImmune, 

Inc. v. Genentech, Inc., 549 U.S. 118 (2007), the Court held 

that the Declaratory Judgment Act allowed a licensee to 

sue the patent holder for patent invalidity while continuing 

to pay the patent holder for a license to use the invention. 

The Court applied decisions interpreting the Declaratory 

Judgment Act from a variety of substantive law contexts. 

(Although Justice Thomas dissented, he did so on his 

consistent view about the scope of the Declaratory Judgment 

Act). Ill. Tool Works Inc. v. Indep. Ink, Inc., 547 U.S. 28 (2006) 

(patent tying under antitrust law) and Merck KGaA v. Integra 

Lifesciences I, Ltd., 545 U.S. 193 (2005) (safe harbor for drug 

experimentation) also invoke ordinary canons of statutory 

construction to resolve the particular questions before 

the Court. So too, KSR’s emphasis on what “common sense 

teaches” reflects the judicial effort to bring patent law back 

into ordinary legal discourse. Rather than an attempt to craft 

a distinct body of patent law, the Supreme Court is intent on 

harmonizing patent law with other substantive areas of the 

law.

The Supreme Court’s effort to harmonize patent law with 

other areas of law warrants the appellate writer citing cases 

from varied legal contexts. Provide a copyright citation, an 

antitrust law citation, or any other source of law that can 

show that the position urged in your brief is no different from 

the right result in various other contexts. This is an “out of 

the box” practice for most patent attorneys. Done well, it can 

provide a powerful advantage for a client facing an uncertain 

Federal Circuit panel.

Standard of Review
Do not overemphasize the standard of review. Appellate 

judges want to get the answer right. The standard of review 

matters, but it cannot replace showing that your position is 

right regardless of any deference that the judge owes to the 

court below. A short section before the argument usually 

suffices, as in the following example:

“[T]he law of the regional circuit” governs this Court’s 

“review [of] grants of summary judgment . . . not unique 

to patent law.” Shum v. Intel Corp., 633 F.3d 1067, 

1076 (Fed. Cir. 2010). In the Third Circuit, “grant[s] of 

summary judgment” are reviewed “de novo.” Ferrostaal, 

Inc. v. M/V Sea Phoenix, 447 F.3d 212, 216 (2006). 

Summary judgment “shall” be granted if the “materials in 

the record” show “there is no genuine dispute as to any 

material fact.” Fed. R. Civ. P. 56(a), (c)(1)(A). Thus, “the 

mere existence of some alleged factual dispute . . . will 

not defeat . . summary judgment; the requirement is that 

there be no genuine [dispute] of material fact.” Anderson 

v. Liberty Lobby, Inc., 477 U.S. 242, 247–48 (1986) 

(emphasis added). A “genuine [dispute]” requires the 

nonmovant to adduce “sufficient evidence” in its “favor[] 

. . . for a jury to return a verdict for that party.” Id. at 249. 

A fact is “material” only when that fact could “affect the 

outcome of the suit.” Id. at 248–49.

If the standard is contested, a longer version is sometimes 

needed. The following is an example:

Section 285 “commits the determination [of] whether 

a case is ‘exceptional’ to the discretion of the district 

court.” Highmark, Inc. v. Allcare Health Mgmt., 134 S. Ct. 

1744, 1748 (2014). Because the district court “lives with 

the case over a prolonged period of time” and “‘is better 

positioned’ to decide whether a case is exceptional,” this 

Court “review[s] all aspects of a district court’s § 285 

determination” for “abuse of discretion.” Id. at 1748–49 

(quoting Pierce v. Underwood, 487 U.S. 552, 559–60 

(1988)); accord Integrated Tech. Corp. v. Rudolph 

Techs., Inc., No. 2014-1820, 2015 WL 6162452, at *3 

(Fed. Cir. Oct. 21, 2015); Homeland Housewares, LLC v. 

Sorensen Res. & Dev. Trust, 581 F. App’x 877, 880 (Fed. 

Cir. 2014). This Court’s abuse-of-discretion “review is 

limited to determining whether the district court based 



its ruling on an erroneous view of the law or on a clearly 

erroneous assessment of the evidence.” Site Update 

Solutions, LLC v. CBS Corp., No. 2015-1448, 2016 WL 

380119, at *2 (Fed. Cir. Feb. 1, 2016); SFA Sys., LLC 

v. Newegg Inc., 793 F.3d 1344, 1348 (Fed. Cir. 2015) 

(same); accord Cybor Corp. v. FAS Techs., Inc., 138 F.3d 

1448, 1460 (Fed. Cir. 1998) (en banc).

“[A]n ‘exceptional’ case is simply one that stands out 

from others with respect to the substantive strength of a 

party’s litigating position (considering both the governing 

law and the facts of the case) or the unreasonable 

manner in which the case was litigated.” Octane Fitness, 

134 S. Ct. at 1756. This standard encompasses all 

“unreasonable conduct” and empowers the district 

court to “determine whether a case is ‘exceptional’ in 

the case-by-case exercise of [its] discretion, considering 

the totality of the circumstances.” Id. at 1756–57. 

Because section 285 “imposes no specific evidentiary 

burden, much less such a high one,” the prevailing 

party must only establish its entitlement to fees by a 

“preponderance of the evidence.” Id. at 1758.

Bayer unsuccessfully attempts a handful of tactics to 

divert this Court’s attention from the Octane Fitness 

standard. For example, Bayer cites a case decided long 

before Octane Fitness regarding the standard for 

imposing Rule 11 sanctions. OB 23–24 (citing Q-Pharma, 

Inc. v. Andrew Jergens Co., 360 F.3d 1295, 1299 (Fed. 

Cir. 2004)). In Octane Fitness, however, the Supreme 

Court explicitly rejected the assertion that a party’s 

actions must be “independently sanctionable” to justify 

the award of fees. 134 S. Ct. at 1756; see Lumen View 

Tech. LLC v. Findthebest.com, Inc., 811 F.3d 479, 483 

(Fed. Cir. 2016) (district court “reasonably determined 

that the case was exceptional” even where the plaintiff’s 

“litigation conduct was not quite sanctionable”).

Bayer then tries out another inapplicable standard, 

arguing that fees are only recoverable if its position 

“was so obviously incorrect that litigating it was 

‘unreasonable.’” OB 23, 37 (citing Biax Corp. v. NVIDIA 

Corp., 626 F. App’x 968, 973 (Fed. Cir. 2015)). But 

Bayer takes the single quoted word from that opinion, 

“unreasonable,” out of context. As discussed further 

below (at 50–52), in Biax Corp., this Court concluded 

that in finding that plaintiff’s arguments were foreclosed 

and therefore unreasonable, the district court “misread 

the expert’s testimony” and misunderstood its own 

orders that “did nothing to resolve the ambiguity” in 

the claim construction it found foreclosed the plaintiff’s 

arguments. Id. at 972–73. This Court said nothing to 

the effect that a party’s position must be “so obviously 

incorrect” to award fees.

In the same vein, Bayer also contends that fees can 

only be awarded if a party’s position is “so plainly 

non-meritorious that no reasonable attorney could 

realistically expect success on the merits.” OB 23 (citing 

Bianco v. Globus Med., Inc., No. 2:12-cv-000147-WCB, 

2014 WL 1904228, at *2–3 (E.D. Tex. May 12, 2014)). 

But in Bianco, the district court, after first concluding 

that the plaintiff had waived any argument that the 

Octane Fitness standard should be applied, remarked 

that the plaintiff’s claim was meritorious enough to get 

past summary judgment and characterized the claim as 

“a fairly routine example of a claim that did not prevail.” 

Bianco, 2014 WL 1904228, at *1–3.

Put simply, the appropriate standard of review is the 

one stated by the Supreme Court: whether a district 

court has “abuse[d] [its] discretion,” Highmark, Inc., 134 

S. Ct. at 1748, when, in “considering the totality of the 

circumstances,” it finds that a case “stands out from 

others with respect to the substantive strength of a 

party’s litigating position” or “the unreasonable manner 

in which the case was litigated.” Octane Fitness, 134 S. 

Ct. at 1756.

Organization
Organize your argument into the following four main parts:

•	 Describe the law. The relevant law should always come 

first. Many times, the facts are stated first, then the law, 

then the facts, and then some more law. That is not a clear 

way to write. Start with the law. At the appellate level, the 

relevant law is usually a key statutory provision, any on-

point Supreme Court cases, and directly applicable Federal 

Circuit decisions. In the course of stating the law, you 

should emphasize the relevant favorable policy concerns. 

•	 Apply the law to the facts. After establishing what the 

rule of law is (or should be), the next step in the argument 

is to show how under that rule you win. This argument 

often includes a textual argument (i.e., the plain meaning 

of the applicable statute covers the facts). If possible, 

the argument should center on showing that a key case 

is factually similar to your case. Always conclude by 

demonstrating that the policy behind the law is advanced 

by reaching the result that you advocate.

•	 Refute counter-arguments. A difficult part of appellate 

brief-writing is knowing when to address the other side’s 

arguments. To some extent, your statement of law and the 

application of the law to the facts will have engaged the 

other side’s arguments. Nevertheless, in most cases, the 

other side’s arguments merit a separate section. Putting 

the section last allows the force of your brief to center on 

your affirmative case.



•	 Summarize. After addressing the other side’s arguments, 

you should include a short summary of your argument to 

place the reader back on favorable territory.

Example of an Argument
The following is an example of an argument from an appellate 

brief in a patent case:

I. The District Court Properly Concluded That Bayer 

Litigated This Case In An Unreasonable Manner.

An experienced district court, “[r]uling from a position 

of great familiarity with the case and the conduct of the 

parties,” Site Update Solutions, LLC, 2016 WL 380119, 

at *2, correctly found “Bayer’s conduct” in this case 

“troubling.” A31. Completely apart from the fact that 

Bayer’s substantive litigating positions stood out from 

others (discussed in Part II), Bayer’s case was exceptional 

because Bayer litigated the case in an “unreasonable 

manner.” Octane, 134 S. Ct. at 1756.

A. Bayer brought suit against DAS based on a one-

page press release describing conduct Bayer admitted 

DAS was licensed to do.

Within 48 hours after DAS and MS Tech “publicly 

announced the development,” OB 5, of the E3 soybean 

in a press release, A9941, Bayer moved to sue DAS for 

infringement of seven patents involving over 100 claims. 

As the magistrate judge pointed out, Bayer’s lawsuit was 

based on “two brief telephone calls, no written analysis, 

and no involvement of outside counsel.” A18,329 n.5; 

see A7460-61 (121:6-14, 121:18-122:8, 123:22-

124:4, 125:16-19). And, as both the district court and 

the magistrate judge concluded, “[h]ad Bayer done any 

due diligence, it would have learned that no witness 

supported Bayer’s construction of the agreement and 

this case . . . should never have been filed.” A27, 18,329 

(“[I]f Bayer had exercised a modicum of due diligence 

it would have recognized that its complaint was going 

nowhere.”).

Bayer does not try to defend its diligence. As the 

magistrate judge pointed out, “Bayer is silent on the 

issue.” A18,329. So, too, Bayer’s silence in its opening 

brief speaks volumes. OB 46–47. Rather, Bayer’s only 

argument is that “the district court’s view of Bayer’s 

litigation decisions was driven entirely by its view of 

Bayer’s position on the merits,” and that it “did have 

witnesses who supported its case.” Id. But regardless 

of whether Bayer had any witnesses who supported its 

case (it did not, as explained below at 61–66), this still 

does not explain how it could think it was reasonable to 

file a multimillion-dollar lawsuit alleging infringement of 

seven patents based on “two brief telephone calls, no 

written analysis, and no involvement of outside counsel.” 

A18,329 n.5. See Lumen View Tech. LLC, 811 F.3d at 

480 (affirming fee award where district court found that 

“‘the most basic’ pre-suit investigation would have shown 

that” the accused product did not infringe) (citation 

omitted); Monolithic Power Sys., Inc. v. O2 Micro Int’l 

Ltd., 726 F.3d 1359, 1367 (Fed. Cir. 2013) (affirming 

fees where patentee “failed to conduct an investigation 

into the veracity of its representations until after [the 

defendant] had retained a schematics expert to debunk 

[patentee’s] version of events”).

Bayer’s hasty decision-making process lead to a suit 

with obvious fatal defects. First, Bayer originally filed 

its suit on the assumption that DAS “owned” the E3 

event, contrary to the requirements of the Bayer-MS 

Tech Agreement, which required an event to be made 

“by or for” MS Tech. A7462-63 (129:20-130:24, 135:2-

20); 8979. But Bayer’s perception that DAS owned the 

event was anchored entirely to the one-page DAS-MS 

Tech press release about a joint development project—a 

document Bayer’s own in-house attorney admitted did 

not establish DAS’s ownership. A7461-63 (127:5-25, 

131:22-132:9, 133:4-25).

Second, if Bayer’s contract interpretation was correct—

i.e., that Bayer granted MS Tech a “research license” 

to “develop” glyphosate-tolerant soybeans—there is 

no reason why Bayer would need to sue at all since, as 

Bayer puts it, DAS and MS Tech “publicly announced 

the development” of E3, OB 5, 9, 11–12, 25, 31, to be 

“available by mid-decade,” A9941. If Bayer’s litigation 

position is correct, it filed suit based on activity that was 

entirely permissible even under its interpretation of the 

Bayer-MS Tech Agreement: research related to dmmg. 

Bayer has long agreed that “MS Tech can sublicense DAS 

to perform regulatory or other research and development 
activities using the patented technology,” A429-30 

(emphasis added), and that “develop is what exactly they 
are allowed to do,” A644 (55:17-23) (emphasis added); 

see also A625 (36:24-25, 37:6-21), 627 (38:21-24). 

Indeed, as the parties litigate this fees appeal nearly four 

years after Bayer first claimed that DAS was infringing 

its patents for glyphosate tolerance, MS Tech and DAS 

have yet to commercialize E3.

In sum, Judge Bumb and Magistrate Judge Schneider 

both correctly concluded that it would take more than 

48 hours and two phone calls to determine whether 

Bayer could bring a potentially meritorious suit against 

DAS.
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Other Argument Tips
Keep the following additional tips in mind when devising your 

argument strategy:

•	 Drop arguments. The district court practitioner wisely 

makes every available argument. At the appellate level, 

the number of permissible arguments is much lower. Two 

or three separate arguments is usually the right number. 

So, the first—and often the hardest—task is to select 

which arguments to press. A fresh set of eyes is useful 

at this stage. Also, it is generally not a good idea to bury 

arguments in footnotes and the like. Pick a few arguments 

and make them well.

•	 Get the Federal Circuit’s attention. An appellate court 

wants to affirm. To be sure, the Federal Circuit’s recent 

reversal rate of lower courts has put that accepted wisdom 

to the test. But even so, the majority of Federal Circuit 

decisions affirm—it is easier. Thus, the job of a brief seeking 

a reversal is to get the Court’s attention that action is 

needed. A boring brief makes affirmance more likely. 

•	 Argue at the right level of generality. Although difficult, 

you should try to avoid having numerous subpoints that 

really all drive at the same idea. Talk the arguments 

through, and then pitch your written arguments at that 

level.

•	 Consider the order of argumentation. Think hard 

about which arguments should come first, second, and 

third. At times, making a draft Table of Contents can help 

you visualize the structure of the argument section and 

consider different organizational possibilities.

•	 Emphasize your best precedent. The judicial method is 

ultimately about treating like cases alike. In particular, any 

on-point Supreme Court or Federal Circuit precedent in 

your favor should be closely analyzed and applied. 
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